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TRADEMARK LICENSES: CONTROL PROVIDED, 
CONTROL EXERCISED 


By Cameron K. Wehringer* 


“* * * and for the above-stated consideration, a license is 


hereby granted to use the trademark * * * ” 


Simply stated, and simply inaccurate. Although the law may 
perhaps recognize the creation of a valid license in some objects 
by a clause as the above, in the matter of trademarks this is hardly 
the case. On the other hand, there is not an inviolate stated com- 
bination of certain elements whereby one can create a valid license 
to use a trademark. Rather, the cases show that control must be 
provided and exercised. What elements will make up adequate con- 
trol is open to interpretation, according to the fact pattern under 
serutiny. How far, or how much, must the terms of a license agree- 
ment go to let another use a trademark and be sure a valid license, 
and only a license is created? 


1. A “naked license” is of no validity. If attempted, the 
licensor would lose such rights as he had possessed.’ 


2. The trademark owner must have control over the nature 
and quality of any goods or services in connection with which he 
permits the trademark to be used. 


3. The trademark must continue to identify any goods on which 
it is used as a trademark, as associated with a single source.’ 


Past 


“A trade-mark cannot be assigned, or its use licensed, except 
as incidental to a transfer of the business or property in con- 
nection with which it has been used.” * (Emphasis supplied.) 


* Member of the New York Bar. 

1. Prichard v. Consumers Brewing Co., 136 F.2d 512, 519, 33 TMR 370 (C.A. 6, 
1943; cert. den. 321 U.S. 763). The leading case on “naked licenses” involved the 
services of a teachers’ employment agency. Everett O. Fisk g Co. v. Fisk Teachers’ 
Agency, 3 F.2d 7, 15 TMR 147 (C.A. 8, 1924). 

2. 3 CALLMANN, UNFAIR COMPETITION AND TRADE-MARKS 1299 (2nd ed. 1950). 

3. Macmahan Pharmacy Co. vy. Denver Chemical Mfg. Co., 113 Fed. 468, 474, 475 
(C.A. 8, 1901). 


287 
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This proposition, once authoritatively recognized by some,‘ 
is now questioned as being a complete statement of the law. With 
changing times and changing needs, the law, as always, made it 
clear that it had adapted itself to the needs and requirements of 
the commercial world. Or, in view of the Knight case (1922),° it 
may be more accurate to say that licenses are used more and 
more, necessitating an awareness by the courts of the difficulties 
inherent in the situation. 


“Tt is well settled that the owner of a trademark may 
license its use to another and others so long as such agree- 
ments are not merely naked license agreements.” ° 


This statement in the DuPont case,’ is to be distinguished from the 
Macmahan case quotation above.’ The 1901 matter involved not 
licenses, but whether the naked assignment of a trademark was 
valid, and the Court there held (this view remaining as an accurate 
statement without necessary modification) that an assignment 
apart from the business and good will of the owner of the trade- 
mark could not be made. It may be argued that by a license, the 
licensor in effect attempts to vest the license with his good will. 
No quarrel is raised as to this, but whether or not this is the theory 
behind, or concurrent with licensing, is beyond the scope of this 
essay. It is certain that® “The licensee acquires only the right to 
a limited use of the trade-mark, for the title to and reversionary 
interest in that use remain with the owner.” Rather, here recog- 
nizing that a “naked” license is invalid, an analysis is made to 
determine what elements will make up a valid license. 


“Tt is often said that a trade-mark may not be licensed. 
This is a familiar rule of law and well established, provided 
that the word ‘license’ is understood to mean a naked license— 
a mere granting of permission to use a trade-mark and nothing 


more 99 10 





4. Infra, notes 9, 10, 11. 

5. Infra, n. 28. 

6. DuPont v. Celanese, 167 F.2d 484, 489, 38 TMR 666 (C.C.P.A. 1948) and the 
several cases therein cited for this proposition. 

7. Id., p. 490. 

8. Op. cit. supra n. 3. 

9. 3 CALLMANN, UNFAIR COMPETITION AND TRADE-MARKS 1296, 1297 (2nd ed. 1950). 

10. NIMS, UNFAIR COMPETITION AND TRADE-MARKS 122, §22 (4th ed. 1947). Note 
the difference between the 1948 and the 1956 Amdur statements. In 1948 he wrote: 

«* * * the naked right to the mark cannot be transferred by way of license or other- 

wise unaccompanied by the good-will (or an apportioned part thereof).” 
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Compare the thinking of the law revealed now, with the com- 
mon enough earlier thought.” 


“* * * Trade-mark licenses in particular were declared invalid 
for a long time, and still are to a certain extent, since they 
are substantially a transfer of the naked right to use the mark 
without a simultaneous transfer of the whole business or at 
least a part thereof.” 


Present 
A necessary ingredient of a license is control over the quality 
or service identified with the trademark, which is manifested in a 
combination of ways.’”? And, 


“One who has developed a trademark as a guaranty of 
the quality of his merchandise should not be permitted to 
license its use apart from his business to those who may sell 
an inferior product.” ** 


The control element was emphasized in a case wherein plain- 
tiff attempted to appropriate a descriptive term. There the Court 
noted :** 


“Moreover, u-conTroL with the letter ‘U’ has become 
generic to indicate a type of flight control and has lost all 
trademark significance. Plaintiff has granted his licensees 
permission to use the mark vu-contTROL without retaining con- 
trol over the nature and quality of the goods. Thus, the public 
will no longer be able to know that the trademark v-conTROL 
with the letter ‘U’ refers to plaintiff’s goods or goods of like 
nature and quality.” (Emphasis supplied.) 


Or, as elsewhere stated :*° 


“The public policy of Pennsylvania is not opposed to the 
license of trademarks and names (Citations omitted) * * * But 


But, in his 1956 supplement (p. 179, citing Crown Beverage Corp. v. Nehi Corp. Infra, 
n. 35) he notes that: 


“Trademark rights are not lost by licensing others to use a trademark.” 

11. DERENBERG, TRADE-MARK PROTECTION AND UNFAIR TRADING 573 (1936). 

12. In dismissing the complaint in Huber Baking Company v. Stroehmann Brothers 
Company et al., 46 TMR 1215, 1220 (S.D.N.Y. 1956), Judge Walsh stated: “I conclude 
as a matter of law that the license need not itself specify the quality controls if they 
actually exist.” Cf. Reddy Kilowatt, Inc. v. Mid Carolina Cooperative, Inc., F.2d 

, 112 USPQ 199, 47 TMR 241 (C.A. 4, 1957). 

13. Broeg v. Duchaine, 319 Mass. 711, 67 N.E.2d 416, 69 USPQ 627, 628, 36 
TMR 207 (1946). 

14. American Junior Aircraft Company v. L. M. Cox Mfg. Co. Inc., 107 USPQ 
260, 262, 263, 46 TMR 62 (partially reported 137 F.Supp. 175) (D.C. Calif. 1955). 

15. Manischewitz Food Products, Inc. v. Rosenberg, 80 USPQ 427, 428, 39 TMR 
231 (D.C. Pa. 1949). There were ten control points, infra, p. 292. 
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we feel that sucH policy extends only to a license which main- 
tains the integrity of the name or mark by insuring the con- 
tinuity of its relationship with the business and goodwill with 
which it has been used.” (Emphasis supplied.) 


A rationale for this preoccupation with the quality of the 
goods upon which a trademark is applied is not too difficult to see, 
provided one recognizes that a trademark is as much a distinguish- 
ing badge as is a man’s name. As a mark of distinction, the trade- 
mark is to be jealously guarded, no less than that of the trade 
name,’* both so frequently promoted today. 

A license”’ will not be enforced** where the license is not trans- 
ferred in conjunction with a formula or process, and where con- 
formity to a fixed standard is not demanded and exercised. 

The DuPont v. Celanese case” held that the license agreement 
in question was not a mere naked license agreement as it included 
provisions relating to the acknowledgment of the validity of the 
trademark; that nothing would be done to infringe the trademark; 
that termination of the agreement was on six months’ notice; and 
the licensor through its designees would have the right to inspect 
and test the dyestuffs prior to sale.” As to quality, the licensee 
would use the trademark only on dyestuffs: 


“* * * which shall in quality be up to such standard as may be 
fixed or approved by the [licensor] * * *” 


As a guarantor to the public, it follows that the licensor must 
be aware that the exercise of control over the goods is essential.” 


16. The distinction between the two is clear, as expressed in Standard Oil Co. of 
New Mexico v. Standard Oil Co. of Calif., 56 F.2d 973, 977, 22 TMR 363 (C.A. 10, 
1932) : 

“Generally speaking, a trade-mark is applicable to the vendible commodity to 
which it is affixed, and a trade name to its business and its good-will.” 


And, King Pharr Canning Operations v. Pharr Canning Co., 85 F.Supp. 150, 157, 39 
TMR 715 (W.D. Ark. 1949). 

17. A “license” is more than the name given by the parties to an agreement. 
Care must be taken not to confuse a license with an assignment. Andrew Jergens Co. v. 
Woodbury, Inc., 273 Fed. 952, 960, 11 TMR 192 (D. Del. 1921): “* * * although 
using the word ‘license,’ it was, in legal contemplation, an assignment.” 

18. Broeg v. Duchaine, op. cit. supra n. 13. 

19. 167 F.2d 484, 486, 38 TMR 666 (C.C.P.A. 1948). 

20. See the detailed analysis of this case in Whitman, You Can License Your 
Trade-Mark, If—,” 38 TMR 639, 641, 642 (1948). 

21. Morse-Starrett Products Co. v. Staccone, 83 USPQ 496, 503, 40 TMR 41 
(N.D. Calif. 1949). See Finchley, Inc. v. George Hess, 24 F.Supp. 94, 28 TMR 404 
(E.D.N.Y. 1938) where the licensor passed on the quality of the goods; and Huber 
Baking Company v. Stroehmann Brothers Company, op. cit. supra, n. 12, 
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“«* © * If the owner of a trademark wants to license the use 
thereof to another and still retain as his own the enjoyment of 
the rights stemming therefrom, he must do so in such a way 
that he maintains sufficient control over the nature and quality 
of the finished product, over the activities of the licensee, as 
will enable the licensor to sustain the original position of 
guarantor to the public, that the goods now bearing the trade- 
mark are of the same nature and quality as were the goods 
bearing the trademark before the licensing, or, that the mark 
now has the same meaning as far as the public is concerned 
as it did before the licensing.” (Emphasis supplied.) 


The question logically follows as to what is enough control. 
This control must be of such a degree, it is submitted, that the 
public will continue to express its confidence in the trademark.” 

If the public may rely on a man because of his fine name and 
what it stands for, it should be able to rely on what the trademark 
represents. The public is entitled to continuance of the reliance 
it has placed thereon prior to a license agreement.” 


“A trade-mark may be assigned, licensed, or lent, as long 
as it remains associated with the same product or business 
with which it has become associated in the public mind * * * ” 


Examples are numerous, perhaps the clearest one, in view of 
the analogy to a man’s name, is typified by a hearty “Hi-Yo, Sil- 
ver.” Children and most adults are familiar with the now legendary 
figure of the “Old West” known as “The Lone Ranger.” Licensed 
uses pertaining to this fictional man, noted for his high standards 
of justice and morality, were, as the Court noted, supervised 
strictly. The case involved a competition in the use of the character 
and name.” 


“* * * In every case where licenses have been granted, the 
plaintiff has exercised strict and continuous supervision so 
that its aims and objectives of promoting law, good morals and 


22. Link, The Social Significance of Trade-Marks, 38 TMR 622, 624, 627 (1948). 
The thoughts of nearly ninety percent of the interviewed people as to what a trademark 
means he reported, could be expressed by the term “confidence.” He added, “Trade- 
marks . . . represent promises that men live by.” 

23. Purity Cheese Co. v. Frank Ryser Co., 153 F.2d 88, 90, 36 TMR 45 (C.A. 7, 
1946). 

24. Lone Ranger v. Currey, 79 F.Supp. 190, 192, 38 TMR 891 (M.D. Pa. 1948), 
and Lone Ranger v. Coz, 124 F.2d 650, 32 TMR 97 (C.A. 4, 1942). 
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safety may not,be interfered with, and so that the high 
standard of quality and excellence of its product may be main- 
tained.” (Emphasis supplied.) 








In the Manischewitz case, romance of the West of Old is not 
present. But the control factors, just as important in food as in 
fictional man, are found. Here the control over the licensing of 
a trademark used on kosher food products included the following 
ten points :” 







1. Restriction to North America for a limited time. 





2. Licensor to designate the Rabbi(s) to supervise the proc- 
esses at licensee’s expense. 






3. Selling price in accord with all regulations in effect and 
with competitive prices. 





4. All food products to be of first quality and substantially 
like samples submitted. 







| 5. At licensee’s expense, plaintiff could designate inspectors 
) to make reports on preparation and ingredients used. 





6. Advertisements and labels to be approved by plaintiff. 







7. Rights not assignable without plaintiff’s consent. 





8. Agreement to terminate upon licensee’s bankruptcy or 
assignment of assets for benefit of creditors. 







9. Under certain terms, the agreement could be extended 
for four years. 






10. Agreement to be construed under laws of New York. 










When one considers that ten points were needed, or at least 
found in one valid arrangement for a license, it raises the question 
whether there can be a lesser number of provisions. The answer, if 
control is individual to the situation as a name is to a man, must be 
yes. This man, Arthur Murray, who is a noted dance instructor, 
established a nationwide franchise system for the operation of 
dance studios bearing his name. The contracts under view speci- 
fied that internal management is not of concern to the licensor. 








SON ER es AT DS es Beans DELON torrat Fh RNa SBS | RO Fs So PLS CLI. \ ey. 













25. Op. cit. supra, n. 15. Which of these points could have been excluded and 
still left a valid license agreement in force? 
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This provision does not invalidate the licensing for “ * * * inter- 
nal management involves numerous factors with which obviously 
the licensor has no concern, i.e., financing, leases, business set-up, 
corporate or otherwise, and other aspects of business manage- 
ment.” Positively, sufficient control of the operation was found in 
that Arthur Murray licensees are required to employ only instruc- 
tors who have had training in the “Arthur Murray Method” of 
teaching the latest dance steps and they are required to maintain 
“the highest possible standard of behavior among employees.” 

Leaving man for machine, the application of the factor of 
control to manufacturing, raises other points. Instruction is not 
of import. There is neither “style” nor “morals” involved. But, 
regular visits can be the control element as was set forth in a case 
involving a trademark used on dental instruments and medications. 
The plaintiff, who coined the trademarks, sold the items manu- 
factured by defendant, in connection with his lectures. The Court 
wrote that the plaintiff :?’ 


“* * * -etained well near absolute control over the manner 


of advertising manufacture and sale of the products involved, 
as well as the manner in which his name and his marks might 
be used in connection herewith. Furthermore, there is proof 
to the effect that plaintiff, as was his right under the agree- 
ments, spent a considerable amount of time at defendant’s 
plant * * *. On some occasions, he was there regularly for a 
week or a month at a time. While the record is somewhat 


26. Arthur Murray, Inc. v. Horst, 110 F.Supp. 678, 43 TMR 501 (D. Mass. 1953). 
In the Fisk case, op. cit. supra, n. 1, the plaintiff gave the right to use the trade name, 
agreed to furnish stationery, advertising, forms, and include the local office name in the 
general advertising. The local office operators agreed to pay a share of the gross pro- 
ceeds, and be subject to plaintiff’s directions as to its relationship with other agencies. 
However, 

“The plaintiff’s attempted license of the right to use its trade-name was 
ineffective, because a trade-name cannot be assigned, except as an incident to the 
sale of the business and good will in connection with which it has been used.” 
(p. 8); (Emphasis supplied) 


In the Arthur Murray case internal management was of no concern to the licensor. In 
the Fisk case, the local offices owned whatever property was used in the business and 
had complete control of the business except as the contract limited it. Query—in view 
of the quotation above wherein “license” seemingly is equated to an “assignment,” 
would similar facts today invalidate a license agreement? Or are the facts such that 
only a “naked” license can be found? It would be but a “naked” license, as whereas 
Murray provided for instructors trained in his method and to maintain a high standard, 
no comparable demand was made on the local Fisk agency employees. The only known 
“eontrol” factor by Fisk was the directions as to inter-agency relationships. Otherwise, 
each agency was an individual operation. 

27. Smith v. Dental Products Co., 140 F.2d 140, 147, 149, 34 TMR 78 (C.A. 7, 
1944), cert. den. 322 U.S. 743. 
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deficient in describing the services actually performed by him, 
it is reasonable to conclude that he was exercising his rights 
as provided for in the agreements, in connection with the 
manufacture and sale of dental products made according to his 
formula and sold under his name and trademarks. 

“* * * the public did recognize plaintiff as the originator 
of defendant’s goods and that they were manufactured under 
his supervision and in accordance with the formulas.” (Em- 
phasis supplied.) 


In the first of the following two cases (FRUIT OF THE LOOM 
and crown Fabrics) the keystone of “control” was exercised by 
careful selection of the licensees. In the second, control of quality 
through testing and approval was maintained. 

The first, the FRUIT OF THE Loom case,” is frequently cited in 
support of licensing agreements. Here, an injunction was obtained 
against unauthorized use of its cloth in shirts of the defendant’s 
manufacture. For many years the plaintiff, manufacturer of cloth, 
had licensed selected manufacturers of men’s shirts and other 
garments to use the FRUIT oF THE LOoM trademark. The condition 
was imposed that the licensee join with the licensor” “in guaran- 
teeing, not only the quality of the goods, but the workmanship, 
design and reliability of the finished article.” The licensees agreed 
to obligate themselves, jointly with the licensor, to refund the 
purchase price if the ultimate user was for any reason dissatisfied 
with the article. Thus, a standard of quality was established. The 
licensors had* “selected only reliable manufacturers of high stand- 
ing” and this course of business for thirty years caused such items 
as men’s shirts to be known to the trade as Fruit oF THE Loo shirts 
or products. 

In the second case, in denying trademark registration of four 
trademarks in which the word crown appeared, the Court of Cus- 
toms and Patent Appeals noted the thorough control exercised by 
the opposer over its crown trademarks and sustained their 
validity.» The opposer’s licensees were permitted to use opposer’s 
crown trademarks and the term crown TESTED QUALITY on labels 


28. Knight v. Milner, 283 Fed. 816, 13 TMR 8 (N.D. Ohio, 1922). And H. Free- 
man & Son v. F. C. Huyck & Son, 7 F.Supp. 971, 24 TMR 282 (N.D.N.Y.). 

29. Id. p. 817. 

30. Ibid. 

31. Crown Fabrics v. American Viscose, 145 F.2d 246, 34 TMR 376 (C.C.P.A. 
1944). 
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and stickers provided that their fabrics had been tested and 
approved by an independent concern, The Better Fabrics Testing 
Bureau. The licensor was to have sole control*? “over the pur- 
chasing, wording, form and issuing of all labels, stickers, tags, or 
other kinds of identification” which contained the term crown or 
CROWN TESTED. A one-day cancellation notice was provided for. 

In another case where the court sustained a license, the licensee 
was entitled to manufacture and sell rum according to secret 
processes, under the trademarks and labels of the licensor. 
Provision was made for the manufacture 


“.. under the supervision of representatives of the [licensor] 


and to be of the same kind and quality as the rum that the 
latter manufactured and sold.” (Emphasis supplied.) 


This control was also one of comparison to a standard, and with 
supervision. The trademark is thus guarded, and the public reli- 
ance can continue. Price would not necessarily be of first import 
here, but would just these two broad controls be sufficient for an 
item dependent on price for prestige? Perhaps a few will argue 
that price cannot be a prime factor as Veblen has implied. This is 
for sociologists to debate, and here we can but assume it is impor- 
tant to some of the public as to a particular item. Perhaps, then, 
identity of goods as achieved by careful control would be inade- 
quate if the additional price domination were not present. 

The “bottling” cases** should show identity of product and 
probably of price, though not a high price, as the product is not 
sold primarily as a prestige item; the price should be low as it is 
an item for popular consumption. Control here would be essential, 


Id. p. 247. 
Bacardi Corp. v. Domenech, 311 U.S. 150, 31 TMR 2 (1940). 

. Id. p. 153. 
35. The Coca-Cola Bottling Co. v. The Coca-Cola Co., 269 Fed. 796, 11 TMR 134 
(D. Del. 1920); Crown Beverage Corp. v. Nehi, 196 N.Y. Mise. 715, 83 USPQ 143, 
39 TMR 939 (N.Y. Sup. Ct. 1949); and Brosious v. Pepsi-Cola Co., 155 F.2d 99, 36 
TMR 147 (C.A. 3, 1946); Coca-Cola Co. v. Butler & Sons, 229 Fed. 224, 6 TMR 206 
(D.C. Ark. 1916) ; Coca-Cola Co. v. Bennett, 238 Fed. 513, 7 TMR 159 (C.A. 8, 1916) ; 
Nu-Grape Bottling Co. v. Comati, 40 F.2d 187, 20 TMR 225 (C.A. 6, 1930), of which 
cases the 1936 DERENBERG, TRADE-MARK PROTECTION AND UNFAIR TRADING, p. 583, states: 


“Another significant exception to the general rule that an assignment or license 
is invalid without the concurrent transfer of the business emerges in those cases in 
which the manufacturer of an article allows another party to use the trade-mark on 
the same article, as rearranged or remodeled by the licensee, The best illustrations 
are the ‘bottling’ and ‘rebottling’ cases.” 
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and the cases raise the familiar problem of control. This was 
stated in the pepsi-coLa matter,** an anti-trust action, 


“Tt is not asserted that Pepsi-Cola is without the unqualified 
right to make a contract whereby it sells its product to be 
distributed under reasonable conditions calculated to protect 
the good reputation of its product which is sold under a trade- 
marked name.” (Emphasis supplied.) 


Akin to the aforementioned “bottling” cases, involving uni- 
formity of product for public acceptance, are those cases wherein 
a name and distinctive devices in a business operation are licensed. 
Where not only plans of a prototype building, “numerous incen- 
tives and instructions and directions relative to the conduct of a 
typical DAIRY QUEEN store,” researches for machine and mix im- 
provement, and advertising was conducted, the Court recognized 
that this would* 


“* * * make the public conscious of the existence of a pre- 
ferred organization dealing through individual store owners, 
in which uniform quality, quantity, cleanliness, style and mode 
of operation would be expected. * * * from all of this * * * 
plaintiffs were offering more than a naked license to these 
store operators.” ** (Emphasis supplied.) 


In the cLuB CRACKER matter,®® upholding a trademark license, 
the plaintiff, licensor and trademark owner, was one of sixteen 
wholly owned subsidiaries of a holding company. A product was 
made that also called for a uniformity that required control. The 
parent company controlled policies and methods of sale and manu- 
facture. Some subsidiaries, with plaintiff’s consent, as well as 
plaintiff, have been producing the same cracker, packed in similar 
cartons, and marked with their respective names. The plaintiff 
sent an employee to the other factory to show them how to manu- 
facture the product. 


“«* * * The use of a trade-mark does not any longer necessarily 
import that the articles on which it is used are manufactured 


36. Brosious v. Pepsi-Cola Co., 155 F.2d 99, 101, 36 TMR 147 (C.A. 3, 1946). 

37. Medd v. Boyd Wagner, 132 F.Supp. 399, 408, 45 TMR 1090 (N.D. Ohio 1955). 

38. And, Ar-tik Systems, Inc. v. McCullough, 133 F.Supp. 807, 107 USPQ 168 
(S.D. Ill. 1955); Howard Johnson v. Robbins Light Inc., 328 Mass. 46, 101 N.E.2d 
348, 91 USPQ 276, 42 TMR 57 (1951). 

39. Keebler, Weyl Baking Co. v. J. 8. Ivins’ Son, Inc., 7 F.Supp. 211, 214, 23 
USPQ 21, 24 TMR 161 (D.C. Pa, 1934). 
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by the user but zt may be enough that they are manufactured 
for him, that he controls their production or even that they 
pass through his hands in the course of trade and that he gives 
to them the benefit of his reputation and name or business 
style. * * * An article need not be actually manufactured by 
the owner of the trade-mark it being enough that it is manu- 
factured under his supervision, and according to his directions 
thus securing both the right of the owner and the right of 
the public. * * * [There is] no imposition upon the public, no 
abandonment, and no other element which impairs a trade- 
mark right when the corporation which owns it, which in turn 
is owned by a general control, permits other corporations 
under the same general control to use the mark upon an 
identical product which they produce in accordance with the 
owner’s directions and instructions.” (Emphasis supplied.)* 


In a lengthy antitrust case,** the Court failed to sustain a 
licensing agreement inasmuch as* “within the area of the anti- 
trust different implications arise.” ** It noted the defendant spent 
millions of dollars on organizing and maintaining research labora- 
tories and agreed that :** 


40. This case involved a single corporate network, but one which could easily 
have been a single corporation as such. The “bottling” cases involved individual cor- 
porations (licensees) needing the manufacturer’s (licensor’s) strength. This encom- 
passes not only the financial ability to sell the product nation-wide, but behind the 
money the many services, ideas, guidance, and merchandising acumen inuring to the 
benefit of all selling the bottled product. If licensing at this time was not as acceptable 
or as common as today, to what extent did the realities of the situation have an influence 
on the upholding of the license? Can one imagine the economic effects if the opposite 
had been the decision of the court? 

41. United States v. General Electric Co., 82 F.Supp. 753 (D.N.J. 1949). One 
author advised the avoidance of six provisions in a license agreement due to Anti-Trust 
factors. These are: (1) Agreement that licensor and licensee stay out of the other’s 
field of operation; (2) dividing territories; (3) interferences or attempt to control 
use by licensee of licensee’s trademarks or his non-trademarked products; (4) fixing 
maximum quota on sales of the trademarked product; (5) fixing of minimum sales 
quota of licensee so high as to prevent the sale of similar products without using the 
licensed trademark; and (6) agreement that the licensor will discontinue the manufac- 
turing and sales of goods under the licensed trademark. Nathanson, Licensing Your 
Trademark, 46 TMR 133, 145 (1956). 

42. Id. p. 850. 

43. Certainly, but antitrust is a sociological and political development that rises 
above and beyond what might otherwise be considered here as “normal” practices of 
business. 

Of course, the implications of antitrust are to be considered, and the limita- 
tions it imposes on unbounded freedom of action are to be followed. However, it is 
supposed that not every company (or even most companies) considering licensing trade- 
marks are likely to be found within the boundaries of antitrust. In this sense anti- 
trust is beyond “normal” practices of business. Also, since antitrust arose by statute, 
and not by the common law route of development, can this be considered extra, or other 
than “normal”? Further, while licensing may not be peculiar to the U.S.A., is not 
antitrust more uniquely a home product, and therefore, being local where business 
practices are not, is it not more than “normal’’? 

44. Id. p. 849. 
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“* * * Under ordinary circumstances there would be no vice 
in [licensor] licensing the use of the [trademark] conditioned 
upon observance of its technical specifications as the American 
Viscose and similar cases hold or in denying a license to any- 
one.” 


The various elements making for effective “control,” as noted 
above, include not only authority over the sale and manufacture,** 
but also have included the factor of control over the nature and 
quality of the goods,** and other factors such as that of being a 
guarantor to the public,*’ association with the same product as 
customarily associated by the public,** supervision of the aims and 
objectives,* the right to designate inspectors to report on prepara- 
tion and ingredients used,” training in a particular method,” 
guaranteeing jointly the article,*? requiring independent testing 
and approval, building plans and conduct of the store prescribed,™ 
and the sending of an employee to the other plant.° 

Citing the Coca-Cola case, the Knight case,” and the cLuB 
CRACKER case,** Stewart L. Whitman observed :*® 

“In all of these cases, the trademark owner’s right survived 

because he was shown to have exercised active supervision and 

control over the use of his mark, and over the nature and 


quality of the goods or services in connection with which it 
was used by the licensee.” (Emphasis supplied.) 


It is not enough to provide for control and not exercise it. In 
providing the control the elements making up the license agree- 


45. Smith v. Dental Products Co., op. cit. supra, n. 27; Bacardi Corp. v. Domenech, 
n. 33; the “bottling” cases, n. 35. 

46. American Junior Aircraft Company v. L. M. Cox Mfg. Co. Inc., op. cit. supra, 
n. 14; Manischewitz Food Products, Inc. vy. Rosenberg, n. 15; Morse-Starrett Products 
Co. v. Steccone, n. 21; Lone Ranger v. Currey, n. 24; Arthur Murray, Inc. v. Horst, 
n. 26; Knight v. Milner, n. 28. 

47. Morse-Starrett Products Co. v. Steccone, op. cit. supra, n. 21. 

48. Purity Cheese Co. v. Frank Ryser Co., op. cit. supra, n. 23; Keebler, Weyl 
Baking Co. v. J. 8. Ivins Son, Inc., n. 39. 

49. Lone Ranger v. Currey, op. cit. supra, n. 24. 

50. Manischewitz Food Products, Inc. v. Rosenberg, op. cit. supra, notes 15 and 26. 

51. Arthur Murray, Inc. v. Horst, op. cit. supra, n. 26. 

52. Knight v. Milner, op. cit. supra, n. 28. 

53. Crown Fabrics v. American Viscose, op. cit. supra, n. 31. 

54. Medd v. Boyd Wagner, op. cit. supra, n. 37. 

55. Keebler, Weyl Baking Co. v. J. 8S. Ivins’ Son, Inc., op. cit. supra, n. 39. 

56. The Coca-Cola Bottling Co. v. The Coca-Cola Co., op. cit. supra, n. 35. 

57. Op. cit. supra, n. 28. 

58. Op. cit. supra, n. 39. 

59. “You Can License Your Trade-Mark, if—,”’ 38 TMR 639, 640 (1948). 

60. “Both the right and the ezercise of control are legally essential to the validity 
of the trademark license.” Sage, Trade-Mark Licenses and “Control,” 43 TMR 675, 675 
(1953), and “* * * the license agreement should provide for and the licensor should 
exercise such control.” Nathanson, op. cit. supra, n. 41, 46 TMR 133, 153. 
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ment will vary to fit the facts of the individual situation.” Obvi- 
ously, provisions drawn to be applicable for manufacturing trade- 
marked crackers would not necessarily fit provisions to be found 
in a license agreement for dance studios. And, even if control is 
not spelled out in writing, the actual exercise of it can support a 
valid license agreement.” This is not to say that caution is not 
to be taken for it is clearly better to spell out the controls agreed 
to by the parties. 

Without entering into a discussion of the effect of the Lanham 
Act,®* it may be observed that the Act provides for use by related 
companies “provided such mark is not used in such manner as to 
deceive the public.” ** The definition of related company in the 
1946 Act is given as® “any person who legitimately controls or is 
controlled by the registrant or applicant for registration in respect 
to the nature and quality of the goods or services in connection 
with which the mark is used.” 

Under the above provisions it would seem clear that the Lan- 
ham Act closely follows the rule in the common law.” 


61. Twenty-one provisions were suggested by one author for any agreement, they 
being: (1) Fixed term or one terminable at will; (2) specifications as to formulation 
and manufacture of the product; (3) disposition of goods bearing the licensed trade- 
mark on hand when agreement is terminated; (4) submission of samples for licensor’s 
approval at specified times and also on reasonable demand; (5) licensor’s right to 
inspect licensee’s premises and manufacturing processes; (6) submission for licensor’s 
approval of all advertising material concerning licensed trademark; (7) same as to 
labels and packaging materials; (8) indication of license on advertising and packaging 
material of the licensee; (9) licensee not to have a proprietary interest in the licensed 
mark, and licensor to make all applications for registration; (10) upon termination, 
licensee not to use deceptively similar marks or foreign equivalent thereof; (11) 
licensee to notify licensor of any infringement; (12) licensor upon receiving such notice 
to conduct appropriate proceedings; (13) licensee to notify licensor of any claimed 
infringement or suit and defense to be by licensor; (14) licensor to hold licensee 
harmless from infringement claims; (15) affirmative statement as to the exclusivity or 
non-exclusivity of license (if exclusive, a minimum royalty provision); (16) territory 
of licensee; (17) basis of royalties and time and manner of payment; (18) if possible 
product liability claims, a provision for adequate insurance by licensee; (19) provision 
for non-transferability of license, voluntarily or by law; (20) the governing body of 
law; and (21) an arbitration provision. Nathanson, op. cit. supra, n. 41, 46 TMR 133, 
145-149. 

62. Huber Baking Company vy. Stroehmann, op. cit. supra, n. 12. 

63. 15 U.S.C. §1055 et seq. 

64. Whitman, op. cit. supra, n. 59, 38 TMR 639. Derenberg, Ninth Year of Lanham 
Act Administration, 46 TMR 1017 (1956). 

65. 15 U.S.C. §1127. 

66. Derenberg, op. cit. supra, n. 64, 46 TMR 1017, 1080, discusses the interesting 
commentary on the common law pronounced in Webb’s City, Inc. vy. Bell Bakeries, Inc., 
226 F.2d 700, 46 TMR 291 (C.A. 5, 1955), after regretting that Supreme Court review 
of the Act’s infringement and remedy provisions has not been had. Ibid. 1077. 
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, Future 


Hon. Daphne Leeds” stated the three-fold function of a trade- 
mark as® (1) fixing “responsibility by indicating the source of the 
article bearing it”; (2) protecting the public “by identifying prod- 
ucts, assuring uniform quality”; and (3) providing “a ‘convenient 
handle’ for advertising and creating a demand for a specific brand.” 
It appears clear that a license of a trademark must not destroy 
the trademark function, whether it be of a brand or a service. 
The “rule of thumb” might be that the would-be licensor should 
examine the fact pattern behind the proposed license arrangement 
and ask himself if the agreement continues the trademark func- 
tion, or if the agreement detracts from it. If it detracts therefrom, 
the inquirer may assume that the license agreement is not well- 
drawn, and revision is indicated. 

Specifically, it is advisable to consider what provisions will 
help provide for this goal of effective trademark licensing in each 
individual case. And, care must be taken to not only provide for 
control, but to exercise this control. In providing for control one 
cannot find a standard of various specific provisions which are, 
per se, sufficient to follow in order to create a valid license agree- 
ment, irrespective of the particular situation. In the final analysis 
the individual facts govern what controls are needed, and then 
it is up to the licensor to exercise the controls embodied in the 
license agreement. 

While the various points revealed in the litigated matters 
should be considered in drawing the terms of a license agreement, 
it is suggested that there are other points which should also be 
borne in mind. Among these are the right to inspect the licensee’s 
records to determine that the use of the trademark is in accord 
with the agreement; that all advertising or labels, or both, used by 
the licensee be submitted to the licensor for approval; agreement 
between the parties that not only does the licensee recognize the 
licensor as the owner of all trademark rights throughout the world, 
but the licensee also agrees never to infringe or contest the validity 
of licensor’s exclusive rights in the trademark, directly or in- 
directly, and the licensee will not assist another to infringe or to 


contest such rights; provisions providing for automatic cancel- 


67. Assistant Commissioner of Patents. 
68. Leeds, Trademarks—Our American Concept, 46 TMR 1451, 1453 (1956). 
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lation in the event of licensee’s bankruptcy, the sale of licensee’s 
physical assets; the extension or modification of the use of the 
licensed trademark without the licensor’s consent; termination on 
notice in the event of dispute, disagreement, or other cause. 

The question of the effect of an arbitration provision in a 
license agreement will probably depend on the parties’ view of 
these proceedings. By the nature of an arbitration, the arbitrators 
exercise their own judgment and discretion in making an award.” 

The problem of effective license agreements is increased when 
it is proposed that the licensee utilize the trademark in its (corpo- 
rate) name, or that of a subsidiary. Obviously, here lies great 
danger and should be approached with the greatest caution and 
indeed, even reluctance. A franchise set-up is the usual, and only 
relatively safe situation where this may be done.” Care must be 
taken not to deceive the public in the corporate name set-up. With 
the pressing commercial reasons created by a highly competitive 
society, other reasons for use of a trademark in the name of an 
organization will arise. 

If the trademark is to be utilized in the licensee’s (corporate) 
name, or that of a subsidiary, additional controls come to the fore, 
such as: the stock certificates should bear a notation referring to 
the license agreement; the Articles of Incorporation should duly 
note the fact; the parties must agree to change the corporate name, 
and discontinue use of the licensed trademark or any confusingly 
similar name when the agreement is terminated; acknowledgment 
of the ownership of the licensed trademark must be indicated by an 
appropriate legend on all papers (not only advertising pieces, but 
also on letterheads, invoices, bills, packaging material and the 
like) ; and where a subsidiary is involved, the agreement must be 
expanded to appropriately bind it as well as its parent organiza- 
tion. For example, termination should be provided in case of stock 
transfer (or other indices of ownership), should the subsidiary 
cease to be a wholly owned subsidiary (except for necessary qual- 
ifying shares when a corporation) of the parent. 

A trademark serves as an identification as does a man’s name. 
No person would freely grant a power of attorney, limited or 

69. Is it possible that in a dispute between a licensor and licensee of a trademark, 
an award would or could be made that would have the effect of causing the trademark 


to be abandoned? Or, is this result equally possible in litigation? 
70. The “bottling” cases are an example. Op. cit. supra, n. 35. 
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unlimited, without due and deliberate consideration. A trademark 
owner can do no better than realize that as a man’s name can be 
destroyed by misuse, so may a trademark be destroyed by improper 
use. One may license if commercially sound, but one must provide 
for the necessary controls and exercise the controls secured. 
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A DISPLAY THEORY OF TRADEMARKS* 


By Lewis Garner** 


Introduction 


The protection of trademarks is the law’s recognition 
of the psychological function of symbols. . . . If another 
poaches upon the commercial magnetism of the symbol he 
has created, the owner can obtain legal redress.’ 


This principle is perfectly clear and well-settled, but its appli- 
cation, especially with regard to secondary meaning marks, e.g. 
descriptive, geographical or personal name words, is apt to raise 
substantial problems. The promised legal redress for the owner of 
a secondary meaning trademark is conditioned on a showing, inter 
alia, (1) that his mark has acquired secondary meaning as a trade- 
mark in the public mind, and (2) that defendant was using the term 
as a trademark, and not as an ordinary language term.’ But what 
evidence is required in either case? 

In answer to these questions, the courts have devised certain 
rules, which do not seem to be altogether satisfactory. This article 
presents a theory, the display theory of trademarks, which can go 
far toward clarifying these evidentiary problems with respect to 
secondary meaning marks. 


Acquisition of Secondary Meaning 


What evidence is required to show that plaintiff’s symbol is 
entitled to legal protection? With respect to technical trademarks, 
i.e. fanciful or arbitrary marks, plaintiff has little problem. Mere 
priority of adoption and use by the plaintiff is sufficient. No evi- 
dence of long or intensive use is necessary.° 


* Reprinted by permission from the George Washington Law Review, v. 25, 

October, 1956. 
** Woodson, Pattishall & Garner, Chicago, Illinois. 

1. Mishawaka Rubber § Woolen Mfg. Co. v. S. 8. Kresge, 316 U.S. 203, 32 TMR 
254 (1942). 

2. See Handler & Pickett, Trademarks and Trade Names, 30 COLUM. L. REv. 168 
(1930). 

3. See 1 NIMS, UNFAIR COMPETITION AND TRADEMARKS 633 (4th ed. 1947). 
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But with respect to non-technical or secondary meaning trade- 
marks, e.g. descriptive, geographical or personal name terms, etc., 
the rule is otherwise. Here plaintiff must show sufficiently “long 
and exclusive use,” * or other evidence,’ that the symbol has ac- 
quired a secondary trademark meaning in the public mind. The 
rationale is that unless the public associates the symbol with plain- 
tiff, plaintiff has no property in the mark upon which defendant 
poaches by simulating it. Plaintiff cannot be protected, therefore, 
until he can show evidence of such public association. 

Yet this evidentiary prejudice against secondary meaning 
marks is sometimes not realistic. A glance at the shelves of any 
store will reveal any number of highly descriptive or otherwise 
non-technical marks (not all of which have enjoyed long or inten- 
sive use), which distinguish their source clearly enough for the 
shopper, even if not enough for the court. 

The theory presented in this article offers a separate and addi- 
tional method of showing that a descriptive, geographical or per- 
sonal term has acquired secondary trademark meaning, and thus 
may be protectible. That is, if the term in question is displayed in 
a trademark manner, it can be presumed that tt has public accept- 
ance as a trademark, i.e. has acquired secondary trademark mean- 
ing, without evidence of long or intensive use. 


Simulation of a Protected Symbol 


When accused of simulation of a secondary meaning trade- 
mark, defendant may claim that his use was proper because his use 
was language use, i.e. non-trademark use.* Everyone has an 
inherent privilege to use his own name, or to describe his goods, 
and thus it is no infringement for defendant to use plaintiff’s 
symbol in a non-trademark use. But it may be extremely difficult 
to determine whether defendant used the term in its language 
sense, or in a trademark sense.’ 





4. Ibid. 

5. See annotation at 150 A.L.R. 1067 (1944). 

6. Armstrong Paint § Varnish Works v. Nu-Enamel Corp., 305 U.S. 315, 29 
TMR 3 (1938). 

7. See In re Walker Process Equipment Inc., 233 F.2d 329, 110 USPQ 41, 43, 
46 TMR 1225 (C.C.P.A. 1956); Harris-Seybold Co, v. Simonds Worden White Co., 97 
USPQ 303, 305, 43 TMR 975 (Pat. Off. Ex’r-in-Chf 1953), aff'd 98 USPQ 231, 44 
TMR 70; Standard Oil Co. v. California Peach § Fig Growers, Inc., 28 F.2d 283, 286, 
19 TMR 1 (D.Del. 1928). 
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A clearer borderline between them would go far toward en- 
abling protection of secondary meaning marks without impinging 
on the privilege of all to use their name, or to name, describe or 
indicate the geographical origin of their goods or services. One of 
the advantages of the theory suggested in this article is that it 
would make much more simple the differentiation of language use 
from trademark use. That ts, if the plaintiff’s symbol, even though 
a descriptive, geographical or personal name, is displayed in a 
trademark manner by defendant, it is trademark use, not language 
use, and thus defendant may be liable for improper simulation. 


The Display Theory of Trademarks 


What, then, is “display in a trademark manner”? Basically, it 
is this: it is display of the mark in question in sach a manner that 
the reasonably prudent consumer could be expected to use the 
mark to distinguish the product from competing products, and not, 
in the given context, to take it in its primary language sense. 

The kind of display that is distinctively trademark display is, 
in general, prominent or striking display, in larger letters, above or 


ahead of most other material*® and set off and apart® from the other 
material by space or framing, and set apart in meaning, i.e., not 
used as part of a normal language phrase. Unusual or striking 
appearance in form, color, spelling, or word or syllable arrange- 
ment, are other characteristics. 

Non-trademark display is the display made when one is using 
the term in question in its ordinary language meaning. It is, there- 
fore, display as part of sentences, in ordinary spelling and capital- 
ization, in the same size and style of type as the other words, in 
grammatical connection with other words, as in a sentence or 
phrase. 

By use of these criteria, evidentiary problems with respect to 
establishing (1) secondary trademark meaning and (2) defen- 
dant’s improper simulation thereof may, in specific cases, disap- 
pear. Each case would, of course, remain one of fact, based on its 


8. See 3 CALLMANN, UNFAIR COMPETITION AND TRADE-MARKS §85.1(a) (2d ed. 
1950). 

9. See, e.g., Thaddeus Davids Co. v. Davids Mfg. Co., 233 U.S. 461, 4 TMR 175 
(1914). 
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own circumstances.” The theory proposed merely offers a simple 
yardstick by which to gauge those facts. 


Display Creates Secondary Meaning 

It is mainly the manner in which a symbol is displayed that 
creates trademark meaning in it, in the public mind. The public 
distinguishes one brand” from another by means of symbols on the 
product or its label. There may be many such symbols. What is it 
about some of the symbols, and not about others, that causes the 
public to use them to identify the brand? One factor is the lack of 
inherent, primary meaning. If the symbol has no ordinary, in- 
herent meaning in connection with the product or service, it has 
trademark meaning by a sort of process of elimination. There is 
no other meaning for it to have. This is the case with fanciful 
marks. Second, if it has been drilled into the public’s consciousness 
as a brand indicator, a trademark, by intensive or long use and 
advertising, this also creates trademark meaning. These two are 
the traditional factors. But there is a third, and to the writer, 
the most important factor, that can give a symbol trademark mean- 
ing: the manner in which it is displayed. To be convinced, look at 
any supermarket shelf. Most of the trademarks, even highly 
descriptive ones, are obvious at a glance. What makes them trade- 
marks to the housewife? What is their predominant characteristic 
as trademarks? Most of it is the way they are displayed, not lack 
of inherent meanings, or long use. 

The word pe.ictious as displayed below is clearly displayed in 
a trademark manner. Imagine a consumer seeing it on a label 
on a store shelf. 


DELICIOUS 


CANDY 





Figure 1 


10. Drive It Yourself Co. v. North, 148 Md. 609, 130 Atl. 57, 16 TMR 159 (1925), 
43 A.L.R. 206; Cleo Syrup Corp v. Coca-Cola Co., 139 F.2d 416, 34 TMR 34 (8th Cir. 
1943), 150 A.L.R. 1056. 

11. “Brand” is used herein to mean the make of goods, as “a good brand of flour.” 
It is not used to mean a trademark. 
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It obviously will have trademark meaning to a consumer, and 
immediately, not after intensive or long use, though it is as 
inherently descriptive as a trademark can be. Substitute the words 
JOHNSON OF VIRGINIA, or any such terms, and the same result occurs 
as applied to surnames and geographical terms. Will the fact that 
the term “delicious” describes the product prevent its being a 
trademark to the consumer? Does it matter whether a term so 
displayed is not descriptive, but merely suggestive, or whether 
it is commonly rather than rarely used as a descriptive word or as 
a trademark?—or whether it is a common or instead an unusual, 
surname or geographical term? 

If a symbol is displayed in a trademark manner most of the 
time, and in the important places, as at the top of the label, it does 
not matter that it is displayed not so clearly in a trademark manner 
elsewhere, as in other places on the label, or in advertisements.” 
Trademark display is somewhat different as to service marks, 
company names, and slogans, as will be pointed out below. 

When there is trademark display, a term has trademark mean- 
ing even though it is descriptive, a personal name, a geographical 
term, or has any other inherent, primary meaning. Inherent mean- 
ing is unimportant. Long or intensive use is unnecessary. A mark 
clearly displayed in a trademark manner has as much trademark 
meaning on the first day of its use as it will ever have. 

Fanciful trademarks assume trademark meaning because 
there is no other meaning or reason why they are shown at all.** 
Can we not also say that the trademark meaning of any words or 
symbols, such as descriptive, generic or geographical terms, or 
personal names, can be assumed if they are displayed in a trade- 
mark manner, because there is no other reason why they are shown 
in this special kind of display? If a newcomer’s trademark causes 
confusion with a fanciful trademark we do not hesitate to stop 
him, because he has no other need or use for the mark, except as a 
trademark, and to prevent confusion we give the first user the 
exclusive right to use it as a trademark. Can we not say as to 
secondary meaning marks that that special type of display of such 
words which is trademark display can be stopped, because there is 


12. Babee-Tenda Corp. v. Scharco Mfg. Co., 139 F.Supp. 909, 109 USPQ 13, 15, 
46 TMR 589 (S.D.N.Y. 1956). 
13. 2 NIMS, UNFAIR COMPETITION AND TRADE-MARKS, 1078 (4th ed. 1947). 
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; 
no reason or privilege for that special kind of display? The writer 
believes that we can. Of course, this does not inhibit the new- 
comer’s privilege to make any non-trademark display of the word 
or symbol, i.e., display in an ordinary language manner.** 

Some courts seem to be under the erroneous impression that 
trademark, source meaning and the numerous other dictionary and 
personal name meanings of words cannot both exist side-by-side 
in the consumer’s mind; that trademark meaning cannot begin 
until all primary meanings are virtually submerged,” or, that 
trademark meaning ceases as soon as any amount of other mean- 
ing, such as generic meaning, arises. But a housewife would be 
surprised to learn of this rule, since her experience is contra. 
She knows that suNLIGHT on a milk package refers to the light of 
the sun, and that HIGH GRADE on cheese implies that the cheese is 
of a high grade. Yet she also uses these terms, if they are dis- 
played as trademarks, to distinguish the brand, and so they have 
trademark meaning, also, to her. The two meanings can and do 
exist side-by-side, even in the same person’s mind, with each mean- 
ing being used by him as he so desires, for the purpose at hand at 
the particular time.** The question in the establishment of secon- 
dary meaning is not whether there is concurrently some personal 
name or other descriptive meaning (there almost always is) but 
whether there is trademark meaning.’’ The inherent, primary 
meanings of words have been given far too much weight in trade- 
mark law, and the factor of display, far too little. 

To rule that certain words cannot for many years, if ever, dis- 
tinguish brands, when housewives use them every day for this 
purpose,” is like the old story of the statement attributed to aero- 
nautical engineers, that a bumble-bee has too small a wing-span 
and cannot fly. But the bee, not knowing this, has little difficulty 
flying. It is time that the law caught up to reality.” 
~~ 14, Alligator Co. v. Ciarochi, 109 USPQ 113, 114, 46 TMR 655 (Com’r Pat. 1956). 

15. See Artype, Inc. v. Zappulla, 127 F.Supp. 33, 104 USPQ 66, 68, 45 TMR 191 
(S.D.N.Y. 1954), rev’d, 228 F.2d 695, 46 TMR 421 (2d Cir. 1956). 

16. See Ex parte Heatube Corp., 109 USPQ 423, 46 TMR 1144 (Com’r Pat. 1956) ; 
Ex parte Gulf States Paper Corp., 101 USPQ 464, 44 TMR 985 (Com’r Pat. 1954). 

17. See In re Swift § Co., 223 F.2d 950, 106 USPQ 286, 288, 289, 45 TMR 1356 
(C.C.P.A. 1955); Ex parte Clairol Inc., 105 USPQ 71, 45 TMR 609 (Com’ r Pat. 1955). 

18. See P. D. Beckwith, Inc. v. Commissioner, "959 U.S. 538, 545, 10 TMR 255 
(1920); J. R. Clark Co. v. Murray Metal Products Co., 219 F.2d 313, 104 USPQ 224, 
230, 45 TMR 294 (5th Cir. 1955). Contra, Ex parte Stowe-Woodward, Inc., 100 USPQ 
310, 45 TMR 737 (Com’r Pat. 1954). 


19. See In re Swift g Co., 223 F.2d 950, 106 USPQ 286, 288, 289, 45 TMR 1356 
(C.C.P.A. 1955). 
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It is the practice today for companies to fear and avoid lan- 
guage use of the language terms in their trademarks, lest the 
courts view this language use as evidence that the symbol has not 
acquired a secondary trademark meaning.” An officer of a large 
company whose trademark is wipe will say in a speech, “If I may 
take the risk of saying so, our product helps to wipe out dirt.” If 
the law would accept the view presented herein, such fears could 
be forgotten. Does it not seem on its face as though something is 
wrong somewhere, when companies have to use their own English 
language in so gingerly a fashion? 

The symbol to be protected is whatever symbol the public uses 
to distinguish brands,” and the fact that the word may have a 
basic language meaning should be immaterial. As lawyers espe- 
cially are aware, the context of a word may add to, subtract from 
or alter altogether its meaning for that particular use. The courts 
look at form and not substance when they are so concerned with 
the word’s inherent, primary, language meaning that they all but 
ignore the context, which per se may give it a trademark meaning. 
If, in context, pELIclous would enable a reasonably prudent man 
to distinguish it from other candies, then the courts ought to 
recognize without more that pELIcIous has acquired a secondary 
meaning. The essence of trademarks is functional. They are not 
any particular symbol, but a particular use, i.e. display, of a 
symbol. There are no trademarks, there is only trademark use. 
There is no registration and protection of trademarks per se, there 
is only registration and protection of trademark use. 

The classic definition: “‘A trademark is a word, letter, number, 
symbol, design, or combination of these, not descriptive, not geo- 
graphical, not a surname...” struggles to define a trademark by 
trying to list all those specific things which the public might use 
for this purpose. This is like trying to define a “cover,” which 
Webster defines as “Anything placed about or over . . . another 


20. See, ¢.g., American Dirigold Corp. v. Dirigold Metals Corp., 125 F.2d 446, 
32 TMR 506 (6th Cir. 1942); Canadian Shredded Wheat Co. v. Kellogg Co., [1938] 2 
D.L.R. 145 (Canada). 

21. This idea seems to be behind some recent Patent Office decisions by Assistant 
Commissioner Leeds. See especially Ex parte. Heatube Corp., 109 USPQ 423, 46 TMR 
1144 (Com’r Pat. 1956); Borden Co. v. Knudsen Creamery Co., 107 USPQ 126, 127, 
45 TMR 1522 (Com’r Pat. 1955); Wrightway Engineering Co. v. Knickerbocker Rubber 
Co., 106 USPQ 338, 45 TMR 1384 (Com’r Pat. 1955); Ex parte Altmann, 102 USPQ 
413, 45 TMR 98 (Com’r Pat. 1954); Ex parte Rivera Watch Corp., 106 USPQ 145, 45 
TMR 1123 (Com’r Pat. 1955); Pure Oil Co. v. Sherwood Refining Co., 106 USPQ 369, 
372, 45 TMR 1493 (Com’r Pat. 1955). 
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thing ...” by trying to list the infinitude of things that people at 
one time or another might use as a cover. A mink coat can be used 
to cover up something. When it is so used it is truly a cover. It 
then has an additional meaning and function. It is still recogniz- 
ably a mink coat, of course, but this is not important when we are 
considering its function as a cover. Likewise, a term displayed in 
a trademark manner takes on a new meaning by the display, i.e. 
its context, and its other meanings, i.e. its primary language mean- 
ings, become dormant. 

Another conclusion follows: since any amount of inherent 
meaning is unimportant if the mark is displayed as a trademark, 
the degree of inherent meaning (suggestiveness) is even less 
important. It does not matter whether the mark is descriptive or 
only suggestive. 

The display criteria is not exclusive. To the extent that the 
manner of display does not point to the answer clearly, the current 
requirement of long or intensive use, or direct evidence from the 
public, would be applicable before the mark would be said to have 
acquired a secondary meaning. 


Display as a Factor in Enjoining Confusing Use 


Suppose it is admitted that a descriptive term or a personal 
name has trademark meaning, as established either by display 
alone, or by other evidence—can we protect it without impinging 
on the privilege of all to describe or to use their name? What must 
the court, to stop confusion, require of the second user, if any- 
thing? 

Why not simply stop all use of the second user’s trademark, 
as the law does with fanciful, technical trademarks? The main 
reason that courts have been reluctant to do so in the past is that 
with secondary meaning marks the mark has some meaning or 
function in addition to its trademark meaning. It may be descrip- 
tive of the product, or be a family or personal name. Since every- 
one should have the privilege to describe or to use his own name, 
it is held that the use by the second party of a secondary meaning 
mark cannot usually be stopped.”* At most he is required to add 


22. See P. D. Beckwith, Inc. v. Commissioner, 252 U.S. 538, 545, 10 TMR 255 
(1920); Fawcett Publications, Inc. v. Popular Mechanics Co., 80 F.2d 194, 197, 27 
USPQ 116, 25 TMR 579 (3d Cir. 1935). 
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something more to his mark.** If this were not enough to distin- 
guish and prevent confusion, the older decisions held that he would 
have to cease trademark or trade name use altogether,” although 
some cases, especially present ones, grant no relief or only inade- 
quate relief in this situation, even when it is virtually admitted 
that confusion will still be likely. Often the newcomer will not 
be stopped if he acted in “good faith.” But his good faith does not 
help the public, where confusion exists. Probably these rules result 
because the courts feel reluctant to limit the right of all to use the 
words and names of the language.” 

But there is much less cause for reluctance to stop the new 
user than is generally supposed, because stopping him does not 
improperly limit his privilege to describe, to use his name, or to 
make any other non-trademark use (that is, dispiay) of the words.” 
This results from the difference between trademark use (i.e., 
trademark display) of words, and language use (i.e. non-trademark 
display) of them, as described above. The only need, and thus the 
only privilege, of newcomers ought to be to use words to describe 
their product or to use their personal name, but not to use such 
words as trademarks or trade names.” It ought thus to be per- 


23. See Gillette Safety Razor Co. v. Triangle Mechanical Laboratories Corp., 4 
F.Supp. 319, 325, 17 USPQ 377, 23 TMR 219, 334 (E.D.N.Y. 1933). 

24. See Barton v. Rexz-Oil Co., 29 F.2d 474, 19 TMR 159 (3d Cir. 1928). 

25. William R. Warner & Co. v. Eli Lilly & Co., 265 U.S. 526, 528, 14 TMR 247 
(1924); Sunbeam Lighting Co. v. Sunbeam Corp., 183 F.2d 969, 86 USPQ 240, 40 
TMR 669 (9th Cir. 1950), cert. denied, 340 U.S. 920 (1951); 8. C. Johnson & Son, 
Inc. v. Johnson, 175 F.2d 176, 81 USPQ 509, 39 TMR 557 (2d Cir. 1949), cert. denied, 
338 U.S. 860 (1949). See Oneida Community, Ltd. v. Oneida Game Trap Co., 168 App. 
Div. 769, 154 N.Y.S. 391, 5 TMR 54 (1915); General Industries Co. v. 20 Wacker 
Drive Bldg. Corp., 156 F.2d 474, 70 USPQ 282 (7th Cir. 1946), cert. denied, 329 U.S. 
792 (1946). Contra, Universal Credit Co. v. Dearborn Universal Underwriters Credit 
Corp., 309 Mich. 608, 16 N.W.2d 91, 96 (1944). 

26. See Wise v. Bristol-Myers Co., 107 F.Supp. 800, 94 USPQ 327, 328 (8.D.N.Y. 
1952); Weinberg Corp. v. Riverside § Dan River Cotton Mills, Inc., 76 USPQ 218, 
38 TMR 350 (Com’r Pat. 1948). Pattishall, Trademarks and the Monopoly Phobia, 50 
MICH. L. REV. 967, 42 TMR 588 (1952). 

27. See Looz, Inc. v. Ormont, 114 F.Supp. 211, 99 USPQ 193, 197, 44 TMR 267 
(8.D.Calif. 1953); In re Marshall, 54 F.2d 421, 425, 12 USPQ 45 (C.C.P.A. 1932); 
Standard Paint Co. v. Rubberoid Roofing Co., 224 Fed. 695, 696, 5 TMR 207 (7th Cir. 
1915); Barton v. Rez-Oil Co., 29 F.2d 474, 19 TMR 159 (3d Cir. 1928); Celluloid Mfg. 
Co. v. Cellonite Mfg. Co., 32 Fed. 94, 98 (C.C.D.N.J. 1887). 

28. Eskimo Kooler Corp. v. Eskimo Pie Corp., F.2d , 110 USPQ 70, 71, 
46 TMR 973 (7th Cir. 1956) ; Shaver v. Heller §& Merz Co., 108 Fed. 821, 824 (8th Cir. 
1901); “In this state of the case the appellants have been enjoined from using these 
names, and one of their loudest complaints is that the goods they sell are made in 
America, and that they are forbidden to use the word ‘American’ to notify the public 
of this fact. There are two answers to this objection: (1) that the injunction does not 
prohibit the appellants from using the word for that purpose, and (2) that they neither 
need nor seek so to use it, but their only object in trying to make use of it is to filch 
the good will and trade of the appellee. The injunction restrains them only from ‘hold- 
ing themselves out to the public as the owners of the names or brands AMERICAN BALL 
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missible to prevent all trademark use (trademark display) by the 
newcomer of words, letters or numbers without unduly limiting his 
privilege to make non-trademark use of them.” This has seldom 
been done in the past because it has not been well enough recog- 
nized that there usually is a distinct difference between trademark 
display and non-trademark display. The courts, and Sec. 33(b) 
(4) of the Trademark Act of 1946, state that the newcomer can use 
the secondary meaning mark “in a descriptive sense only,” * not 
in a trademark sense, but they do not define what this means. 

















BLUE and AMERICAN WASH BLUE, or as the manufacturers of the commodities hereto- 
fore known and sold under these names, or from selling or offering for sale under 
these names or brands, or names or brands in brands intended to simulate the same, 
any blue or bluing manufactured by parties other than complainants.’ They insist that 
they have the right to state that the goods they sell are made in America, and the 
right to use the word AMERICAN for that purpose. The injunction does not forbid 
them from doing so. They may state in their correspondence or upon their packages, 
notwithstanding the inhibition of the court, that their ball blue or wash blue is an 
American manufacture, an American article, or an American product. They may ex- 
press the same idea by the declaration that it is a New York, or a New Jersey, or an 
Iowa product, as the case may be, and they may convey the same thought in many 
other ways without impinging upon the decree of the court. The truth is, however, 
—and there could be no more conclusive proof of it than the prosecution of this 
appeal,—that they do not desire to use the word AMERICAN, or any other word, for 
the purpose of declaring that the articles which they sell are made in America. Every 
one who purchases them either knows or presumes that to be the fact already. What 
they seek, and the only thing they really desire, is to use this word to divert to them- 
selves the appellee’s trade in AMERICAN BALL BLUE and in AMERICAN WASH BLUE, and 
they well know that they can accomplish this only by using it in those brands for the 
sole purpose of conveying to the public the falsehood that the goods they sell are made 
by the appellee.”; American Waltham Watch Co. v. United States Watch Co., 173 
Mass. 85, 53 N.E. 141 (1899); Royal Baking Powder Co. v. Raymond, 70 Fed. 376, 
380, 383 (N.D.IIl. 1895), appeal dismissed sub nom. Raymond v. Royal Baking Powder 
Co., 76 Fed. 465 (7th Cir. 1896), aff’d 85 Fed. 231 (7th Cir. 1898): “A manufacturer, 
for instance, may use as a trademark a word arbitrarily selected. In so doing he 
acquires no property in the word as such. His right attaches to the peculiar and added 
function of the word in identification of his product by reason of his use. In so 
adopting the word he takes nothing from, and in ceasing to so use it he returns nothing 
to, any store of common or public property. . . . The use of this word in good faith 
by any person for any purpose of oral or written communication, descriptively or meta- 
phorically, is not invaded by the trademark function which this complainant’s peculiar 
use of said word has added to it. The facts of the case show that this defendant 
does not use the word descriptively or metaphorically. He wishes to mark his packages 
of baking powder with the sign ROYAL, and he desires to have his product called ROYAL 
BAKING POWDER. Entirely apart from the question whether the word ROYAL be descrip- 
tive or not, the proof here seems to show that the purpose of defendant is to appropriate 
the trade of complainant.” See Ex parte McGraw Electric Co., 105 USPQ 44, 45 TMR 
605 (Com’r Pat. 1955); Ex parte Altmann, 102 USPQ 413, 45 TMR 98 (Com’r Pat. 
1954) ; Rand McNally § Co. v. Christmas Club, 105 USPQ 499, 45 TMR 1121 (Com’r 
Pat. 1955). 

29. See Armstrong Paint & Varnish Works v. Nu-Enamel Corp., 305 U.S. 315, 335, 
39 USPQ 402, 409, 29 TMR 3 (1938); Rickard v. Caton College Co., 88 Minn. 492, 92 
N.W. 958 (1903); Edward G. Budd Mfg. Co. v. C. R. Wilson Body Co., 7 F.2d 746, 749, 
15 TMR 521 (E.D.Mich. 1925); Standard Oil Co. v. California Peach § Fig Growers, 
Inc., 28 F.2d 283, 286, 19 TMR 1 (D.Del. 1928); RESTATEMENT, TORTS, $717, comment 
ce, and $727. 

30. See Francis H. Leggett g& Co. v. Premier Packing Co., 109 USPQ 215, 217, 
46 TMR 809 (D.Mass. 1956); Philad Co. v. Murray’s Beauty Salon, 14 F.Supp. 626 
(S.D.Ohio 1935), appeal dismissed by stipulation, 96 F.2d 1019 (6th Cir. 1938) ; 
Trappey v. MclIthenny Co., 281 Fed. 23, 12 TMR 179 (5th Cir. 1922), cert. denied, 
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Just what constitutes use in a descriptive sense, as distinct 
from use in a trademark sense? Not knowing, the courts have too 
often allowed use of a descriptive term or surname as a trade- 
mark, or have at most imposed ineffective requirements on the 
newcomer, such as adding an inconsequential extra element to his 
mark, neither helping the parties nor preventing confusion to the 
public. Likewise the courts usually say that the newcomer can 
use the secondary meaning mark, but not in a way that will cause 
confusion.** But when the mark is inherently descriptive, or a 
name, they do not stop the confusion, because, they say, of the 
privilege of all to describe or use their name.** The rule should be 
that the newcomer can display the term as a word of the language, 
but not display it as a trademark. The law must give up its pre- 
occupation with the inherent language meanings of secondary 
meaning trademarks, and give attention to the fact that these 
marks ought to be protected as against one who uses them as his 
own trademark, regardless of his privilege to use them in other 
ways. 

There is a converse to this, however. If secondary meaning 
develops in any term, its owner certainly should not be allowed 
to stop anyone else from using it in its ordinary language meaning, 
which means displaying it in an ordinary language manner. If a 
newcomer displays terms only in an ordinary language manner, 
then the first user cannot complain of confusion, regardless of the 
newcomer’s intent.** The non-trademark display of words, letters 


260 U.S. 733 (1926). See also Oppenheim, The Public Interest in Legal Protection of 
Industrial and Intellectual Property, 40 TMR 613, 626 (1950); Handler & Pickett, 
Trademarks and Trade Names, 30 COLUM. L. REV. 168 (1930). 

31. See Magnafluz Corp. v. Sonoflux Corp., 231 F.2d 669, 109 USPQ 313, 314, 
46 TMR 884 (C.C.P.A. 1956); Faciane v. Starner, 230 F.2d 732, 108 USPQ 392, 395, 
46 TMR 553 (5th Cir. 1956); D & W Food Corp. v. Graham, 286 P.2d 77, 107 USPQ 
24, 45 TMR 1318 (1955); Rainbow Art Co. v. Sears, Roebuck § Co., 99 F.Supp. 677, 
680, 90 USPQ 370, 373, 41 TMR 965 (S.D.W.Va. 1951); Creamette Co. v. Conlin, 191 
F.2d 108, 90 USPQ 160, 162, 41 TMR 807 (5th Cir. 1951), cert. denied, 342 U.S. 945 
(1952) ; Durable Toy § Novelty Corp. v. J. Chein § Co., 133 F.2d 853, 855, 56 USPQ 
339, 33 TMR 186 (2d Cir. 1943), cert. denied, 320 U.S. 211 (1943); Ex parte Chicago 
Rawhide Mfg. Co., 89 USPQ 507, 41 TMR 756 (Pat. Off. Ex’r-in-Chf 1951); Burger 
Brewing Co. v. Maloney-Davidson Co., 86 F.2d 815, 32 USPQ 136, 27 TMR 89 (6th 
Cir. 1936); Hygrade Food Products Corp. v. H. D. Lee Mercantile Co., 46 F.2d 771, 
8 USPQ 128, 21 TMR 73 (10th Cir. 1931); American Lead Pencil Co. v. L. Gottlieb 
§ Sons, 181 Fed. 178, 180 (S.D.N.Y. 1910). 

32. Thaddeus Davids Co. v. Davids Mfg. Co., 233 U.S. 461 (1914). 

33. See note 25, supra. 

34. See Prestonettes, Inc. v. Coty, 264 U.S. 359, 368, 18 TMR 135 (1924); Trade- 
mark Act of 1946, §33(b)(4), 60 stat. 427, 428 (1946), 15 U.S.C. §1115 (1952); 
Insect-O-Lite Co. v. Hagemeyer, 107 USPQ 101, 45 TMR 1473 (E.D.Ky. 1955), aff’d 
226 F.2d 580, 45 TMR 1472 (6th Cir. 1955) ; Alligator Co. v. Ciarochi, 109 USPQ 113, 
114, 46 TMR 655 (Com’r Pat. 1956). 
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or numbers should never be interfered with. There has been over- 
reaching on both sides of this question. Companies see fit to adopt 
highly descriptive trademarks and to develop a secondary meaning 
in them. Then they sometimes try to stop ordinary non-trademark 
display of the ordinary language terms corresponding to them.*** 
This they never should be permitted to do. But on the other hand, 
after a secondary meaning mark has become firmly settled in the 
public mind, newcomers sometimes display a confusingly similar 
mark in a trademark manner, and then argue that all have the 
privilege to its use. But to what kind of use? Newcomers only 
have a need, and thus only the privilege, to ordinary language use 
of ordinary language terms. 

It might be argued that confusion is less likely with descrip- 
tive or surname marks, and for this reason courts are slower to 
grant relief, so that consideration of one’s privilege to describe or 
to use his name is really unnecessary. But the traditional rule is 
that descriptive or surname marks will not be protected like fanci- 
ful marks because of everyone’s privilege to describe or to use his 
name. No mention is made of descriptiveness as affecting likeli- 
hood of confusion—that is a different and somewhat newer idea. 

Both points are pertinent, and the courts often discuss them 
both, but they are not the same thing.* The privilege to describe 
or use one’s name obviously has no bearing on whether descriptive 
or surname marks are less likely to be confused. This article deals 
witk descriptiveness or surname meaning as absolute defenses, 
not as they might affect confusion of the public. That was treated 
in another article by the author.* 

The proposed rule is, therefore, that where secondary meaning 
of the first mark, and likelihood of confusion are established, the 
second user may make only non-trademark display of the words, 
letters or numbers involved. 

The usual approach of the courts to this problem is to find 
only reluctantly that secondary meaning marks have trademark 
meaning in the public mind, or that the public is likely to be con- 
fused as to them, or to hold that even though there may be secon- 


34a. See Lucien Lelong, Inc. v. Dana Perfumes, 138 F.Supp. 575, 108 USPQ 101, 
106, 46 TMR 305 (D.C.N.D. Ill. 1955). 
35. See Intercontinental Mfg. Co. v. Continental Motors Corp., 230 F.2d 621, 109 
ag | 105, 106, 46 TMR 609 (C.C.P.A. 1956). 
6. Garner, Narrow and Weak Trade-Marks, 22 Gro. WASH. L. REV. 40 (1953). 
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dary meaning and likelihood of confusion, the newcomer cannot be 
stopped in any case because of his privilege to describe or use 
his name. The error in any of these approaches should now be 
evident. 


Application of the Rule 


It will be helpful to demonstrate by examples the application 
of these principles in detail. Just how do we define this “trademark 
display” specifically, so that we can clearly differentiate it from 
other kinds of display in specific cases? And to what, specifically, 
do we make a newcomer change, in making him change from trade- 
mark to non-trademark display? 

The distinctive general feature of trademark display is strik- 
ing prominence. Prominence means larger in size than other 
words and usually in a position ahead of the others. 

Suppose that a newcomer displays DELIcIoUs in the same way 
as in figure 1 above, or perhaps DEELISHUS, or some similar mark 
on goods so similar that confusion is likely. He is describing his 
goods, certainly, and if he uses soHNson, and that is his name, he is 
certainly using his own name. If he uses virctnia and the product 
comes from Virginia, he is indicating geographical origin. But 
he is also using the terms as trademarks. To describe, merely, is 
to say OURS IS THE MOST DELICIOUS CANDY IN TOWN, or something of 
the sort.*’ Why, to describe his candy as delicious does the new- 
comer have to display “delicious” in a trademark manner? He 
does not; he has no need to. Thus, to prevent him from doing so, 
in order to avoid confusion, in no way impairs his privilege to 
describe. Likewise, to use one’s name in one’s business or in any 
personal way is to use it in letters, on checks, contracts, etc. To 
use a term to indicate geographical origin is to use it at the bottom 
of labels in phrases such as “Made in Detroit” or “New York, New 
York.” Trademark display is totally different from this. 


37. See 3 CALLMANN, UNFAIR COMPETITION AND TRADE-MARKS, §85(a), (2d ed. 
1950) ; Skinner v. Martin, 109 USPQ 156, 158, 46 TMR 594 (Calif. Sup. Ct. 1956); Ez 
parte M. Wile g Co., 109 USPQ 114, 46 TMR 657 (Com’r Pat. 1956); New York 
Machintosh Co. v. Flam, 198 Fed. 571, 572, 2 TMR 324 (S.D.N.Y. 1912); Hansen v. 
Siegel-Cooper Co., 106 Fed. 691 (S.D.N.Y. 1900); Chr. Hansen’s Laboratory, Inc. v. 
Jelkwik Food Products Corp., 12 F.Supp. 296, 26 TMR 11 (S.D.N.Y. 1935). But see 
Charles Hansen’s Laboratory, Inc. v. Kirk, 12 F.Supp. 361, 28 USPQ 72, 25 TMR 500 
(E.D.Pa. 1935); Genadeen Caterers, Inc. v. Hotel Genadeen, Inc., 95 N.Y.8.2d 196, 
40 TMR 136 (1950); Quality Courts United, Inc. v. Jones, 59 So.2d 20, 23 (Fla. 1952). 
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Substitute, for pELIcious, in figure 1, the words BITE coop, or 
KWIKOAT PAINT, and you have examples of prominence being aided 
by unusual spelling and unusual combining of words. The new- 
comer need not and should not display QuIcK coAT or GOOD BITE at 
the top, as the trademark, if confusion is likely. Capitalizing a 
word where such is not necessarily grammatically, is unusual, and 
is therefore an element of trademark display. Misspelling is an 
element of trademark display and thus contributes to trademark 
meaning,** although the usual legal rule does not recognize it as 
doing so. The newcomer has no need of an unusual spelling to 
describe. The first user should be entitled to it exclusively, al- 
though he cannot stop normal display in normal spelling, so the 
exclusive right may not be worth much in some cases. 


Exception 


One instance should be noted where prominent display of 
words is nevertheless not trademark display. It is normal and is 
expected by the public that a product name will be prominently 
displayed following, or under, a trademark, so that one can tell 


what the product is. For example, canpy in figure 1. Sometimes 
descriptive words are also added, as EVAPORATED, ahead of MILK, 
in JONES EVAPORATED MILK; DELICIOUS in APEX DELICIOUS CANDY or 
APEX DELICIOUS APPLES; OF VIRGINIA in JONES VIRGINIA TOBACCO. The 
public does not react to these as trademarks, not so much because 
of their inherent language meaning, but because the context makes 
it unreasonable to treat them as trademarks. Such display, follow- 
ing a trademark, is not trademark display and does not by itself 
create secondary meaning.*® Newcomers need this type of display 
for this type of word, and so ought not to be stopped.“ 

This exception is limited, however, only to (1) plain, normal 
product names and descriptive terms (2) displayed after a trade- 


38. See Ex parte Minneapolis-Honeywell Regulator Co., 101 USPQ 293, 294, 44 
TMR 970 (Com’r Pat. 1954). 

39. See In re Walker Process Equipment Inc., 233 F.2d 329, 110 USPQ 41, 43, 
46 TMR 1225 (C.C.P.A. 1956); Bunny Bear, Inc. v. Dennis-Mitchell Industries, 104 
USPQ 116, 45 TMR 357 (Com’r Pat. 1955); Ex parte Pro-Capa Products, Inc., 109 
USPQ 421, 46 TMR 1140 (Com’r Pat. 1956); Pure Oil Co. v. Sherwood Refining Co., 
106 USPQ 369, 372, 45 TMR 1493 (Com’r Pat. 1955); Ex parte Volkening, 110 
USPQ 138, 46 TMR 1165 (Com’r Pat. 1956). 

40. See Spicer v. W. H. Bull Medicine Co., 49 F.2d 980, 981, 9 USPQ 315, 21 
TMR 406 (C.C.P.A. 1931); General Dry Batteries, Inc. vy. Ray-O-Vac Co., 104 USPQ 
347, 45 TMR 588 (Com’r Pat. 1955). 
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mark and (3) of normal configuration, and properly spelled. Any- 
thing else is reacted to as a trademark. It is not normal or 
necessary, for instance, for a newcomer to display prominently 
PERFECT aS iN APEX PERFECT MILK, or to use a misspelling like apex 
DEE-LICIOUS CANDY, OF VIRGINIA in APEX VIRGINIA CANDY. The same 
applies to BLUE RIBBON, IDEAL, GOLD MEDAL, or similar words which 
are not simple product names or descriptive terms, and to mis- 
spelled descriptive or generic terms or ungrammatical forms or 
combinations like vITAMIZED or LANOLIZED.** These terms are 
reacted to as trademarks, by the public,** and newcomers can be 
required to stop displaying them in this trademark manner where 
confusion is likely.** It is noted that with respect to these abnormal 
or featured secondary marks, the likelihood of confusion may be 
lessened, not because they are descriptive but because the other 
marks displayed in association with them may help purchasers 
differentiate the combination. 

However, public reaction to a term as a trademark, for ex- 
ample CELLOPHANE (as the trademark it originally was), or IDEAL 
Or VITAMIZED, can change to reaction to it solely as a plain, normal 
product name or description, like MILK or EVAPORATED. The trade- 
mark then has become purely generic or descriptive, and the prior 
user no longer can stop others from using it following a trademark, 
that is, in the manner normal to product names or descriptive 
terms. Then, any newcomers can use JONES CELLOPHANE OF JONES 
VITAMIZED PEAS. The newcomer cannot use the terms as trade- 
marks, however; that is, he cannot use them without another trade- 
mark prominently ahead of them. If he does, he himself is using 
them as trademarks and is admitting that they have trademark 
meaning. Companies these days almost never sell goods without 


41. “The word STERLING, although in common use, and although ordinarily descrip- 
tive of quality, is not properly used in connection with ale, and would hardly be used 
in that connection except for some special purpose. For such special purpose the com- 
plainant had adopted the word in connection with its ale, and had occupied the market, 
and its ale had become known in the trade, both wholesale and retail, as STERLING ALE.” 
Worcester Brewing Corp. v. Rueter § Co., 157 Fed. 217 (1st Cir. 1907). 

42. Ez parte Clairol Inc., 105 USPQ 71, 72, 45 TMR 609 (Com’r Pat. 1955). 

43. See Q-Tips, Inc. v. Johnson §& Johnson, 206 F.2d 144, 147, 98 USPQ 86, 44 
TMR 39 (3d Cir. 1953), cert. denied, 346 U.S. 867 (1953); W. G. Reardon Laboratories, 
Inc. v. B. §& B. Exterminators, Inc., 71 F.2d 515, 517, 22 USPQ 22 (4th Cir. 1934) ; 
Sterling Brewing, Inc. v. Cold Spring Brewing Corp., 100 F.Supp. 412, 90 USPQ 242, 
41 TMR 990 (D.Mass. 1951); Bavarian Brewing Co. v. G. Heileman Brewing Co., 107 
USPQ 245, 247, 46 TMR 359 (Com’r Pat. 1955); Rum §& Maple Tobacco Corp. V. 
Fleming-Hall Tobacco Co., 106 USPQ 417, 45 TMR 1398 (Com’r Pat. 1955). 
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a trademark, and so to display a term ahead of and larger than 
the other words is virtually to admit that it is being used as a 
trademark.“ 









Slogans 






OS a re 


There may be miscellaneous words or designs prominently 
displayed on the goods, labels or advertisements, not simply in the 
text of sentences or paragraphs. For instance, “It’s Fresher!” or 
“Buy It Now!” or caricatures of persons or animals. Normal 
display of them is often prominent and set apart and thus is not 
clearly distinguishable from trademark display. How can one tell 
with certainty, solely from their display characteristics whether 
the public reacts to these as brand indicators or as mere informa- 
tional advertising phrases or devices? The answer is that these 
particular items do not derive secondary meaning merely from 
their display characteristics. Here the public requires a familiari- 
zation period before it reacts to them as brand indicators—as 
trademarks. As soon, however, as the public notices that they are 
being repeatedly and consistently displayed in about the same 
form, the public will associate them with the product, service or 
company. They will then become slogans or symbols with secon- 
dary meaning. Only enough evidence to show that they are being 
repeatedly, consistently displayed should be necessary as proof of 
secondary meaning. This would be considerably less than is 
traditionally required. 

Newcomers need to use various phrases or symbols in adver- 
tising but do not need to repeat the prominent display of them over 
and over in the same form. It is not normal or necessary, so where 
confusion is likely newcomers should be stopped from the repeated 































44. Proper display will prevent this change of meaning. (See General Dry Bat- 
teries, Inc. v. Ray-O-Vac Co., 104 USPQ 347, 45 TMR 588 (Com’r Pat. 1955); Ez 
parte Minneapolis-Honeywell Regulator Co., 99 USPQ 422, 44 TMR 452 (Com’r Pat. 
1953); In re Duvernoy § Sons, Inc., 41 C.C.P.A. (Patents) 856, 212 F.2d 202, 204, 
44 TMR 831 (1954); Pure Oil Co. v. Sherwood Refining Co., 106 USPQ 369, 372, 45 
TMR 1493 (Com’r Pat. 1955); Ex parte Loft Candy Corp., 93 USPQ 482, 42 TMR 
696 (Pat. Off. Ex’r-in-Chf 1952); Bunny Bear, Inc. v. Dennis-Mitchell Industries, 104 
USPQ 116, 45 TMR 357 (Com’r Pat. 1955).) No trademark will ever become a generic 
or descriptive term if (1) it is always followed by a product name that the public can 
use—not a jawbreaker—and (2) one that is at least as appropriate for a generic name 
or a descriptive term as the trademark, and (3) if it does not have another trademark 
ahead of it. The public will then react to it as the trademark and will unconsciously 
in their minds put the word ‘brand’ or that idea, between the trademark and the product 


name or descriptive term. 
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display in the same form without interfering with anyone’s needs 
or rights.“ 


Colors and Simple Designs 


As to colors and simple designs, such as circles, diamonds, etc., 
there is no ordinary, non-trademark display of these things analo- 
gous to non-trademark language display of words in sentences. 
Normal display of them is always prominent, and so is not clearly 
distinguishable from trademark display. Yet the public often uses 
plain color alone, as well as colored designs or shapes, to distin- 
guish brands, and not after wide use, but almost immediately. Ask 
any housewife how she picks out brands on a supermarket shelf.* 
She often, whether subconsciously or not, chooses one and rejects 
others on the basis of color alone, without bothering to read the 
label, because she thinks that peculiar color combination means 
the brand she knows and wants. Confusion can occur, therefore. 
The courts often simply refuse to admit it, however, or else hold 
that the confusion cannot be stopped in any case because the new- 
comer must color his label somehow, and the supply of colors will 


soon run out.‘? This does not help the confusion of purchasers, 
however. 


To allow the newcomer to make non-trademark display will 
allow him to make trademark display also, since here the two 
overlap, and the confusion would continue. Stopping him from 
making trademark display will stop him also from making non- 
trademark display for which he has a necessity. It must be ad- 
mitted that here where trademark and non-trademark display 
overlap it may be necessary to limit slightly (but not damagingly) 
the privilege of all to make non-trademark use of designs and 
colors, if we are to stop confusion of the public and protect the first 
user. This is not difficult, however, since there are really innumer- 
able different ways of coloring goods or containers, of pictorially 
representing the product, or of decorating labels. If confusion is 


45. See Ex parte Central Soya Co., 95 USPQ 343, 344, 43 TMR 122 (Pat. Off. 
Ex’r-in-Chf 1952). Lunsford, The Protection of Trade Slogans, 42 TMR 409, 411 
1952). 
46. See In re Swift § Co., 223 F.2d 950, 106 USPQ 286, 288, 45 TMR 1356 
(C.C.P.A. 1955). 

47. Campbell Soup Co. v. Armour § Co., 175 F.2d 795, 81 USPQ 43, 39 TMR 566 
(3d Cir. 1949). 
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likely, the newcomer usually can be required to use some other 
form of color or decoration, and the supply is not likely to run out. 






Personal Names 










As to surnames or any other parts of personal names, it was 
noted above that non-trademark use and display, on checks, ete., 
is quite different from trademark display. Any personal name, 
a surname or any other, has secondary meaning if it is displayed 
as a trademark, and immediately upon such display. Long use is 
not required. 

It has been long established that one can use his name in his 
business, but not so as to cause confusion.** This really means, or 
should mean, that one has no need and no privilege to display his 
name as a trademark, if confusion is likely, although he can use 
his name in all other ways—on checks, contracts, ete.*® Looked at 
this way, the defendant’s intent, and distinctions between sur- 
names, first names, full names, initials, or whether the use is by 
an individual or a corporation, all become irrelevant. A personal 
name displayed as a trademark should be treated the same as any 
fanciful trademark. 






















Company Names 






How about using one’s name in a company, firm or corporate 
name? Is this necessary for one’s personal activities, like use on 
checks, ete., or is it like use as a trademark, that can be stopped? 
Company name display is somewhat different from trademark dis- 
play, yet it is merely a variation of it, and the same rules apply. It 
is a special type of use, and so is not really necessary to one’s 
general use of his name to identify himself in normal affairs. 

Company name display is somewhat different from trademark 
display, and is certainly different from ordinary language display. 
Company names are usually displayed at the bottom of labels or 
ads, in smaller letters. For example, “Steel Awning Company” is 
company name display, and has secondary meaning by display 
alone, regardless of descriptiveness. “If you want to buy some 
steel doors, a steel awning company might be a place to try,” is 























48. Thaddeus Davids Co. v. Davids Mfg. Co., 233 U.S. 461 ae 
49. See the quotations at note 28, supra. 
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non-trade name display. A newcomer putting out steel awnings 
only needs the latter type of display, not the former. Following the 
principle discussed above with the examples JONES CELLOPHANE 
and JONES VITAMIZED PEAS, the newcomer cannot use STEEL AWNING 
COMPANY, but he can use JONES STEEL AWNING COMPANY.” However, 
if there is an AMERICAN STEEL COMPANY the newcomer cannot use 
JONES AMERICAN STEEL CoRP. because AMERICAN is not a plain and 
necessary descriptive term like “steel,” but instead is analogous to 
PERFECT OF BLUE RIBBON in the examples above. 

Company names can result in confusion with trademarks, and 
trademarks can result in confusion with company names.” But 
because there are some differences in the manner of display as 
between trademarks and company names, sometimes a newcomer’s 
use of a company name might not cause confusion even though his 
use of some of the same words as a trademark might do so,” or 
vice versa. In this connection, it must be remembered that some 
types of display of a company name will cause it to be reacted to 
by the public as a trademark, not a company name, and then it 
must be treated as a trademark. For instance, display THE suN- 
BEAM CORPORATION with SUNBEAM more prominent, in much larger 
type, or in a curve so that it appears at the top center and the 
other words are curved around the sides, is really trademark use 
of the words.* See figures 2, 3, and 4 below. In S. C. Johnson & 
Son, Inc. v. Johnson, the plaintiff used a label essentially like 
the following: 





50. See For Fur Co. v. Fox Fur Co., 59 F.Supp. 12, 64 USPQ 110, 35 TMR 52 
(D.Md. 1944); Wholesale Service Supply Corp. v. Wholesale Bldg. Materials Corp., 304 
N.Y. 854, 109 N.E.2d 718 (1951). Contra, Ex parte Pinking Shears Corp., 104 USPQ 
408, 45 TMR 482 (Com’r Pat. 1955). See note 37, supra, where the decisions were even 
more restrictive of the newcomer’s rights. 

51. Thaddeus Davids Co. v. Davids Mfg. Co., 233 U.S. 461, 472 (1914); Mac- 
Sweeney Enterprises, Inc. v. Tarantino, 106 Cal. App.2d 504, 235 P.2d 266, 91 USPQ 
73, 76, 41 TMR 1084 (1951). 

52. See DERENBERG, TRADE-MARK PROTECTION AND UNFAIR COMPETITION, c. VI, sec. 
33 (1936); J. A. Dougherty’s Sons, Inc. v. Dougherty, 36 F.Supp. 149, 152, 48 USPQ 
249, 32 TMR 181 (E.D.Pa. 1940). 

53. See Singer Mfg. Co. v. Singer Upholstering § Sewing Co., 130 F.Supp. 205, 
104 USPQ 339, 341, 45 TMR 535 (W.D.Pa. 1955); Consumers Petroleum Co. v. Con- 
sumers Co., 185 F.2d 234, 87 USPQ 185, 186, 40 TMR 1069 (7th Cir. 1950). 

54. 8S. C. Johnson § Son v. Johnson, 175 F.2d 176, 81 USPQ 509, 39 TMR 557 
(2d Cir. 1949), cert. denied, 338 U.S. 860 (1949). 
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JOHNSON’S 


WAX 


A. JOHNSON & SONS, INC. 
CHICAGO, ILLINOIS 


Figure 2 


The newcomer used labels essentially like the following: 


JOHNSON’S CLEANER 


HOUSEHOLD CLEANER 


{GOODS} 


JOHNSON PRODUCTS CO. 


ALBANY, NEW YORK JAMES A. JOHNSON CO. 


ALBANY, NEW YORK 
Figure 3 Figure ¢ 


Even though confusion of source was virtually admitted by 
the court, it refused to enjoin the newcomer, mainly because his 
name was Johnson. To the extent that the theory of this article 
is correct, the decision seems erroneous. The defendant’s need and 
privilege to use his own name did not require displaying it as a 
trademark or trade name, where confusion was reasonably shown 
to be likely. And even if he could use his name as a company name, 
but not as a trademark, was his use company name use, or was it 
trademark use, when he spread the name in large letters across the 
top of the label? Under the theory herein, the confusion could 
have been stopped without impinging on anyone’s privilege to use 
his name in the normal course of business.™ 

55. See Thaddeus Davids Co. v. Davids Mfg. Co., 233 U.S. 461, 472 (1914); 


Singer Mfg. Co. v. Singer Upholstering § Sewing Co., 130 F.Supp. 205, 104 USPQ 
339, 341, 45 TMR 535 (W.D.Pa. 1955). See note 28, supra. 
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Elements of Trademarks 


An important aspect of this display theory is its application to 
elements or parts of trademarks. If a generic or descriptive part 


of a mark is integrated in display with the other parts, its deserip- 


tive or generic parts are as much a trademark and have as much 
secondary meaning as the fanciful parts, contrary to the usual 
rule. The term coxa as displayed in the trademark coca-co.a, in its 
usual script, color, ete., is integrated by parallelism of script, color, 
alliteration in sound, hyphenation, size, ete., into the total trade- 
mark. coxa is then integrated by display into the total mark and 
then has as much secondary meaning in the public mind as any 
other part of the trademark. Therefore, in a question of confusing 
similarity the rule is wrong, which holds that a descriptive, generic 
or surname part of a trademark or trade name will be given less 
weight than a fanciful part, on the grounds that the descriptive 
part lacks secondary meaning’ This rule is based on the over- 
emphasis of inherent meanings of these parts, which has been 
criticized above, and it is overlooked that their display, i.e., being 
integrated with other material, makes them trademarks to the 
public.* 

When nv ENAMEL, is displayed in a trademark manner, in 
large letters at the top of a can of enamel, as pELIcIous in figure 1 
above, it is as good a trademark as a whole or as to any of its 
parts as any fanciful one. Other examples are sHoE EAsE for shoes 
or EXO SELTZER for an antacid powder. The users of these should, 
if confusion is likely, be able to stop, for example, REX ENAMEL, 
SHOE TEX OF REL SELTZER,” and ENAMEL, SHOE and SELTZER would be 
entitled to as much weight as the fanciful parts in the question of 
confusing similarity, because they are being displayed as trade- 
marks just as much as the other parts, and thus have as much 


56. See Ex parte Norquist Products, Inc., 109 USPQ 399, 400, 46 TMR 987 
(Com’r Pat. 1956); Merchandising Promotions v. Hastings § Co., 110 USPQ 256, 46 
TMR 1280 (Com’r Pat. 1956); William Carter Co. v. Associated Merchandising Corp., 
108 USPQ 49, 50, 46 TMR 235 (Com’r Pat. 1955). 

57. See Kellogg Switchboard § Supply Co. v. Talk-A-Phone Co., 219 F.2d 446, 104 
USPQ 399, 45 TMR 470 (C.C.P.A. 1955). 

58. See P. D. Beckwith, Inc. v. Commissioner, 252 U.S. 538, 546, 10 TMR 255 
(1920); Jewel. Tea Co. v. Wetalene Laboratories, Inc., 99 USPQ 477, 44 TMR 457 
(Com’r Pat. 1953). 
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secondary meaning and as much “weight” in the public mind as 
the fanciful parts. Stopping these latter marks will stop someone’s 
use of them as parts of trademarks, but they do not need this use.” 
It does not interfere with anyone else’s use of them in any other 
way. Newcomers can use: 


REX REL 


ENAMEL SELTZER 


Figure 5 Figure 6 Figure 7 


Here the newcomers are merely making ordinary non-trademark 
display of the words, and the public will react to them only as such. 
The words ENAMEL, SHOE and SELTZER are then not entitled to 
any weight in the question of confusing similarity because they 
are not displayed so as to have secondary meaning—but not be- 
cause they are inherently generic or descriptive in meaning.” 

Under this theory the court was wrong in its reasoning in 
Dizi-Cola Laboratories, Inc. v. Coca-Cola Co." The court held that 
COLA was a product name and could be used by all. But used how? 
The use and display involved was that of two trademarks, coca- 
coLA and prx1-coLa. The court stated that it would stop newcomers 
if confusion were likely, but then it discussed the meaning of cota 
and the right of all to use product names, to the extent that this 
was obviously the real ground of its decision. It did not much con- 
sider whether confusion was likely. 

Perhaps by the time so many cota marks had been allowed by 
the courts, confusion was indeed unlikely, since the public would 
gradually have overcome its own confusion. So many uses would 
not originally have been allowed, however, if the courts from the 


59. Canada Dry Ginger Ale, Inc. v. Lipsey, 102 USPQ 447, 45 TMR 324 (Com’r 
Pat. 1954). Contra, Magnaflux Corp. v. Sonoflux Corp., 231 F.2d 669, 109 USPQ 313, 
314, 46 TMR 884 (C.C.P.A. 1956). 

60. See Ex parte M. Wile § Co., 109 USPQ 114, 46 TMR 657 (Com’r Pat. 1956). 

61. 117 F.2d 352, 31 TMR 39 (4th Cir. 1941). 
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outset had realized that as long as the newcomer was displaying 
the alleged product name as part of a trademark, he was not 
merely naming his product, so his right to name it was not involved. 
If the descriptiveness of coxa helped lessen confusion with prx1- 
COLA, it was not because it lacked secondary meaning, or because 
someone’s privilege to describe was involved. Whether descrip- 
tiveness would make a difference in likelihood of confusion because 
of any other reason (it probably would not) is discussed else- 
where.” 

To display the terms “Trademark,” “Brand,” “Reg. U. S. Pat. 
Off.,” “@®,” ete., next to or under trademarks is one feature of 
trademark display, but it is only important to the extent—and no 
more—that it causes the public to react to the mark as a trade- 
mark. If a trademark is used properly, the public will subcon- 
sciously and automatically insert the word “brand” between the 
trademark and the product name, regardless of whether the user 
himself displays this term. The effectiveness of such terms de- 
pends on how the particular display involved will probably affect 
the observer’s reaction. Use of these terms is just one of several 


cumulative elements which go to make up trademark display and 
thus trademark meaning. If the mark is not displayed as a trade- 
mark, these terms will not always be enough to overcome the 
tendency of purchasers not to react to it as a trademark. 


Conclusion 


In conclusion, there is a distinct difference between trademark 
and non-trademark use, and the difference lies in the manner of 
display. Attention to the display aspect of trademarks will make 
clearer whether plaintiff’s mark has acquired secondary meaning, 
and whether the newcomer, by his use of plaintiff’s mark, exceeded 
his privilege to use his own name or describe his goods. That is, 
it will help answer the larger questions, when has plaintiff a 
protectible trademark, and when has defendant poached thereon. 


62. See the author’s article Narrow and Weak Trade-Marks, 22 GEO. WASH. L. REV 
40 (1953). 
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TRADEMARK PROCEDURE AND PRACTICE IN ECUADOR 


By Roque Bustamante* 






The tendency of some manufacturers in Ecuador to give a 
“foreign appearance” to their products, with their trademarks, 
commercial literature and labels, has been much under discussion. 
Although this attitude might not be an infringement of a particular 
brand, we believe that it is not in accordance with the intentions 
of the laws concerning industrial property. Indeed, the consumer 
should not be deceived; he must be certain about the “origin” of 
the product, which is one of the general principles governing fair 
competition. 

It is important to notice that in most of these cases the manu- 
facturers do not mean to imply that the product has been made 
by a certain factory, or that the goods come from a specific country. 
They simply intend to create the impression that the goods are 
“foreign.”” Obviously, the domestic industry does not enjoy satis- 
factory prestige in some fields, although industrial activities are 
improving every day. However, it should be borne in mind that 
the country is still mainly agricultural. 

Considering these circumstances it seems easier to sell prod- 
ucts that are regarded as foreign, and a manufacturer might 
prefer this way rather than to make great efforts toward building 
up his reputation and so convince the consumers that their atti- 
tude is wrong. In fact, the manufacturer is not to blame for this 
situation but we cannot approve the practice of misleading the 
public. 

Article 4 of the Ecuadorean Law classifies trademarks into 
domestic and foreign. Domestic marks are used on goods made 
in the country, and foreign marks on goods manufactured outside 
of the Republic. 

When the consumer believes that the product is of foreign 
origin he might conclude that it comes from a certain country but 
we cannot say that the indications hint at a specific nationality. 
Of course, we would not be surprised if the consumers have in 
mind those countries which are generally considered the exporters 
of merchandise to Ecuador. 


































* Attorney in Quito, Ecuador; Doctor of Law degree, University of Quito; 
Master’s degree in Comparative Law, New York University. 
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This point is not clearly covered by the Trademark Law. 
Articles 1, 3 and 5 set forth that a trademark serves to identify the 
products and to denote their origin. But there is no provision that 
this “foreign appearance” could be regarded as legal infringement. 
It is not a case of an imitation of a foreign trademark; it is neither 
a false indication of origin with regard to the name of the manu- 
facturer nor is any particular country mentioned as the place of 
manufacture. They may select a word that does not pertain to 
any language, although its structure, use, or roots suggest a cer- 
tain place or country. We might say the same of the commercial 
literature of the labels or advertisements when they are written 
in a language other than Spanish. 

This situation affects the use but not the registration of trade- 
marks. The name and domicile of the manufacturer as well as 
the national origin of the trademark are duly recorded when it is 
registered; therefore, this unfair practice is noticed only when 
the manufacturer uses the mark and the labels. 

Consequently, there is no deceit of the authorities. However, 
the result is the same; since the consumer will very seldom go to 
the Trademark Office to check the origin of one product or brand, 
he will easily believe that he is purchasing a foreign product. 

We might also find the situation where the manufacturer does 
not register his deceiving trademark, since registration is not 
compulsory in Ecuador. Then it is only the mere use of the mark 
which must be considered; a producer who intends to exploit this 
type of unfair practice is very likely to pay little attention to the 
legal protection and therefore would not bother to register the 
trademarks. 

It is very interesting to notice that this problem does not arise 
only in connection with goods made in Ecuador. The same has 
occasionally been found with regard to products coming from 
countries with undeveloped industries. These countries sometimes 
export goods to Ecuador and occasionally try to create the impres- 
sion that the goods come from a third country which could be 
regarded as the producer of articles of better quality. 

Due to the same approach, a domestic manufacturer might 
like to select a foreign brand for his products. Naturally, our law 
has provisions regarding a valid assignment of a trademark 
whether domestic or foreign. Nevertheless, the manufacturer could 
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find some way to get a mark of high prestige without an assign- 
ment. This case occurs when the original owner of a trademark 
has not registered the mark or has failed to renew it. If a trade- 
mark is registered and the registration has not been allowed to 
expire, the owner is entitled to the full protection provided by 
the Ecuadorean Law. However, if he uses the trademark without 
registration or allows the registration to expire because of lack 
of renewal, then he has no rights whatsoever under the Ecuadorean 
laws. 

Many foreign manufacturers neglect to register and renew 
their marks because they rely on the rights the mere use of trade- 
marked goods provides in their own countries, or because they 
believe that the amount of sales in Ecuador is not sufficient to 
justify the expenses of registration. The Ecuadorean producer is 
more likely to carefully protect his important brands. 

Also, a manufacturer might register someone else’s trademark, 
when the former discovers that the latter has not registered his 
mark or has let it expire due to lack of renewal. If the original 
owner has lost his mark, the Ecuadorean law provides very little 
relief in this situation. The lawful owner of a trademark is the 
person who registers it. If the first product has been of foreign 
origin, it would not be surprising if the later registrant uses it 
without changing the foreign appearance. 


Legal Provisions in Ecuadorean Law 
1. Foreign Appearance of Goods 

Unfortunately, there is no specific provision on this point. We 
already explained the classification in domestic and foreign trade- 
marks, as established in Article 4 of the law. Article 16 provides 
that when an applicant intends to register his trademark he must 
state his nationality and the country, city or place where the goods 
are made. 

Therefore, the Trademark Department is always aware of 
these facts and it cannot be deceived in connection with the 
nationality of registered trademarks. However, there is no provi- 
sion concerning the deceit of consumers, since the “use” of the 
brands is not restricted in accordance with these principles. Ar- 
ticle 8 provides that a trademark can be used on the goods, wrap- 
pers or packages containing them. Likewise, number 6 of Article 
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38 establishes punishment in prison, a fine and seizing of the goods, 
when brands are used containing false indications regarding the 
goods, quantity, quality, and origin of the products, or statements 
that falsely indicate that they have been rewarded with medals, 
awards or other distinctions in exhibitions or in some other way. 

Nevertheless, there are no precise provisions for trademarks 
or commercial literature which, without false statements would 
present the product in such a way as to give the impression of a 
foreign product, when it is domestic, or that the goods come from 
a third country and not from the country of manufacture. 

On the other hand, there are no laws ruling the use of slogans, 
labels or other advertising means; the manufacturer has a broad 
discretion for these activities. In 1950 a decree was issued pro- 
hibiting the introduction into the country of “pharmaceutical 
products, antibiotics, organotherapeutic products, etc., which are 
not provided with individual labels and literature in Spanish, 
although they might also have texts written in any other language.” 
Of course, we cannot know exactly what is meant by “ete.,” but 
it seems that the decree covers only medicinal, pharmaceutical 
and chemical products. On the other hand, it is evident that this 
law intended to protect the consumer’s health. Indeed, the nature 
of the products mentioned is proof that the law wants the consumer 
to understand what is written on the labels and in literature, so 
he can be sure about its contents, qualities, ingredients, and char- 
acteristics. This demonstrates that it is a sanitary law rather than 
a law with regard to industrial property. It is directed more to 
the manufacturers in countries where the Spanish language is not 
spoken, but there is no purpose of providing means for the con- 
sumer to determine the national origin of the product. 

In 1954 the Ministry of Economy asked the Congress to issue 
a new law amending the present Trademark Law. The amendment 
was to establish compulsory registration of all trademarks and 
consequently a manufacturer could not use a trademark unless it 
was duly registered. Besides that, the domestic products should 
include in their labels or wrappers, underneath the trademark, 
the words “Industria Ecuatoriana” (Ecuadorean Industry). 

Article 2 would provide a fine and seizing of the goods in 
cases where the literature indicates “in any language” that the 
goods are of foreign origin. 
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Article 2 seemed an unnecessary provision since Article 38 
number 6 of the Law already prohibits any false indications re- 
garding the origin of the product. However, the obligation to add 
to the goods, labels or wrappers the words “Industria Ecuatoriana” 
was a very good provision towards solving this problem to a great 
extent. 

This proposed amendment never became law since Congress 
did not complete all the legal requirements and discussions. Most 
likely the Ministry of Economy did not insist on getting this law 
approved. 

In 1956 some senators worked out a new project regarding 
this point. It was also a short decree amending the old law. In 
accordance therewith every manufacturer in Ecuador would be 
compelled to choose a Spanish word for a trademark, indicating 
the place of production, adding the word “Ecuador.” 

This project raised reasonable and just protests by the local 
manufacturers. They accepted, of course, the obligation to indicate 
the place of manufacture since this is logical and the requirement 
is within the rules of industrial property. However, an obligation 
to select a Spanish word for a trademark does not seem to be a 
good solution nor is it in accordance with the general principles of 
the industrial property laws. We should consider that Ecuador 
is not the only Spanish speaking country and therefore the problem 
will remain regarding all countries where this language is spoken; 
furthermore, the trademarks do not consist of words only, but 
designs, letters, figures, etc.; and moreover there are thousands 
of trademarks that consist of words having no meaning in any 
language. Due to these reasons many Ecuadorean manufacturers 
protested and raised a very good point explaining that they could 
not waive their rights on trademarks which are already well-known 
and that the Ecuadoreans would be handicapped as compared with 
foreign producers since the latter could have trademarks consist- 
ing of words in any language, including Spanish. 

Due to these reasons and because the project had other unnec- 
essary provisions which are already included in the present law, 
Congress did not approve the amendment although it had a favor- 
able vote in one of the chambers. Probably, nobody will insist 
on this project. : ; 
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Since there have been no producers directly affected by this 
practice of “foreign appearance,” we could not find any litigation 
on this point and consequently, no decisions of the courts have 
been handed down. 

Nevertheless, these projects in Congress show the attention 
the authorities are giving to this problem. The Ministry of 
Economy has finally decided to propose new trademark legislation 
to replace the old law completely. The new Law is definitely likely 
to cover and solve these problems and we are sure it will have 
provisions which would adequately establish requirements to com- 
pel the manufacturers to clearly indicate the national origin of 
the products and trademarks. 


2. Licensing of a Trademark Owned or Used by Another Person 


Regarding trademark rights Ecuador has adopted the regis- 
tration system. Therefore only the registrant is considered the 
legal owner of a trademark providing that he has not let the regis- 
tration expire. Thus, prior use is not required in order to register 
a mark. Use without registration is meaningless. Once the trade- 
mark is registered its use is necessary as a complementary con- 
dition for exercising certain actions such as opposition. 

It is not the purpose of this article to make a study of the 
registration system. However, it can generally be said that the 
results have been quite satisfactory in Ecuador. If we consider 
the Ecuadorean general laws and practice we will undoubtedly 
reach the conclusion that the use of a mark without registration 
should not give any rights to the user in this country. 


Despite this fact many manufacturers neglect the registration 
and merely use the trademark. Many of them are foreign manu- 
facturers who legally own the trademark in the country of origin 
and even in several other countries. They probably rely on the 
rights they have in the home country or simply decide that it is 
not worthwhile to register the mark in a number of small countries. 


Even some famous trademarks which are notoriously and 
extensively used in Ecuador are not registered. According to the 
Ecuadorean Law, any other person can register them, in this way 
becoming the legal owner with full rights. Of course there might 
be some remedies in certain cases but in a general way we can state 
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that the original owner would face a very difficult situation with 
regard to the registrant. 

Article 9 of the Law very clearly provides that when a trade- 
mark is used without registration, neither the manufacturer nor the 
user is entitled to the rights extended to the registered trademarks. 

Consequently, the user of a trademark cannot bring the oppo- 
sition action, as stated in Article 19, against an applicant of the 
same trademark. Likewise, the user would have a very weak 
defense against any action by the registrant. This action might 
even be a criminal one as provided in Articles 38 and 43. Article 38 
prohibits the imitation of a trademark but Article 43 precisely pro- 
vides that “An imitated trademark is one not registered, identical 
with or similar to one that is registered.” 

As a possible defense of the original owner, we should mention 
Article 22 of the Law which establishes the cancellation action 
against a registered trademark causing unfair damages. However, 
this is a very slow procedure. The lawsuit might take several years 
and the registrant is entitled to use the mark all that time with full 
rights until a final judgment against him is issued. 

We should also remember that Ecuador signed and ratified 
the 1910 Pan-American Convention and that in accordance there- 
with registration in some other country might be an acceptable 
defense. A study of the Convention and its legal effects in Ecuador 
could be the matter of a separate article but we can say that the 
registration system would not change with the simple fact that 
registration in some other countries would be considered a valid 
registration in Ecuador. 


New Law in Ecuador 

It seems very likely that a new law will become effective in 
Ecuador in 1957. Actually, the new law is needed in order to solve 
several problems which have come up in the practice during the 
last few years. 

The new law will make ineffective all prior laws and provi- 
sions. However, it is our impression that the registration system 
will remain unchanged. New rules regarding the procedure and 
the legal effects are very likely, and we are sure they will have a 
broader scope covering not only trademarks but also commercial 
names and the use of labels, wrappers and advertisements. 
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NOTES FROM OTHER NATIONS 
Edited by Marcel Deschamps 


Belgium 


Confusion as to Origin of Goods in Infringements 


The Court of Appeals of Brussels, reversing the judgment 
of the Commercial Court, has held that the defendant’s use of 
SHELBY on cosmetics and articles of toiletry infringed the plain- 
tiff’s numerous registrations on SHELL and such derivative marks 
aS SHELLTOX and SHELLFALT. 

Although the decision might have been based simply on the 
fact that one of the plaintiff’s surety registrations specifically 
covers “toilet preparations,” the Court went into a general dis- 
cussion of criteria for deciding whether or not confusion as to 
the origin of goods is likely, in which it said, inter alia: 


“According to the criterion generally followed in this 
field, there is similarity, regardless of the difference in the 
products, if the respective businesses have between them so 
narrow a connection that the public, observing the same mark 
on the products of those businesses, may reasonably be led 
to believe that they are engaged in by one and the same per- 
son, the proprietor of the mark.” 


Applying this principle to the case at hand, the Court observed 
that petroleum products and other greases normally include the 
hydrocarbons which enter into the compositions of detergents and 
soaps and that it followed from this that the respective businesses 
of the plaintiff and defendant were at least partly similar. 46 
L’Ingenieur-Conseil 167. 


Infringement of Pharmaceutical Trademarks 


The owners of a registration for PERNAEMON covering pharma- 
ceuticals broadly, who were using the mark in relation to a 
preparation used in the treatment of pernicious anemia, brought 
an infringement action against the firm using the trademark 
PERNAMINE B 12 On the same kind of preparation. 

The Commercial Court of Brussels (Fourth Chamber) dis- 
missed the action for lack of confusing similarity between the 
marks, holding, inter alia, that 
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(1) both items being available only on prescription, the only 
relevant question was whether confusion was likely to arise 
in the minds of doctors and pharmacists, who are generally 
alert even to very small differences between marks; 








(2) professional circles as a rule pay attention to the com- 
mercial origin of various products; 


(3) the large number of new pharmaceutical specialties ap- 
pearing each year results necessarily in an increase in simi- 
larity between their respective trademarks; 


(4) the fact that the designation B12 as such is not distine- 
tive does not mean that its presence in a mark such as 
PERNAMINE B 12 does not add an element of distinctiveness to 
the entire mark. 











46 L’Ingenieur-Conseil 165. 










Germany 


Prohibition Against French-Sounding Trademarks 
for Non-French Perfumes 







The doctrine that French-sounding trademarks may not be 
used or registered in Germany in respect of perfumes not wholly 
of French origin seems to have gained a firm foothold in German 
jurisprudence. In one court case, a German firm was enjoined 
from using the trademarks ISABELLE, NOTE VERTE and NOTE BLEUE 
for German perfumes because of the special reputation which 
French perfumes enjoy in Germany. In a second case, the use of 
the surname BERNOTH in its gallicized form of BERNoT as a trade 
name for perfumery was enjoined and the name was ordered to 
be stricken off the Commercial Register, although it had been in 
use in Germany for over twenty years. In a third case, an appeals 
court upheld a lower court decision ordering the cancellation of 
four German-owned trademark registrations on French-sounding 
marks registered for “articles of perfumery, all of French origin,” 
on the theory that, the registrant being a German company, the 
registrations were therefore untruthful on their face. The defen- 
dant was also enjoined from continuing the use of one of these 
marks, even though it was being applied to perfumes made in 
Germany with essential oils imported from France, on the ground 
that the use of the mark on anything but a perfume entirely of 
French manufacture would be misleading. Provincial Court of 
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Cologne, April 20, 1955; Provincial Court of Berlin, December 14, 
1955; Court of Appeals of Diisseldorf, March 6, 1956. 


Libya 


New Trademark Law 


A new trademark law has been promulgated and will come 
into effect in Libya on April 3, 1957. 


Monaco 
New Trademark Law 
A new trademark law which was published in the Journal de 
Monaco of February 4, 1957 has come into effect. 


Saudi Arabia 
Application Procedure 

Companies which had distributors in Israel or did business 
in Israel have in the past been refused trademark registrations 
in Saudi Arabia when the Saudi Arabian authorities were aware 
of the applicant’s connection with Israel. We have now been in- 
formed that this is no longer the case and applicants, who have 
business in Israel, can register their trademarks in Saudi Arabia. 
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BOOK REVIEW 


Tue Law or AccounTING AND FinanciaL StaTeMENTS. By George 
S. Hills. Boston, Toronto, Little, Brown and Company, 1957. 
Pp. 338. $10.00. 


While, at first glance, it may seem surprising to our readers 
to see an announcement of a new work on the law of accounting 
included in THE TRADEMARK REPORTER, there are several good 
reasons why special attention should be invited to Mr. Hills’ book. 
The author is a senior partner of the law firm of Rogers, Hoge & 
Hills, and, therefore, a partner of the Association’s General 
Counsel. But quite apart from this personal link, the book offers 
for the first time a thorough discussion of certain accounting and 
tax problems which have long vexed trademark and tax experts 
alike. We refer the reader particularly to Chapter 2, Part D, 
of the book, in which these problems are discussed and where all 
available authorities on the question of how good will should be 
evaluated for accounting purposes are gathered together. The 
same chapter includes a comprehensive discussion of the difficult 
questions arising in connection with the accounting treatment of 
trademarks, copyrights and patents. This is probably the first time 
that questions of depreciation and amortization of intangible 
assets, such as trademarks, have been discussed in the general 
framework of preparing accurate and constructive financial state- 
ments and balance sheets. We believe our readers will be glad 
to know of this recent publication. 
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LIST OF OTHER TRADEMARK ARTICLES AND LEGAL NOTES* 


ARTICLES 


Anderson, William E. 
What every Lawyer should Know about Copyrights. (Illinois Bar Journal, v. 
45, no. 3, November 1956, pp. 138-148.) 


Bright Outlook for Multipacks. (Modern Packaging, v. 30, no. 6, February 1957, 
pp. 73-77, 184, 186.) 
“Multipacks” help to win brand loyalty. 


Cantor, Bernard J. 
Trade Secrets. (Michigan State Bar Journal, v. 35, no. 12, December 1956, 
pp. 7-12.) 


Deering, Thomas P. 
Trademarks on Noncompetitive Products. (Oregon Law Review, v. 36, no. 1, 
December 1956, pp. 1-31.) 


Epstein, Lee. 

Piracy or Protection? The Design Patent Question. (Industrial Design, v. 
4, no. 1, January 1957, pp. 73-77.) 
Design protection in the light of recent court decisions. 


Hand Tags are Vital S.-P. Tools. (Printers’ Ink, February 22, 1957, p. 98.) 
Two surveys tell what features make tags most effective. 


Holland. Text of New Trademark Law. (Patent and Trade Mark Review, v. 55, 
nos. 3-4, December 1956, January 1957, pp. 76-78, 93-101.) 


Northern Rhodesia. Trademarks. Ordinance no. 23 of 1956 and Rules. (Patent 
and Trade Mark Review, v. 55, no. 4, January 1957, pp. 87-93.) 


Package Designers Council. 
Aqua VELVA wins Top Honors for Redesigned Package. (Modern Packaging, v. 
30, no. 6, February 1957, pp. 87-89, 173.) 


Whiting-Plover Paper Co. 

A Trademark Takes Wings. (Modern Packaging, v. 30, no. 6, February 1957, 
pp. 100-101.) 

Whiting-Plover Paper Co. proves that a stylized identity has its place of value in 
industrial as well as in consumer packaging. 


World Trade Information Service. Washington, Dept. of Commerce, Bureau of 
Foreign Commerce. 
Part 2: Operations Reports. No. 57-3, Marking and Labeling Requirements 
of Austria; no. 57-10, Preparing Shipments to Mexico. (Includes trademark 
information under “Labeling”.) 


LEGAL NOTES 
American Airlines vy. North American Airlines. 


Regulation of Business—Jurisdiction of the Civil Aeronautics Board and the FTC. 
(Michigan Law Review, v. 55, December 1956, pp. 305-308.) 

American Airlines v. North American Airlines. 

Trade Names—Administrative Rulings—C.A.B. Authority. (Southwestern Law 
Journal, v. 10, no. 4, Fall 1956, pp. 459-461.) 

Vanity Fair Mills v. T. Eaton Co. 


International Law Trademarks—Extraterritorial Application. (Mercer Law Review, 
v. 8, no. 1, Fall 1956, pp. 221-223.) 


* Copies of these articles and legal notes are available for reference in the Association’s 
library. 
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Part Il 


J. R. WOOD AND SONS, INC. v. REESE 
JEWELRY CORPORATION 


D. C., S. D. N. Y. — July 16, 1956 


CoURTS—PLEADING AND PRACTICE—INTERROGATORIES 

Action for unfair competition and trademark infringement of plaintiff’s marks 
ART CARVED and WOODCREST by defendant’s mark ART CREST. Defendant objects 
to plaintiff’s interrogatories directed to the price and number of infringing articles 
sold on the grounds that such interrogatories relate solely to the secondary issue 
of damages. Since the interrogatories dealing with the number and price of finger 
rings sold are solely an item of damage they are disallowed but interrogatories 
seeking information as to the cities in which defendant has sold its goods is proper 
as bearing on the question of infringement and manner of concurrent use. 


Action by J. R. Wood and Sons, Inc., v. Reese Jewelry Corporation 
for trademark infringement and unfair competition. On defendant’s objec- 
tions to interrogatories. Objections sustained in part and overruled in part. 


Howson & Howson (Margaret W. Smith of Counsel), of New York, N. Y., 
for plaintiff. 
Robert E. Burns, of New York, N. Y., for defendant. 


HERLANDS, District Judge. 

Defendant’s objections to plaintiff’s interrogatories numbered 4, 5, 7, 
8, 15 and 16 are sustained; defendant’s objection to plaintiff’s interroga- 
tory numbered 9 is overruled. 

Neither party disputes the proposition that, if the above numbered in- 
terrogatories relate solely to the secondary issue of damages, their answer 
should await a determination of the primary issue of liability. Thus, the 
decisive question is whether the challenged interrogatories have any rele- 
vance to the issue of defendant’s liability, as posed by the complaint. 

The complaint alleges trademark infringement and unfair competition. 
However, an analysis of the complaint reveals that the allegations of unfair 
competition herein are essentially the same as those of trademark infringe- 
ment; and that there is, in reality, only one issue, viz., whether defendant’s 
trademark ART CREST is an infringement of plaintiff’s trademarks art 
CARVED and woopcrest. Defendant has admitted the sale of finger rings 
bearing the trademark ART CREST. 

The Court of Appeals for this Circuit has recently had occasion, in 
Maternally Yours, Inc. v. Your Maternity Shop, Inc., 234 F.2d 538, 542, 
110 USPQ 462, 465 (46 TMR 1509), to recapitulate the elements to be con- 
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sidered in determining whether a party has been guilty of trademark in- 
fringement. Circuit Judge Waterman said: 


“Tt is not necessary to show actual cases of deception or confusion 
* * * since the test is the likelihood that an appreciable number of 
ordinarily prudent purchasers will be confused. * * * An intent on 
the part of an alleged infringer to palm off his products as those of 
another is of course, a relevant factor in determining the likelihood 
of consumer confusion. * * * But it is only one of the factors which 
should be carefully weighed, such as the degree of similarity between 
the trademarks in appearance and suggestion, the strength of the 
plaintiff’s mark, the area and manner of concurrent use, and the 
degree of care likely to be exercised by purchasers.” 


The interrogatories objected to cover the period from January 1, 1955 
through March 1956. Interrogatories numbered 4, 5, 7, 8, and 16 are in- 
quiries as to such items as: (1) the number of finger rings marked arT 
crREsT sold by defendant; (2) the percentage of ART cREsT rings sold com- 
pared to the total number of rings sold by defendant; (3) the highest 
and lowest wholesale price of rings, both unset and set with gems, sold 
under the mark ArT crREST; and (4) the name of each record book in which 
defendant keeps account of any items given in answers to the above ques- 
tions; and, in each such instance, the name of the officer or employee 
who has custody of that book. 

Such interrogatories go to the question of damages suffered by plaintiff, 
if any. The information sought by the said interrogatories could throw 
no supplementary light on whether or not defendant’s trademark infringes 
plaintiff’s trademarks. 

Interrogatory numbered 9, which seeks to ascertain each city in which 
defendant has sold goods marked art CREST, is proper because one of the 
criteria to determine the question of possible infringement, as enumerated 
by Circuit Judge Waterman, is “the area and manner of concurrent use.” 

Interrogatory numbered 15 stands on a somewhat different footing. 
Paragraph 32 of defendant’s original answer contained a counterclaim, 
which read: 


“Plaintiff, a much larger company than defendant, has sought by 
threats and intimidation of defendant’s customers to restrain said cus- 
tomers from buying defendant’s goods and has thereby sought unfairly 
to interfere with the growth of defendant and to restrain competition.” 
Interrogatory numbered 15 opens with the following sentence: 

“In the Counterclaim, paragraph 32, defendant alleges that the 
plaintiff is a larger company than defendant. As bearing upon that 
allegation: * * * .” 


Interrogatory numbered 15 then requests information for the period from 
January 1, 1955 through March 1956 as to such items as: (1) the number of 
finger rings manufactured by defendant; (2) the number of finger rings 
bought by defendant; (3) the number of finger rings sold by defendant; 
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(4) whether defendant made or sold any other item in addition to finger 
rings. 

On the oral argument, counsel for defendant offered to delete the 
phrase “a much larger company than defendant” from paragraph 32. This 
has been done. Defendant’s objection to interrogatory numbered 15 is, 
therefore, also sustained. 

Settle order on notice. 





CORNELL UNIVERSITY v. MESSING BAKERIES, INC. 
N.Y. Sup. Ct., App. Div., 3rd Dept. — November 9, 1956 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 

Upon motions for modification of a judgment of injunction, the court refused 
to enjoin the defendant from using either the words CORNELL RECIPE BREAD, if 
preceded by word MESSING, or from using a red rectangular background therefor, 
which, in the courts opinion, did not simulate a pennant, flag, or device suggestive 
of a college. Defendant was enjoined however, from using the words CORNELL RECIPE 
in connection with doughnuts, absent a showing that plaintiff had permitted similar 
use by others. 


Action by Cornell University v. Messing Bakeries, Inc., for trademark 
infringement and unfair competition. Defendant appeals from judg- 
ment of New York Supreme Court, Tompkins County for plaintiff. Modi- 
fied. 

Case below reported at 46 TMR 1507. 

See also 44 TMR 1313, 45 TMR 547. 


Whitman, Ransom G& Coulson (Forbes D. Shaw, Harry G. Henn and 
J. William Robinson, of counsel), of New York, N. Y. for plaintiff. 

Scribner & Miller (Charles E. Scribner and Herbert Plaut, of counsel), 
of New York, N. Y. for defendant. 


Per CURIAM. 


Appeal from an order of the Supreme Court, Tompkins County, mak- 
ing certain directions at the foot of the judgment herein and denying the 
defendant’s cross-motion to modify a part of the judgment. A judgmenc 
had been entered in this court and affirmed by the Court of Appeals, 
prescribing the manner in which the defendant would be permitted to 
use the words CORNELL FORMULA BREAD Or CORNELL RECIPE BREAD and for- 
bidding the defendant to use those words or similar ones enumerated in 
the judgment in any other manner and directing the defendant to cancel 
certain trademark registrations (285 App. Div. 490, 105 USPQ 140 (45 
TMR 547), aff'd 309 N. Y. 722, 106 USPQ 391). The plaintiff applied 
for an order at the foot of the judgment directing the defendant to 
amend certain trademark registrations and further directing the defendant 
to change the wrappers and advertising material used by it so as to comply 
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with the terms and conditions of the judgment. The order issued by the 
Special Term on the plaintiff’s application seems to us, in some respects, 
to go beyond the provisions of the judgment. Paragraph (1) of the order 
should be modified so as to strike out the words ENRICHED WHITE from the 
permitted trademark so that the defendant may register the trademark 
MESSING CORNELL RECIPE BREAD or any other trademark containing the 
words CORNELL RECIPE BREAD so long as the name MESSING is prefixed thereto. 
Paragraph (4) of the order should be stricken out. It does not seem to us 
that the use of a rectangular red background for the words CORNELL RECIPE 
in white lettering is a violation of the provisions of the judgment, forbid- 
ding the use of “pennants, flags, or other devices or symbols or words 
indicative of a college or university except as above authorized.” The de- 
fendant made a cross-motion to amend the judgment so as to permit it to 
use the words CORNELL RECIPE on packages of doughnuts sold by it. The 
denial of defendant’s cross-motion seems to us to have been proper, in the 
absence of any showing that the plaintiff had extended permission to 
other bakers to use the words CORNELL RECIPE in the marketing and sale 
of doughnuts or of other bakery products other than bread. The order 
should be modified, however, by providing that the denial of the cross- 
motion is without prejudice to its renewal upon a showing that such per- 
mission has been extended to others. Order appealed from is modified ac- 
cordingly and, as so modified, is affirmed, without costs. Settle order on 
notice. 

BerGan, Presiding Justice, Coon, HALPERN, ZELLER, and GIBSON, 
Justices, concur. 


CHIPS 'N TWIGS, INC. v. BLUE JEANS CORP. et al. 
No. 21667 — D.C., E.D. Pennsylvania — December 5, 1956 


REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—INJUNCTION 


CouRTS—PRELIMINARY INJUNCTION 

Irreparable harm will result where the use by a newcomer of a deceptively 
similar mark in the manufacture and sale of similar articles of inferior quality 
permits him to take advantage of the good will created by the prior user and so 
to confuse the public that those desiring to purchase the latter’s product will 
purchase that of the newcomer. 

Damage to so intangible a value as good will can never be accurately ascer- 
tained and may justify the issuance of the extraordinary remedy of a prelim- 
inary injunction but there must first be a balancing of the equities and in the 
absence of immediate and irreparable harm, the matter must be completely litigated 
before the use of such a drastic remedy. 

Sufficient cause found to exist to warrant the issuance of a preliminary injunc- 
tion to restrain defendant’s use of the mark BLUE CHIPS upon children’s clothing 
of a quality inferior to that of similar products previously made and sold by 
the plaintiff under the mark CHIPs. 
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Action by Chips ’N Twigs, Inc. v. Blue Jeans Corp. and Strawbridge & 
Clothier for trademark infringement and unfair competition. Plaintiff 


moves for preliminary injunction. Motion granted. 


Sigmund H. Steinberg and Blanc, Steinberg, Balder & Steinbrook, of 
Philadelphia, Pennsylvania, for plaintiff. 

Harry A. Rutenberg, of Philadelphia, Pennsylvania, for Blue Jeans Corp. 

Frank L. Luce, of Philadelphia, Pennsylvania, for Strawbridge & Clothier. 


Cuary, District Judge. 

Plaintiff herein has charged defendants with trademark infringe- 
ments and unfair competition. The matter is presently before the Court 
on the prayer of the plaintiff for a preliminary injunction restraining 
the one defendant, Blue Jeans Corp., from distributing boys’ clothing 
under the trade brand BLUE CHIPS, and the remaining defendant, Straw- 
bridge & Clothier, from selling such goods to the general public. 

Plaintiff herein has since 1916 been a manufacturer of juvenile clothing 
for boys. Beginning in 1916 it operated as a partnership, B. Schwartz & 
Company. During the year 1946 a corporation, Wm. Schwartz & Co., Inc., 
was organized with which corporation the aforesaid partnership merged in 
the year 1951. By appropriate corporate action and by statutory change 
of name procedures, Wm. Schwartz & Co., Inc., on May 7, 1956, became 
Chips ’N Twigs, Inc., the present plaintiff. The primary business of the 
plaintiff has been the manufacture of boys’ juvenile clothing, principally 
sizes 4 to 12 years, which it retailed under the trademark cups, registered 
414,492 on June 12, 1945 and republished under the Lanham Act on July 1, 
1952. For older sizes 13 to 20, goods manufactured by the plaintiff were 
placed on the market under the trademark CHIPs OFF THE OLD BLOCK, 
registered 412,572 on March 13, 1945 and republished July 22, 1952. There 
is also another trademark, the property of the plaintiff 637,481, mr. cHIPs, 
registered November 20, 1956, which has been in use for at least one year 
by the plaintiff. The volume of business done by the plaintiff for the past 
several years has been from four to six million dollars per year. Of this 
amount 65% of the goods manufactured were in the 4 to 12 age range; 
about 10% were in the age bracket 13 to 20; and the remaining 25% 
were in the 2 to 6 year bracket, the latter distributed under the trade name 
of twics which is not involved in the present proceeding. It would appear, 
therefore, that the plaintiff has, in the principal age bracket, 4 to 12, been 
manufacturing and selling goods under the trade name cups for at least 
the past several years in a volume exceeding three million dollars an- 
nually. 

Within the past year the defendant Blue Jeans Corp. has entered the 
field of the manufacture of boys’ clothing in the 4 to 12 age bracket. It 
adopted as its trade name and brand the words BLUE cHIPs. From ques- 
tioning by defendants’ counsel of plaintiff’s witnesses, it appears that the 
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distribution of this new brand to retail outlets started only a few months 
ago. 
The present action, as aforesaid, is one for trademark infringements 
and unfair competition, the plaintiff taking the position that the word 
CHIPs as a brand name for boys’ juvenile clothing has acquired a distinc- 
tive meaning in the trade so that buyers generally, as well as the public, 
associate any juvenile boys’ clothing bearing that brand name with the 
plaintiff and the goods so distributed as the product of the plaintiff. In 
support of this contention testimony was introduced before me on the 
motion for preliminary injunction showing that over the past seven years 
in the industry’s prominent trade magazines, in nationally distributed 
magazines, such as Life, and daily newspapers of general circulation, the 
company itself has spent $750,000 in general advertising of the brand 
name. This sum has been matched by customers of the plaintiff, all of the 
advertising being of a cooperative nature, so that the total cost of national 
advertising for the past seven years amounts to $1,500,000. In addition 
plaintiff produced testimony of one retailer and three officers of the com- 
pany in support of its position that the brand word cHIps when used on 
juvenile clothing has acquired a distinctive meaning in that field to the 
extent that any garment so labeled is associated in the minds of both 
retailers and the general public with the product of the plaintiff corpora- 
tion. The retailer above mentioned strongly supported the contention of 
the plaintiff and stated as a fact that while he personally, because of his 
intimate knowledge of the entire industry, would not be confused, it was 
his decided opinion that not only would the public-generally be confused 
but even his sales force would associate the words BLUE cHIPs with the 
product of the plaintiff corporation. There was testimony also that one 
buyer of a national chain of department stores (Higbee of Cleveland) in 
August of 1956 had informed officers of the plaintiff corporation that 
there was no necessity to further carry its line since by carrying defen- 
dant’s branded line BLUE cHIPs they would get full advantage of the public’s 
acceptance of the plaintiff’s brand cuHIPs. 
Section 1114 of Title 15, U.S.C.A., Act of July 5, 1946, ¢. 540, Ti. VI, 
§ 32, 60 Stat. 437, provides in part: 


“(1) Any person who shall, in commerce, (a) use, without the 
consent of the registrant, any reproduction, counterfeit, copy, or color- 
able imitation of any registered mark in connection with the sale, 
offering for sale, or advertising of any goods or services on or in 
connection with which such use is likely to cause confusion or mis- 
take or to deceive purchasers as to the source of origin of such goods or 
services; * * * shall be liable to a civil action by the registrant for any 
or all of the remedies hereinafter provided in this chapter, * * * .” 


Plaintiff vigorously contends that because of the similarity of names 
that it has made a prima facie case of infringement under the terms of 
the above statute. It further contends that even without the benefit of 
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the statute, the use of the dominant feature cuips in defendant’s advertis- 
ing under the brand name BLUE CHIPs is likely to cause such confusion or 
mistake as to deceive purchasers as to the source of origin of such goods, 
thus constituting a clear case of unfair competition. It contends that the 
action of the buyer of the Higbee store in Cleveland substantiates this 
position, and plaintiff’s vice-president stated as a fact that it was this 
experience and all the implications flowing from it that moved the officers 
of the company to institute the present action. 

An examination of the goods of the two manufacturers, the plaintiff 
and the defendant, which were produced at the hearing, clearly demon- 
strates that the plaintiff makes a far superior garment. Goods which are 
manufactured by Blue Jeans Corp. to be sold by the retailer for $6.98 can 
be sold by the plaintiff only if they will bring the retail price of $13.98 
and higher. Even the one witness produced by the defendant admitted 
that the garments manufactured by the plaintiff were of superior quality 
and workmanship. Clearly then, if by the actions of a newcomer in the field 
in the use of a deceptively similar name, and by manufacturing and selling 
similar articles of inferior quality the newcomer can take advantage of 
good will built up by the plaintiff over a period of years, and so confuse 
the public that members thereof will believe they are purchasing plain- 
tiff’s goods, irreparable harm must result to the plaintiff directly in its 
business and to the good will built up at great expense over a long period 
of years. Sunbeam Lighting Co. v. Sunbeam Corp., 183 F.2d 969, 86 
USPQ 240 (40 TMR 669) (9th Cir. 1950); Alexander Young Distilling 
Co. v. National Distillers Products Corporation, 40 F.Supp. 748 (31 TMR 
389), 51 USPQ 41, Aff’d 127 F.2d 727, 53 USPQ 686 (3d Cir. 1942); 
Bunte Bros. v. Standard Chocolates, Inc., 45 F.Supp. 478, 53 USPQ 668 
(32 TMR 349) (D. Mass. 1942) ; Callmann, The Law of Unfair Competition 
and Trademarks, § 88.3, (a) and (b) (1950); Toulmin, Trademark Act 
of 1946, § 34 (1946). Damage to an intangible value such as good will 
can never be accurately ascertained and may justify the issuance of a 
preliminary injunction which in itself is an extraordinary remedy not 
to be issued unless the facts offered to justify such issuance be fully, 
definitely and precisely disclosed. Sunbeam Lighting Co. v. Sunbeam 
Corp.; Alexander Young Distilling Co. v. National Distillers Products 
Corp.; Bunte Bros. v. Standard Chocolates, Inc.; Callmann, The Law 
of Unfair Competition and Trademarks; Toulmin, Trademark Act of 1946, 
supra. There must be a complete balancing of the equities and unless 
the Court is convinced of immediate and irreparable harm, the matter 
should be first completely litigated before the use of so drastic a remedy. 
See cases cited above. 


There has been no challenge in this case either to the validity of any 
of the trademarks above referred to (compare with Park & Tilford 
Import Corp. v. Hunter Baltimore Rye, Inc., 5 F.Supp. 888 (24 TMR 1) 
(S.D.N.Y. 1933) (title in doubt; and cases involving non-competing 
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lines), or has there been any challenge to the jurisdiction of the Court 
to litigate the matter, both defendants having entered general appearances. 
It becomes a problem for the Court, therefore, in its discretion to deter- 
mine under the facts as adduced whether a showing of clear, immediate 
and irreparable harm to the plaintiff has been made. Logically it follows 
that if defendant’s brand name is so deceptively similar to the brand 
name and trademark of the plaintiff so as to cause confusion in the mind 
of the buying public or that it is likely so to do, a preliminary injunction 
should issue. This conclusion gains added strength when we consider 
that plaintiff and its predecessors have been in the business of manufactur- 
ing boys’ clothing for upwards of forty years and the defendant Blue 
Jeans Corp. has entered the field very recently. And of particular im- 
portance is the fact that these inferior goods are sold to the same type 
of stores, to the same class of purchasers, and they are distributed in the 
same manner. Compare Sunbeam Lighting Co. v. Sunbeam Corp., 183 
F.2d 969, 86 USPQ 240 (40 TMR 669) (9th Cir. 1950), with Sunbeam 
Furniture Corp. v. Sunbeam Corp., 191 F.2d 141, 144, 90 USPQ 43, 45 
(41 TMR 818) (9th Cir. 1951). Considering all of the evidence produced 
at the preliminary hearing, it is the considered opinion of the Court 
that plaintiff has established a prima facie case and that the Court should, 
under the circumstances, exercise its discretion in favor of the issuance 
of the requested preliminary injunction. 

The evidence produced up to this stage of the proceeding indicates 
that the word cuips has acquired a secondary meaning in the trade so that 
goods labeled with the curps brand are considered to be the product of 
the plaintiff, and the public generally would consider plaintiff as the source 
of origin of such goods so branded. The addition of the word BLUE does 
not, in the opinion of the Court, so distinguish the goods of the defendants 
as to avoid mistake and confusion between plaintiff’s and defendant’s 
products. The testimony at the preliminary hearing indicated that the 
public generally has recognized the brand name cuips in purchases of 
boys’ clothing; even the buyer for defendant Strawbridge & Clothier 
admits calls for such goods have been made by the brand name curs. 
It is also true that the defendants have not had an opportunity to fully 
present their case and may at final hearing be able to overcome the prima 
facie case established at the preliminary hearing. Under the circum- 
stances, the Court will grant a preliminary injunction but will require 
the plaintiff to post a substantial bond in the sum of $25,000. for the 
payment of such costs and damages which may be incurred or suffered 
by either of the defendants should the final outcome of the case de- 
termine that they have been wrongfully enjoined or restrained. Should 
any of the parties feel that the required bond is too large or too small, 
upon proper motion, the Court will give consideration to an adjustment 
of the amount specified. 
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THE TRADEMARK REPORTER 


DECREE 










And now, to wit, this 5th day of December, 1956, for the reasons set 
forth in the foregoing memorandum opinion, it is ordered, adjudged and 
decreed that the defendants, Blue Jeans Corp., a corporation organized 
and existing under the laws of the State of North Carolina, and Straw- 
bridge & Clothier, a corporation organized and existing under the laws 
of the Commonwealth of Pennsylvania, their officers, agents, servants, 
employees and attorneys, as well as those persons in active concert or par- 
ticipation with them who receive actual notice of the order by personal 
service or otherwise, be and they are preliminarily enjoined, until final 
hearing, from directly or indirectly making, selling, packing, distributing, 
disposing of, advertising, or offering for sale any juvenile and boy’s suits, 
sportcoats, shirts, pants and outer wearing apparel, namely, topcoats and 
snowsuits, in Class 39 clothing, under the trademark cuHrps or under the 
name or brand of BLUE CHIPs, used or applied, either alone or in com- 
bination with other words or parts of words or characters or symbols; 
and said defendants, Blue Jeans Corp. and Strawbridge & Clothier, their 
officers, agents, servants, employees and attorneys, are further prelim- 
inarily enjoined, until final hearing, from doing any act or thing in con- 
nection with the foregoing which may tend to confuse the public into 
believing that the products manufactured and distributed by defendant 
Blue Jeans Corp. and sold by defendant Strawbridge & Clothier are the 
products of the plaintiff. 

This decree shall take effect upon the entry by the plaintiff of corporate 
security in the sum of Twenty-five Thousand (25,000.00) Dollars under the 
provisions of Rule 65(c) of the Federal Rules of Civil Procedure for 
the payment of such costs and damages as may be incurred or suffered 
by any party who is found to have been wrongfully enjoined or restrained. 





























RICHARD J. COLE, INC. v. MANHATTAN MODES CO.., INC. 
N.Y. Sup. Ct., App. Div., Ist Dept. — December 11, 1956 










REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE SECRETS 

One may copy that which has become public property but may not do so as 
the result of knowledge acquired through a breach of trust or confidence. 

The display of original dress designs by plaintiff at a private showing to which 
certain individuals were invited constituted a dedication to the public in the absence 
either of an advance admonition to the invitees against disclosure or the existence 
of a trade custom imposing an injunction of secrecy. 












Action by Richard J. Cole, Inc. v. Manhattan Modes Co., Inc., for 
unfair competition. Plaintiff appeals from judgment of New York Supreme 
Court, Special Term, New York County, dismissing complaint. Affirmed. 
Case below reported at 46 TMR 830. 
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Charles Sonnenreich, of New York, N. Y., for appellant. 
Philip G. Klein, of New York, N. Y., for respondent. 


Per CurRIAM. 


This is an appeal from a judgment dismissing the complaint after 
trial in an action in which the plaintiff sought to enjoin a competitor from 
exhibiting, manufacturing or selling dresses similar in design to those 
manufactured by the plaintiff. 

It was charged that the defendant’s dresses were copied from those 
fashioned by the plaintiff after the defendant had obtained knowledge 
of the plaintiff’s designs under circumstances constituting a breach of 
trust and confidence. The defendant argues that the plaintiff’s exhibition 
of its creations was not private or confidential and hence the subject 
designs were published so as to become public property. 

An imitator, while he may copy that which has become public prop- 
erty, may not do so as the result of knowledge he acquires through a breach 
of trust or confidence. Margolis v. National Bellas Hess Co., 139 Misc. 738, 
741, affd. 235 App. Div. 839; Montegut v. Hickson, Inc., 178 App. Div. 94 
(7 TMR 389) ; Tabor v. Hoffman, 118 N. Y. 30; Board of Trade v. Christie 
Grain & Stock Co., 198 U.S. 236, 250, 251; Spiselman v. Rabinowitz, 270 
App. Div. 548, 69 USPQ 192. 

There is no doubt that the garments in dispute which the defendant 
manufactured are so similar to plaintiff’s as to compel the inference that 
piracy occurred. We must determine whether the exclusive property right 
of the plaintiff in its creative designs should be protected from simulation 
by the defendant. From the record, we are constrained to hold that the 
plaintiff has failed to establish that it used sufficient care in the conduct of 
its fashion showings to effectively protect its original designs and creations 
from loss by publication. 

The plaintiff in an effort to prevent publication of its original designs 
held a series of showings for buyers, customers, representatives of the 
press and fashion magazines, and others in the trade by issuing written 
invitations. Some were reached by telephone. The invitations bore no ad- 
monition to the invitee against any limitation of disclosure with respect 
to the styles and designs to be shown. Nor were notices posted on the walls 
of the plaintiff’s establishment requiring the viewers to abstain from unau- 
thorized reproduction of the creations or limiting disclosure of them. 
Moreover, the plaintiff made no attempt to obtain an agreement from the 
viewers to refrain from divulging any information to third persons with 
respect to the designs displayed. 

There was evidence that at some point during the showing there was 
an announcement concerning nondisclosure. This proof was disputed 
by testimony of persons present at the time, who denied hearing it. As- 
suming arguendo, however, that such an announcement was made we would 
be inclined to hold that it came too late and could not be considered bind- 
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ing upon those present. While it was urged that there is a custom in the 
trade that attendance at a showing such as the plaintiff’s imposes a rule of 
nondisclosure, the record does not contain sufficient proof in that regard. 

We must affirm the judgment, but not for the reason given by the 
trial court. We cannot conclude from the record, as did the trial court, 
that copies of the designs were made from a description appearing in 
“Women’s Wear,” a trade publication. The article does not contain suffi- 
cient details with respect to the models displayed to sustain the finding of 
the trial court. Moreover, the defendant’s president in an examination 
before trial conceded that the article in question conveyed nothing to him 
except as to the kind of material used. 

There is a hiatus in the proof regarding a breach of trust and con- 
fidence. No finding can be made, either as a result of direct proof or 
from an inference freely flowing from the evidence, that such a breach oc- 
eurred. It was such lack of proof that impelled the trial court to con- 
clude that, 109 USPQ 370, 373 (46 TMR 830), “defendant’s ability to 
simulate * * * must be attributed to the article in ‘Women’s Wear.’” We 
cannot speculate as to the manner in which the defendant obtained the 
information which enabled it to pirate the plaintiff’s designs. 

The judgment should be affirmed, without costs. 

Peck, Presiding Judge, BREITEL, Cox, FRANK and VALENTE, Justices, 
concur. 


INDUSTRIAL PLANTS CORPORATION v. INDUSTRIAL 
LIQUIDATING COMPANY, INC. et al. 


N.Y. Sup. Ct., Spec. Term, N.Y. Co. — December 11, 1956 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 
Plaintiff sues to enjoin defendant from use of word INDUSTRIAL as part of its 
corporate or trade name in connection with business of auctioneering, appraising 
and liquidating machinery and equipment. Evidence shows plaintiff incorporated 
in 1919 and has built up nationwide business with substantial advertising. Business 
field of parties a limited one and plaintiff has established an excellent reputation 
and has acquired a secondary meaning. Defendant adopted corporate name with — 
knowledge of plaintiff and its reputation and has copied plaintiff’s advertising 
techniques. Plaintiff has established likelihood of confusion and continued decep- 
tion of plaintiff’s customers and is entitled to a permanent injunction against use 
of INDUSTRIAL by defendants in its business. 


Action by Industrial Plants Corporation v. Industrial Liquidating 
Company, Inc., and Max Kallor, trading as Industrial Liquidating Com- 
pany, for unfair competition. Judgment for plaintiff. 


Irving Fox, of New York, N.Y., for plaintiff. 
Seymour Stone, of New York, N.Y., for defendant. 


See also 46 TMR 103. 
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MarkKowilrTz, Justice. 


The plaintiff, Industrial Plants Corporation, seeks to enjoin the de- 
fendants, Industrial Liquidating Company, Inc., and Max Kallor, trading 
as Industrial Liquidating Company, from using the word INDUSTRIAL 
as part of their corporate and trade names in their business of auctioneer- 
ing, appraising and liquidating machinery and equipment. 

The plaintiff was incorporated in 1919 under its present name and, 
since that date, it has been and still is engaged in the business of industrial 
auctioneering, appraising and liquidating throughout the nation. Its 
main office is in New York City with branch offices in other cities in 
the country. Its gross sales have been for many years in excess of $5,000,000 
annually and in 1955 exceeded $12,000,000 and to date for this year ex- 
ceed $16,000,000. The plaintiff, since its inception and to the present, has 
continued to advertise extensively in all of the leading newspapers through- 
out the country as well as in local newspapers in areas where sales are 
held. Its good will has been developed at great expense and built up over 
a long period of time. Its annual expenditures for such promotional ac- 
tivity for the past several years have exceeded $100,000. In addition to 
newspaper advertising, plaintiff mails circulars and brochures describing 
sales to be conducted by it. The number of such circulars mailed annually 
runs into many hundreds of thousands and the annual cost in connection 
therewith is approximately $90,000. These brochures are sent, in addi- 
tion to dealers, to thousands of the largest concerns in the country who 
are or may be desirous of replenishing or replacing equipment and on 
occasion buy used machinery and equipment for their own use. 

At these auction sales, both dealers in machinery and consumers in 
need of used machinery and equipment attend. Many of the outstanding 
corporations in the country have attended sales conducted by plaintiff 
and they have purchased machinery and equipment at such sales. Plain- 
tiff’s services as an industrial auctioneer, appraiser or liquidator have also 
been used by numerous prominent and outstanding concerns in the country. 

The business field in which both plaintiff and defendants are engaged 
in is a limited one, there being not more than fifty firms in the country 
engaged in such business, and of which not more than ten can be said to be 
outstanding in the field. It was testified by all witnesses that plaintiff’s 
name and reputation was among the outstanding and leading industrial 
auctioneers in the country, if not the most outstanding industrial auc- 
tioneer of plant and equipment in the United States. 

It is abundantly clear from all of the evidence that the name rNpus- 
TRIAL has acquired to the dealer trade, as well as the consuming public 
(plaintiff’s customers), such a secondary meaning as to indicate no other 
firm but that of the plaintiff. In Hotel Syracuse v. Motel Syracuse, 283 
App. Div. 185, 100 USPQ 200, 201, aff’d 305 N.Y. 831, 107 USPQ 362, 
the court stated: “The theory of a secondary meaning simply ‘contemplates 
that a word or phrase originally, and in that sense primarily, incapable 
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of exclusive appropriation with reference to an article on the market, 
because geographically or otherwise descriptive, might nevertheless have 
been used so long as and so exclusively by one producer with reference 
to his article that, in that trade and to that branch of the purchasing 
public, the word or phrase had come to mean that the article was his 
property; in other words, had come to be, to them, his trademark.’ ” 

Plaintiff here has adequately shown that the word INDUSTRIAL as 
used in its business name has acquired such a secondary meaning in the 
business and trade. 

The defendant corporation was incorporated in March, 1952, under the 
name INDUSTRIAL LIQUIDATING CO., INC. However, in 1950 the defendant, 
individually, commenced conducting business under the name of Indus- 
trial Liquidating Company. The defendant corporation is engaged in 
precisely the same line of business as the plaintiff and is a direct com- 
petitor thereof. The defendant, Max Kallor, caused the defendant cor- 
poration to be incorporated and is the principal owner of the stock and 
the guiding individual in connection with the corporate defendant. The 
said Max Kallor knew of the reputation and of the advertising practices 
and techniques of the plaintiff corporation when he started doing business 
under the name of Industrial Liquidating Company. The said Max Kallor 
had attended many auction sales conducted by the plaintiff for many 
years prior to 1950. The defendant knew of plaintiff’s name and high 
reputation. In addition to using the name INDUSTRIAL as part of the 
defendant’s corporate title, the defendants have copied the plaintiff’s ad- 
vertising techniques in that they have (a) printed newspaper advertising 
similar to that of the plaintiff; (b) in connection with such advertising 
have placed their corporate name in white in a black rectangular box 
similar to that used by the plaintiff for many years; (c) copied, plagiar- 
ized, and adopted as their own slogan “tools that are jewels” originated by 
the plaintiff and used by it in some of its sales brochures; (d) emphasized 
the name INDUSTRIAL by printing such word in advertisements and 
brochures in type at least twice as large as the words constituting the 
balance of the corporate title. 

It is convincingly evident that the acts of the defendants were cal- 
culated to deliberately simulate and imitate plaintiff’s trade practices and 
techniques so as to give the trade and the public the impression that the 
defendants and the plaintiff were the same or affiliated with each other. 

In the instant case extrinsic circumstances all unite to compel a find- 
ing leading to the conclusion of knowledge, motive, the identical first 
word in the corporate name, competitive businesses and striking identities 
of advertising both in language and style which, taken together as a 
whole, convincingly indicate a calculated plan on the part of the defen- 
dants to avail themselves of the reputation and good will of the plaintiff’s 
use of the word INDUSTRIAL in its name. 
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Furthermore, all of the evidence, when taken together indicates a 
pattern which clearly shows confusion in the use of the name. 

Witnesses called by the defendants testified that prior to 1950 there 
never was any question with reference to an auction sale when the term 
INDUSTRIAL was used. That such reference was exclusively understood 
to mean the plaintiff. These witnesses admitted that since the defendants 
have entered the field in question there has been confusion as to which 
of the two “Industrials” is conducting an auction sale, to wit, plaintiff 
or defendants. 

The plaintiff has satisfied this court that there is a reasonable likeli- 
hood of continued deception and confusion on the part of plaintiff’s cus- 
tomers and generally in the trade and the public as to the use of the 
word INDUSTRIAL in the advertising and solicitation of business by these 
parties which might tend to cause the plaintiff damage and loss of good 
will and business. 

Under such circumstances the authorities and decisional case law are 
abundant in the holding that such acts constitute unfair competition and 
warrant a decree of injunctive relief from the continuation of such uses. 
The controlling question in all cases such as here involved and where the 
equity power of the court is invoked is whether the acts of the defendant 
are fair or unfair according to the principles recognized in equity. 
Oneida, Ltd. v. Nat. Silver Co., 25 N.Y.S. 2d 271, 276, 48 USPQ 
33, 37 (31 TMR 64); Avon Periodicals v. Ziff-Davis Pub. Co., 113 N.Y.S. 
2d 737, 93 USPQ 235 (42 TMR 666), aff’d 282 App. Div. 200, 98 USPQ 
38 (43 TMR 1157); Chakos v. Morde?:, 204 Misc. 873, 877. 

Therefore, upon the total evidence both oral and documentary in this 
case I have reached the conclusion that plaintiff has adequately and sub- 
stantially established its cause of action upon a preponderance of the 
credible evidence warranting judgment for the relief demanded in the 
complaint. Accordingly, I conclude that a permanent injunction against 
the use of the word INDUSTRIAL by the defendants in their business should 
be granted. The foregoing constitutes the decision of this court in accord- 
ance with section 440 of the Civil Practice Act. 

Settle judgment. 


STAR BEDDING COMPANY v. THE ENGLANDER 
COMPANY, INC. 


No. 15434 — C.A. 8 — January 2, 1957 


REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—INJUNCTIONS 
Suit to punish for contempt for violation of terms of a consent decree entered 
in action for trademark infringement by which defendant was enjoined from using 
the word STAR or “any representation or symbol of a star, or any other colorable 
imitation of plaintiff’s said trademark” in connection with the sale of mattresses. 
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Original action involved defendant’s use of mattress label, 8-sTAR and eight small 
five pointed stars which was alleged to infringe plaintiff’s use of star for pillows. 
Subsequent to the entry of consent decree defendant sold mattresses covered w:th 
ticking using stars as decoration. Record shows stars do not purport to be a 
trademark but are part of stylized representation of clouds, sky and scattered stars 
known as DAWN GRAY design which was purchased on the open market. Mattresses 
were prominently labeled ENGLANDER. 
REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—CONSENT DECREE 
Consent decree conclusive as to its contents between parties but court may 
construe it. Decree may not be enlarged beyond the issues raised by pleadings. 
Since original action was for trademark infringement only and trial court found 
no infringement of the trademarks the consent decree has not been violated. 
CoOURTS—CONTEMPT PROCEEDINGS 
Decision of trial court that use of stars as decoration did not infringe appel- 
lant’s trademarks was based on undisputed evidence, was presumptively correct and, 
under Rule 52A, may not be set aside unless clearly erroneous. 
REMEDIES—INFRINGEMENT—EVIDENCE 
Negative evidence of lack of confusion may be considered by court on question 
of likelihood of confusion. 


Action by Star Bedding Company v. Stix, Baer & Fuller Company 
for trademark infringement in which The Englander Company, Inc. inter- 
vened. Plaintiff appeals from judgment of District Court for Eastern 
District of Missouri denying plaintiff’s petition for order of contempt 
against intervener. Affirmed. 

Case below reported at 45 TMR 1478. 


Lawrence C. Kingsland (Estill E. Ezell, Edmund C. Rogers, and Kingsland, 
Rogers & Ezell on the brief) of St. Louis, Missouri, for plaintiff. 


Edwin A. Rothschild, of Chicago, Illinois (Alfred W. Petchaft, of St. 
Louis, Missouri and Sonnenschein, Berkson, Lautmann, Levinson & 
Morse, of Chicago, Illinois, on the brief) for intervener. 


Before GarDNER, Chief Judge, VocEL, Circuit Judge, and Harper, Dis- 
trict Judge. 


GARDNER, Chief Judge. 


This was a civil contempt proceeding brought by appellant on allega- 
tions that appellee had violated and was continuing to violate the terms 
and provisions of a consent decree entered in a suit for alleged trademark 
infringement, which decree enjoined and restrained appellee, The Eng- 
lander Company, Inc., “from using, in the sale of mattresses or similar 
goods, the word sTaR or any representation or symbol of a star, or 
any other colorable imitation of plaintiff’s said trademark; and from other- 
wise infringing said trademark.” The consent decree entered on December 
3, 1945 terminated a trademark infringement action which appellant had 
commenced on January 5, 1945, against Stix, Baer & Fuller Co. and in 
which The Englander Company, Inc. had intervened. Appellant seeks a 
contempt adjudication only against the Englander Company, Ine. 
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As noted above, the original civil action out of which this present 
contempt proceeding arises was a trademark infringement suit. In that 
case the complaint charged that mattresses manufactured by appellee and 
sold at retail by Stix, Baer & Fuller Co. bearing a label consisting of the 
words 8-STAR in association with eight small five-pointed stars infringed 
appellant’s trademark rights in the word star and in a symbolic trade- 
mark comprising a five-pointed star. There were no allegations of unfair 
competition, passing off, or other collateral issues. The complaint tendered 
the issue as to confusing similarity between the label used in 1944 by 
appellee and appellant’s registered trademarks. The complaint prayed for 
an injunction restraining defendant: 


“(a) from using in the sale of mattresses or similar goods the 
word STAR, or any representation or symbol of a star, or any other 
colorable imitation of plaintiff’s trademark ; 


“(b) from otherwise infringing plaintiff’s registered trademark.” 


In that action appellee intervened and took over the defense, denying 
that its label infringed appellant’s trademark. In its answer it further al- 
leged that appellee’s label was a grade mark, not a trademark, that stars 
were commonly understood to indicate grade and that a trademark for pil- 
lows was not infringed by a label affixed to mattresses. The issues framed 
by these pleadings were never tried but the litigation was voluntarily settled 
by the entry of a consent decree which recited appellant’s ownership of its 
trademark and appellee’s infringement thereof by its label, and which gave 
to appellant the injunctive relief against trademark infringement as above 
set forth. 

The present proceeding was commenced by appellant December 19, 
1954 by filing its petition for an order of contempt charging appellee with 
violation of the consent decree. The petition, in substance, charged that 
prior to the filing of the petition appellant had notified The Englander 
Company of its violation of the injunction but that notwithstanding, The 
Englander Company, with full knowledge of said injunction and of its 
violation thereof, had made and had sold and was selling and offering for 
sale mattresses to which it had applied the representation of a star and 
symbol of a star in infringement of appellant’s trademarks and in viola- 
tion of the injunction. The petition contained allegations charging irrepa- 
rable injury and prayed that appellee be punished for contempt and for 
injunctional relief. 

In answer to the petition appellee, in effect, pleaded that the design 
of the ticking in question known as DAWN GRAY and consisting of clouds, 
sky and scattered stars depicting a gray dawn sky, was merely decorative 
and did not purport to indicate the source of origin of the mattresses 
covered by it, that the stars in the design had no trademark significance 
whatever, that appellee’s goods covered by the ticking were offered for 
sale, sold and purchased by the public as ENGLANDER products under 
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customary labels, that no advertising or promotional material prepared or 
used by appellee or its retailers made any identifying reference to stars 
or to any other feature of the DAWN GRAy pattern, that there was no con- 
fusion and no likelihood of confusion, and further, that the consent decree 
did not confer upon appellant an unrestricted monopoly in the use of a 
common decorative device in fabric patterns or grant to appellant’s al- 
leged trademark the scope of a design patent. 

At the hearing of the proceeding appellant offered in evidence the 
petition with attached exhibit and invoked judicial notice of the proceed- 
ings in the original case, including the entire proceedings. There is set 
out in the printed record on this appeal as being embodied in appellant’s 
proof copy of the pleadings in the original action, label depicting ap- 
pellant’s trademark and copy of the consent decree in the original action. 
Appellee offered evidence in support of the allegations of its answer and 
its evidence was not controverted by any evidence offered by appellant so 
that it cannot be said that there is any real dispute as to the primary facts. 

Appellant is in the business of manufacturing and selling feature pil- 
lows and feathers in the general class of upholstery. At all times here 
material it was the owner of two trademarks comprising the word star 
and the symbol of a star under which it sold its products, exemplified in 
the record as Plaintiff’s Exhibit A as follows: 


The appellee manufactures and sells mattresses. It uses the star as a 
decoration of the covering of its mattresses. These stars do not purport to 
be a trademark as such but are part of the fabric covering of the mat- 
tresses. As appears from the evidence the ticking covering the mattresses 
is imprinted with a design comprising a stylized representation of clouds, 
sky and scattered stars simulative of a gray dawn sky. The design was 
originated in 1953 by a free-lance designer for Golding Bros. Company, 
Inc., a large fabric manufacturer. Golding manufactured it as a stock pat- 
tern for its 1954 line and offered it to all its customers, including appellee, 
and in September of 1954 appellee purchased a substantial quantity of 
such ticking which Golding then had in stock. Appellee did not originate 
the ticking or even know of its existence until the fabric was offered for 
sale in the ordinary course of business. Thereafter, during the winter 
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season of 1954-1955, mattresses made up from such ticking were sold by 
appellee and its retail outlets generally throughout the United States. 
Its mattresses so made all bore a large label on which the trademark 
ENGLANDER prominently appeared. All national advertising carried on by 
appellee with reference to these mattresses prominently displayed the 
trademark ENGLANDER and identified the mattresses as products of The 
Englander Company, Inc., and the stars on the covering of its mattresses 
were not marks identifying their source or origin. There was testimony of 
various customers who purchased the ENGLANDER mattresses showing that 
they had purchased them under the ENGLANDER brand and trademark and 
that the word ENGLANDER was the only thing which performed the function 
of a trademark or designated source or origin. There was also evidence 
that stars are a common component of textile designs and have been long 
and widely used in mattress tickings. The designer of this ticking, with 
more than forty years’ experience, testified that he had used stars in mat- 
tress-covering fabrics many times and that designs incorporating stars go 
back to the history of fabric making. The vice-president of the country’s 
largest ticking manufacturer testified that he had sold ticking material 
containing stars for more than twenty years. As pointed out by the trial 
judge, there was no evidence of any confusion between the merchandise 
of the Englander Company, Inc., and the merchandise of appellant. The 
court found all the issues in favor of appellee and specifically found that 
the accused article was not a label originated by appellee but the covering 
or ticking on a mattress which appellee procured on the open market, that 
fabrics containing the star symbol are numerous, that the ticking in ques- 
tion was originated and manufactured, unsolicited and unknown to ap- 
pellee, by Golding Bros., and that Golding Bros., with whom appellee had 
no connection, is a manufacturer of fabrics. The court, in effect, found that 
all the material, affirmative allegations of the answer were established by 
the evidence and the court concluded as a matter of law that there had 
been no infringement of appellant’s trademarks by appellee and hence, 
no violation of the consent decree, and dismissed appellant’s petition. 

In seeking reversal appellant does not allege any specific errors on 
behalf of the trial court but urges: (1) that as between appellant and 
appellee the consent decree of December 3, 1945 is conclusive as to its con- 
tents, (2) that as between appellant and appellee the consent decree of 
December 3, 1945 is to be reviewed and interpreted as written and not as 
it might have been drawn, (3) that to show trademark infringement, hence 
a violation of the consent decree of December 3, 1945, it was not necessary 
for appellant to show actual confusion among purchasers of the accused 
mattresses, the showing made of likelihood of confusion being sufficient, 
(4) that appellee’s use of stars on a mattress cover, as exemplified by Re- 
spondent’s Exhibit 1, is an infringement of appellant’s federally registered 
trademark star and symbol of a star applied to pillows; hence, is a 
violation of the consent decree of December 3, 1945 and (5) that by the 
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consent decree of December 3, 1945 appellee was established as an infringer 
of appellant’s star mark; thereafter it was incumbent upon appellee to 
stay well away from appellant’s mark. 

The appellant’s presentation seems to be on the theory that the case 
is here triable de novo but as we have often pointed out it is the province 
of this court to consider alleged errors of law committed by the trial court 
in reaching its decision, and not to try the issues de novo. The only 
alleged error of law set out in appellant’s brief is the following: 


“* * * that the District Court erroneously required Appellant to 
go beyond the requirements of an original infringement action and 
adduce proof of actual confusion, for proof of actual confusion is not 
necessary in a trademark infringement action * * * .” 


We shall consider points one and two together. It may well be con- 
ceded that as between the parties a consent decree is conclusive as to its 
contents and it may also be conceded that the consent decree is to be re- 
viewed as written. The question, however, which was before the court was 
a construction or interpretation of the decree and its application to the 
proven facts in the instant proceeding. The court held that the con- 
sent decree enjoined only trademark infringement. With this interpreta- 
tion we agree and we are of the view that unless the accused decorations 
on appellee’s mattress coverings infringed appellant’s trademarks they 
could not properly be construed to be violative of the provisions of the con- 
sent decree. In a contempt proceeding for violating an injunction a decree 
may not be enlarged beyond the issues raised by the pleadings and this 
rule is particularly pertinent in a proceeding for contempt. Terminal 
Railroad Assn. 7. United States, 266 U.S. 17; Choteau Trust Co. v. Massa- 
chusetts Bonding & Ins. Co., 8 Cir., 1 F.2d 136; California Artificial Stone . 
Paving Co, v. Molitor, 113 U.S. 609. The applicable rule is succinctly stated 
in Terminal Railroad Assn. v. United States, supra, as follows: 


“In contempt proceedings for its enforcement, a decree will not 
be expanded by implication or intendment beyond the meaning of its 
term when read in the light of the issues and the purpose for which 
the suit was brought; and the facts found must constitute a plan 
violation of the decree so read.” 


The original action terminated by the consent decree was an action 
for trademark infringement only. The court in this proceeding specifically 
found that there was no infringement of appellant’s trademarks. The 
findings of the court on the issue here are based upon undisputed evidence, 
are presumptively correct, and may not be set aside unless clearly errone- 
ous. Rule 52(a), Federal Rules of Civil Procedure. In this connection it 
should be observed that the consent decree was not the result of a trial 
of the issues but was entered on stipulation of the parties. As stated in 
American Radium Co. v. Hipp. Didisheim Co., D.C.N.Y., 279 F. 601: 
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“Consent decrees as their name implies, are the result of an agrec- 
ment, sometimes, precedently expressed in formal stipulation, and 
sometimes, as hele, solely in the decree itself. They are to be read 
within their four corners, and especially so because they represent the 
agreement of the parties, and not the independent examination of the 
subject-matter by the court. They are binding only to the extent to 
which they go. Neither court nor party can write in them what is not 
there, and thus change what was agreed upon between the parties.” 


The only question at issue in the original case was whether or not ap- 
pellant’s star trademark had been infringed by appellee’s use of an 8-sTaR 
label. In the present case appellee was not charged with using designs 
used by it at the time the original action was brought and the use of which 
was therein enjoined. It has presumably complied with the injunctional 
provisions of the consent decree and it was incumbent upon appellant to 
prove that it had violated the decree by the use of the decorations on the 
covering of its mattresses. This the court specifically held it had failed to 
do and the unchallenged findings are supported by substantial evidence. 
In determining whether there has been a violation of an injunction decree 
the same tests are applicable on the issue of violation as in issuance of an 
injunctive decree. Jewel Tea Co. v. Kraus, D.C. N.D.Ill E.D., 107 F.Supp. 
59, 95 USPQ 213 (40 TMR 120); Nims, Unfair Competition and Trade- 
marks, 4th Ed. p. 1188. The accused decoration in the instant proceeding 
was not adopted by appellee as a trademark and it in no manner pointed 
to the source or origin of the article. By its trademark appellant did not 
acquire a general monopoly as to the use of the symbol of a star. As said 
in Galena-Signal Oil Co. v. W. P. Fuller & Co., C.C.N.D. Cal., 142 F. 1002: 


“Tt is manifest that the symbol or representation of a star cannot 
by its own meaning indicate the origin or ownership of such an article 
as oil. It can only then, be by association that its origin or ownership 
can be so indicated. But the representation of a star is a familiar 
symbol, and can be found in every character of business and associated 
with all kinds of products and goods. Standing alone, it is not suffi- 
ciently distinctive to answer the requirements of a trademark for the 
reason that it has been adopted by many manufacturers and producers 
for all kinds of articles. It can be found all through the Patent Office 
Gazette, but always in connection with some other mark or device to 
indicate origin or ownership.” 


It is urged by appellant that the court erred in holding that there was 
no infringement because there was no actual confusion. There was very 
convincing evidence that there was no actual confusion; in fact, appellant's 
president was interrogated and answered on this question as follows: 


“Q. All right. Now, have you ever had any complaint from a 
retail customer who purchased a mattress with the Dawn Gray tick- 
ing and thought it was a mattress made by you? 

“A. No.” 





THE TRADEMARK REPORTER Vol. 47 T. M.R. 


The vice-president of appellant was also interrogated on the question 
and testified as follows: 


“Q. Now, Mr. Steinhart, have you ever in your personal conduct 
of this affair or connection with this affair have you ever had any 
indication that there was any confusion between the merchandise of 
the Englander Company and merchandise of your own company? 

“A. Confusion, what do you mean by that? 

“Q. Well, has any customer ever thought that Englander mer- 
chandise was made by your company instead of by Englander? 

“A. No. 

“Q. Have you had any indication from any retail store buyers, 
jobbers or people of that sort that merchandise manufactured by the 
Englander Company bearing this Dawn Gray ticking which is accused 
here was being taken for your merchandise? 

“A. Well, no, I haven’t had anything like that. I don’t know of 
any incident.” 


True, this was evidence of a negative character but appellant produced 
no evidence indicating that there had been any confusion between mer- 
chandise of The Englander Company, Inc. and merchandise of appellant, 
and the court found that there was no likelihood of confusion. This find- 
ing, we think, cannot be said as a matter of law to be clearly erroneous. 
The confusion must go to the question of the source or origin of the article. 
Whether such confusion is likely to occur is question of fact to be deter- 
mined on consideration of many factors. As said in Dwinell-Wright Co. 
v. National Fruit Product Co., 1 Cir., 140 F.2d 618, 60 USPQ 304, 310 
(34 TMR 128). 


“Thus the ultimate question of infringement is one of the type 
ordinarily classified as one of fact (see Rosenberg Bros. & Co. v. 
Elliott, 3 Cir., 7 F.2d 962, 964 (15 TMR 479); France Milling Co. v. 
Washburn-Crosby Co., Inc., supra), and as such it is one primarily for 
the fact-finding tribunal—in this case the district court—reviewable 
here only for clear error under Rule 52(a), Federal Rules of Civil 
Procedure, 28 U.S.C.A. following section 723c.” 


We have held the same rule to prevail in a suit for unfair competition. 
Thus, in Brown & Bigelow v. B.B. Pen Co., 8 Cir., 191 F.2d 939, 91 
USPQ 171, 173, 174 (41 TMR 7066), we said: 


“The trial court found as a matter of fact that ‘ * * * there is 
little likelihood of purchasers who exercise ordinary care being con- 
fused to such an extent as to purchase the plaintiff’s ball point pen, 
believing it to be an article of the defendant.’ Unfair competition is 
a question of fact, General Finance Loan Co. v. General Loan Co., 
8 Cir., 163 F.2d 709, 712, 75 USPQ 114, 116 (37 TMR 755); Best & 
Co. v. Miller, 2 Cir., 167 F.2d 374, 377, 77 USPQ 133, 1386 (38 TMR 
543). The trial court’s finding of fact in this regard is binding on us 
unless it can be shown to be clearly erroneous. Fed. Rules Civ. Proce. 
rule 52(a), 28 U.S.C.A.; FP. W. Fitch Co. v. Camille Inc., 8 Cir., 106 
F.2d 635, 43 USPQ 210. 
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“The gist of the charge here is that there is unfair competition in 
that appellee has used on its products a symbol similar to appellant’s 
symbol. Unfair competition is a question of fact. The trial court 
found that there was no actual or likely confusion in the mind of the 
public as to the origin of the products of the two parties and that 
therefore, in the absence of such confusion there was no infringe- 
ment and thus no unfair competition.” 


We have considered all other contentions of the appellant but find 
them wholly without merit. The judgment appealed from is therefore 
affirmed. 


PERSHA v. ARMOUR & COMPANY 
No. 16043 — C. A. 5 — January 9, 1957 


REGISTRABILITY—IN GENERAL 


CoMMON LAW TRADEMARKS—NATURE OF RIGHTS 
To be valid, a trademark must be physically affixed to the goods or to the 
packaging thereof; use of a mark on signs or displays at the place where the 
product is sold does not constitute trademark use. 


EFFECT OF REGISTRATION—THE PRINCIPAL REGISTER—EVIDENCE 
Registration in accordance with federal or state law creates a prima facie 
presumption of ownership and validity. 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 

In an action involving the mark STEAKEES, used by the plaintiff on frozen 
ground beef in the form of a steak and used also by defendant on thinly sliced 
frozen beef, the former having used the mark on a restaurant menu as early as 
1949 in Texas and on packages for the goods in April, 1951 and the latter having 
first used the mark in 1948 with January, 1951 as the date of first use in Texas, 
the court found defendant to have made the first trademark use, and, accordingly, 
enjoined the plaintiff. 


Action by David Persha v. Armour & Company for trademark in- 
fringement. Plaintiff appeals from judgment of District Court for Southern 
District of Texas for judgment for defendant. Affirmed. 


Al L. Crystal, of Houston, Texas, for appellant. 


Leon Sarpy, of New Orleans, Louisiana, and Horace Dawson, of Chicago, 
Illinois, for appellee. 


Before Rives, TUTTLE, and CAMERON, Circuit Judges. 


TuTtLe, Circuit Judge. 

This is an appeal from the judgment in a diversity suit in which 
appellant sought protection and damages for the infringement of his 
state registered copyright; the court below entered judgment for the 
appellee, holding that its federal registration of the name sTEAKEES was 
valid, while appellant’s earlier state registration was invalid. 
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It appears that in 1948 the appellant, David Persha, started to experi- 
ment with a new meat product consisting of ground pure beef which with 
certain additives and preservatives was shaped into the form of a steak 
and then frozen. Appellant alleges that at that time he was in touch with 
representatives of the appellee, from whom he purchased the meat for his 
experiments, and to whom he communicated his plan for selling the 
new product under the name sTEAKEES. In the spring of 1949 appellant 
moved to Houston, Texas, where, under some arrangement with the Buick 
Cafeteria he served his new product to its patrons. The name STEAKEES 
was listed on the blackboard menu, and, as testified by some of the wit- 
nesses, was also displayed on the steamtable. Somewhat later, in 1950, 
STEAKEES were served and listed as such on the menu in the Markou Res- 
taurant in Houston, in whose kitchen appellant was then preparing the 
product. Appellant then moved most of his operations to a shop on Shep- 
herd Avenue in the same city, where he operated with various partners 
under several successive and overlapping names aS HYDROPONIC GARDENS, 
PERSHA’S ENERGIZED FOOD PRODUCTS, TEXAS ENERGIZED FOODS, and STEAKEES, 
INCORPORATED. He alleges that during the latter part of 1950 and the early 
part of 1951, several sales of srEAKEES were made both to business and to 
individual customers, some of whom appeared as witnesses, in which the 
meat was wrapped in plain paper on which the following legends had been 
stamped : 


“Contain Hydrolized 
STEAKEES Protein less than 1/10 
of 1% Benzoate of Soda” 


“PERSHA ENERGIZED 
FOOD PRODUCT 
Manufacturers of Energized Foods 
2636 South Shepherd, Ja 5228 
HOUSTON, TEXAS” 


On April 20, 1951, appellant filed an application for a trademark registra- 
tion with the Texas Secretary of State in which it was alleged that the first 
sale of the marked product had taken place on February 13, 1951; on April 
21st appellant started selling his product in printed paper bags bearing 
the legend: 


“STEAKEES; Steakees, Incorporated, 802 Commerce, Houston, Texas; 
Persha’s origination.” 


He subsequently received Trademark No. 16,103 for the name sTEAKEEs. 

In 1948 appellee, a nationwide manufacturer and wholesaler of meat 
products, commenced selling thinly sliced frozen beef under the name 
STEAKETTES. In 1950 it was discovered that this name had already been 
appropriated by a prior user, and the name STEAKEEs was selected as a 
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substitute by appellee’s Chicago office. On September 8, 1950, a registration 
statement for that name was filed with the United States Patent Office, 
alleging the first use of that name on August 3, 1950. In November 1950 
STEAKEES appeared on the inventory record of the Houston branch. The 
first proven Texas sales occurred in 1951: on January 22nd a sale to Mr. 
O. Dorsa in Dallas, evidenced by an original and a duplicate sales slip 
(on which, however, only the letters steak * * * were clearly discernible) ; 
among several other sales proven by invoice copies there was one on 
April 12th to the Zero Frozen Food, Inc. of Houston. It was testified 
that the product in each instance must have been packaged in cartons 
prominently bearing the printed word sTEAKEEs for all of appellee’s sales 
were in such containers. On April 24, 1951, appellee’s application for 
federal registration was rejected because of a registration of the same 
name in 1933; after proof was presented that the earlier registration 
had been abandoned appellee, on a renewed application, received U. S. 
Registration No. 574,192 for the trademark sTEAKEES. 

The first question is whether, as a matter of Texas law, appellant ac- 
quired any exclusive rights to the name sTEAKEEs through the blackboard 
listing in the Buick Cafeteria, through the alleged signs on the steamtable 
there, or through the listings on the menu of the Markou Restaurant. 
The common-law rule has been well stated in Corpus Juris Secundum: 


“In order to become a valid trademark, the name or mark must 
be in some way physically attached to the goods, and go with them 
into the market, so as to establish a trademark usage. Use only as a 
name or sign on a place of business, or in advertisements, circulars, 
and other similar ways, without being actually affixed to the goods is 
insufficient to constitute the marks so used valid trademarks. It is 
sufficient, however, if the mark is affixed either on the goods them- 
selves, or on the package or wrapper containing them, or in any 
other way physically attached to the goods.” 

87 C.J.S., Trademarks, ete. § 25; see also 52 Am. Jur., Trademark, 
ete. § 6. 


This principle appears to be well established by many cases, and, 
though there appear to have been none pertinent in Texas, there is no 
indication that Texas common law on this point differs from the general 
rule. The closest American case in point is Oakes v. St. Louis Candy Co., 
146 Mo. 391, 48 S.W. 467, in which it was held that a name printed on a 
display card placed on a pile of loose candy was not sufficient to establish 
a trademark. See also, Western Stove Co. v. George D. Roper Corp. (S.D. 
Cal.), 82 F. Supp. 206, 80 USPQ 393 (39 TMR 214) (for a detailed dis- 
cussion of many leading cases on this point); Gray v. Armand Co. (D.C. 
Cir.), 24 F. 2d 878 (18 TMR 175) ; Springfield Fire & Marine Ins. Co. v. 
Founders’ Marine Ins. Co. (N.D. Cal.), 115 F. Supp. 787, 99 USPQ 38 
(44 TMR 170). 
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Since appellant is thus precluded from establishing prior trademark 
use of the name STEAKEES by his cafeteria and restaurant sales, the ques- 
tion becomes whether appellant or appellee first sold their product in pack- 
ages marked with the name sTEAKEES. Since this is a question of fact we 
can reverse the trial court only if its findings are clearly erroneous.’ 
The trial court found that the appellee’s first pertinent sale was on Janu- 
ary 22, 1951, in Dallas, and that in the following months there were 
several sales in Texas, including one on April 12th in Houston; appellant’s 
first sale in a marked wrapping was found to have been in Houston on 
April 21st. 


First of all, appellant asserts that throughout the fall, winter, and 
spring of 1950-51 he sold his product in stamped wrappers to individual 
retail customers; but, as the trial court points out, the testimony on this 
point is quite vague and, in particular, the dates of the alleged sales are 
not sufficiently established. Appellant also disputes the sales claimed by 
the appellee, contending that the January 22nd sale is proven only by a 
sales slip on which only the letters srEaAK * * * are clear, and as to all the 
sales the only evidence is the invoice, while the crucial question of the 
nature of the packaging is disposed of by statements that: “I don’t know 
of any” “boxes, other than in the form of [the] Exhibits * * * in which 
STEAKEES have ever been sold by Armour and Co.” These points too relate 
only to the evidence, and while we might arrive at a different conclusion, 
we cannot say that the trial court, who was in a better position to estimate 
the credibility of the witnesses, was clearly erroneous. 


In view of the somewhat unsatisfactory state of the evidence presented 
by both parties it might be asked on whom rested the burden of proof to 
establish prior sales in marked containers. Normally, of course, it is on the 
plaintiff, here the appellant. However, registration of a trademark in 
accordance with federal or state law creates a prima facie, rebuttable 
presumption that the one registering the mark is its owner, and that the 
trademark is valid. Marshall Mfg. Co. v. Verhalen (Tex Civ. App.), 163 
S.W. 2d 665; 41-A Tex. Jur. § 14, at 431. Here of course both parties have 
such registration: appellant’s Texas registration since April 1951, and 
appellee’s federal registration since May 1953, which, however, is based 
on an earlier application and an earlier claimed user than appellant’s. 
Even if we assume that this state of affairs relieves appellant from some 
of his evidentiary burden, it must be pointed out that since he received 
the Texas registration on the basis of an application in which the first 
claimed use of the mark was in February 1951 it is hard to see how a regis- 
tration so obtained can be of any help to the appellant where the court 
found a use by another as early as January 1951. 


Having approved the holding of the trial court on the above stated 
grounds, it is not necessary to consider the alternative basis given by that 


1. Fed. Rules Civ. Proc. rule 52, 28 U.S.C.A. 
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court, that the appellant was barred by certain misrepresentations in 
the legend accompanying the mark and by certain violations of health 
ordinances from acquiring any rights to the trademark or from receiving 
any redress for its alleged infringement. 

The judgment is affirmed. 


ROYAL LACE PAPER WORKS, INC. et al. v. 
PEST-GUARD PRODUCTS, INC. 


No. 16195 — C. A. 5 — January 9, 1957 


TRADEMARK AcT oF 1946—CoNSTRUCTION—SECTION 32 
CourTS—J URISDICTION 
The Lanham Trademark Act creates no independent federal jurisdiction over 
unfair competition and, hence, in the absence of diversity of citizenship or a related 
claim under a federal registration, the federal courts are without jurisdiction to 
accept such a case. 


Action by Pest-Guard Products, Inc. v. Royal Lace Paper Works, 
Inc., and E. B. Mott Company for unfair competition. Defendants appeal 
from judgment of District Court for Northern District of Texas for 
plaintiff. Reversed. 


Pinkney Grissom and Morris Harrell, of Dallas, Texas, and Chester 
Rohrlich, of New York, N. Y., for appellants. 


Henry Klepak, of Dallas, Texas, for appellee. 


Before Hutcueson, Chief Judge, and Jones and Brown, Circuit Judges. 


HutcueEson, Chief Judge. 


This is an appeal from a judgment on the merits permanently enjoin- 
ing defendants, Royal Lace Paper Works, Inc., hereafter called “Royal,” 
a New York corporation, and E. B. Mott Co., hereafter called “Mott,” 
a Texas corporation, from using the trade name BUG BAN or any color- 
able imitation of plaintiff’s product trade name, BUG PROOF, in the manu- 
facture, sale, or distribution of insecticide shelf or lining paper and re- 
lated products. 

While the appellants do attack the findings on which the judgment 
was based as clearly erroneous and the conclusions of law as unwarranted, 
their fundamental, their basic attack upon the judgment is that the court 
was without jurisdiction, of the subject matter because neither the req- 
uisite diversity, the plaintiff as well as Mott being a citizen of Texas, 
nor the existence of a federal question was alleged or shown, and of the 
person of the defendant Royal, a New York corporation, for want of due 
service of process upon it. 

In addition, they urge upon us that, entered as it was not after due 
service of process had been had, answers had been filed, and the cause had 
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been heard on the merits, but at the conclusion of a hearing on an ap- 
plication for a temporary injunction, its entry was a denial of due process. 

Because of these fundamental attacks on the judgment which we be- 
lieve to be well taken, a chronological statement’ of the pleadings filed and 
the actions taken in the cause is in order. 

It is perfectly clear, we think, that the court acted without any au- 
thority of law when, without affording the defendants an opportunity to 
make answers to, and prepare themselves for trial on, the merits, it sum- 
marily entered a final judgment on the merits at the conclusion of the 
preliminary injunction hearing, and that the judgment may not stand. 

Because this is so, appellants’ attacks upon the judgment on its merits 
present nothing for our consideration and, but for their claims that the 
court was without jurisdiction of the subject matter of the suit and the 
persons of the defendants, we should, vacating the judgment, reverse and 
remand the cause with directions to afford plaintiff an opportunity to 
obtain service on the defendants and the defendants an opportunity 
to answer and prepare for trial on the merits. 

The first of these claims, that the court erred in overruling the motion 
of appellant, Royal, to dismiss for want of jurisdiction over its person, or, 
in lieu, quash the service upon it, is so obviously well taken as to require 
no comment other than to point to a record which fails to show that 
appellant was served with process according to law. Indeed the record 


1. On April 11, 1956, plaintiff, a Texas Corporation, allevine that “one of the 
parties is a citizen of a different state” and that more than $3000 is in controversy, 
and praying for damages and injunction, temporary and permanent, filed this suit 
against the two appellants, the Mott Company, erroneously sued as Mott Stores, Inc., 
a citizen of Texas, and the Royal Lace Works, Inc., a citizen of New York. 

On April 23, pursuant to an order reading, “Mr. Clerk, you are hereby ordered to 
issue notice to the defendants and each of them to appear on the 19th day of May, 
1956, at 10 o’clock A.M., and show cause why a temporary injunction should not be 
granted against each of them as prayed for in plaintiff’s original complaint,” notice 
to both defendants was issued by the clerk and was served on the same day upon the 
defendant Mott in Dallas, Texas, and on defendant Royal in Brooklyn, New York, on 
May 4th. 

No service of process within the jurisdiction of the court and in accordance with 
the Texas statutes was had or even attempted on Royal. 

On May 14th, defendant Mott filed a motion to dismiss because the complaint 
shows on its face want of the requisite diversity and no facts are alleged to show that 
the court has jurisdiction under the Lanham Act or any other federal law; and on 
May 23rd, defendant Royal filed a similar motion to dismiss the action, or, in lieu 
thereof, to quash the return of service on it. 

On May 26th, the matter was called for hearing on the application for temporary 
injunction, and defendant’s motion to quash service and to dismiss for want of juris- 
diction were denied. Witnesses for plaintiff and defendants were then heard on the 
application for temporary injunction, and at the conclusion of the hearing the district 
judge, without obtaining the prior agreement of counsel thereto, indeed without prior 
warning to counsel or other indication of his intention so to do, peremptorily announced, 
“This hearing may be considered by both parties and the court as not preliminary but 
as a final hearing on this application for an injunction so that either party may appeal 
if they wish upon the entry of a decree for either one.” This statement was followed 
immediately by findings and conclusions not with regard to plaintiff’s right to a 
preliminary injunction, the only matter then before the court, but with regard to 
plaintiff’s right to recover on the merits, a matter on which, since there was no service 
of process, no answers filed, and no trial afforded, the court was without right or au- 
thority to find or adjudge. 
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affirmatively shows that Royal has not been served with process of any 
kind except a notice to appear at a hearing on a motion for preliminary 
injunction, and it is settled law? that, without personal service of process 
in accordance with a statute of the United States or the law of the state 
in which the suit is filed, the court was without jurisdiction to render a 
personal judgment against it. 

This brings us to the contention of appellants, that, plaintiff and Mott 
being citizens of the same state, the diversity of citizenship requisite for 
jurisdiction upon that ground is lacking and the judgment of reversal 
should direct the dismissal of the cause for want of federal jurisdiction, 
and to appellee’s counter contention which, though apparently not made 
below, is now put forward strongly in its brief and argument, that, under 
the Lanham Act, 15 U.S.C., Sections 1051 to 1127, particularly Sections 
1121 and 1126, and Sections 1337 and 1338(a) of Title 28, jurisdiction of 
a naked claim for unfair competition exists independently both of diversity, 
and “of joinder with a substantial and related claim” under the rule an- 
nounced in Hurn v. Oursler, 289 U.S. 238, 17 USPQ 195 (23 TMR 267), 
and codified in Section 1338(b) 28 U.S.C. 

Urging upon us, as correctly decided cases from the Ninth Circuit, 
Stauffer v. Exley, 184 F. 2d 962, 87 USPQ 40 (40 TMR 960), Pagliero 
v. Wallace China Co., 198 F. 2d 339, 95 USPQ 45 (42 TMR 839), and Ross 
Whitney v. Smith Kline, 207 F. 2d 193, 99 USPQ 1, 4 (44 TMR 274), so 
holding and approved obiter in Jn re Lyndale Farm, 186 F. 2d at p. 726, 
88 USPQ 377, 380 (41 TMR 244), appellee strongly argues that we should 
follow their teachings and hold that, under the pleadings in this case, 
the court had jurisdiction of the subject matter of the suit. 

Appellants, in their turn, rejecting these decisions as unsound guides 
and putting their trust in American Auto Association v. Spiegel (2 Cir.), 
205 F. 2d 771, 98 USPQ 1 (43 TMR 1070), L’Aiglon v. Lana Lobell, Inc. 
(3 Cir.), 214 F. 2d 649, 102 USPQ 94, and the numerous other cases they 
cite,* vigorously insist that the court was without jurisdiction. 

It is appellee’s claim, as stated above, that the Lanham Act, supra, 
created an independent federal cause of action for unfair competition 
and for infringement of unregistered trademarks. As we understand it, 
it bases this view on the provision in Sec. 1121 of the Act, that the district 


2. Rule 4, Federal Rules of Civil Procedure, 28 U.S8.C.; Lone Star Package Car 
Co. v. B. §& O. Rr. Co., 212 F.2d 151. 

3. “The district courts shall have original jurisdiction of any civil action asserting 
a claim of unfair competition when joined with a substantial and related claim under 
the copyright, patent or trademark laws.” 28 U.S.C., Sec. 1338(b). 

4. Ross Products v. Newman, 94 F.Supp. 566, 87 USPQ 420 (41 TMR 161) 
(8.D.N.Y.); HHosid v. Masbach, 108 F.Supp. 753, 96 USPQ 15 (N.D.N.Y.); Ronson 
v. Gibson, 108 F.Supp. 755, 96 USPQ 10 (43 TMR 190) (S.D.N.Y.); Elka v. Fisher- 
Price Toys, Inc., 136 F.Supp. 524, 108 USPQ 87 (46 TMR 418) (S.D.N.Y.); Old 
Reading v. Lebanon, 102 F.Supp. 434, 92 USPQ 38 (42 TMR 109) (M.D. Pa.); L’Aiglon 
v. Lana Lobell, Inc., 118 F.Supp. 251, 99 USPQ 339 (E.D. Pa.); Allen v. Barr, 196 
F.2d 159, 93 USPQ 113 (6 Cir.); Powder v. Powder, 230 F.2d 409, 108 USPQ 155 
(7th Cir.); Block v. Plaut, 87 F.Supp. 49, 83 USPQ 184 (39 TMR 910) (N.D. Ill); 
Landstrom v. Thorpe, 189 F.2d 46, 89 USPQ 291 (41 TMR 575) (8 Cir.). 
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. 


courts shall have original, and the appellate courts appellate “jurisdiction 
of all actions arising under this chapter without regard to the amount 
in controversy or to diversity or lack of diversity of the citizenship of 
the parties,” and on the provision of Sec. 1126 “International conven- 
tions—Register of marks communicated by international bureaus,” and 
particularly subdivisions (b), (h) and (i) thereof. 

It is appellants’ contention: that Section 32 of the Act, 15 U.S.C. Sec. 
1114° the general statutory provision with reference to remedies for 
trademark infringement, limits such remedies to the infringement in 
commerce of registered marks, which plaintiff’s mark is not; that no cause 
of action is provided in this section for unfair competition as such; and 
that, contrary to appellee’s contention, no other section of the Lanham 
Act makes any such provision. 

Arguing that the Ninth Circuit cases, relied on by appellee, appear 
to constitute an illogical, unnecessary, and strained construction of the 
provisions of the Lanham Act, since Sec. 44 of the Act, 15 U.S.C., 
Sec. 1126, on which they rely, relates specifically to international conven- 
tions and to trade entitled to protection under treaties to which the United 
States is a party, appellants urge upon us that had Congress intended 
to create an independent federal cause of action for unfair competition, it 
would not have done so by such a devious route, but would have directly 
said, as it did with reference to the infringement of a registered trademark, 
that remedies were available for unfair competition. Quoting with ap- 
proval from Ross Products v. Newman, 94 F. Supp. 566, 87 USPQ 420,° 
(41 TMR 161) in which the court, declining to follow the lead of the 
Stauffer case, cites 28 U.S.C., Sec. 1338(b), note 3, supra, as requiring 
a contrary conclusion, appellants insist that this view is clearly right, 
the opposite view as clearly wrong. 

For the reasons hereafter briefly stated, we find ourselves in agree- 
ment with appellants’ view that the Lanham Act does not support plain- 
tiff’s claim to jurisdiction, rather than with the view of appellee that it does. 

Looked at independently of the decision cited and relied on by the 
parties and construed, as such a statute ought to be, as a consistent whole, 


5. “(1) Any person who shall in commerce, (a) use, without the consent of the 
registrant, any reproduction, counterfeit, copy or colorable imitation of any registered 
mark in connection with the sale, offering for sale, or advertising of any goods or 
services on or in connection with which such use is likely to cause confusion or mistake 
or to deceive purchasers as to the source of origin of such goods or services;” 15 
U.S.C. Sec. 1114(1) (a). 

6. “Under the interpretation set forth in the Stauffer case, Sec. 1338(b) is ren- 
dered a nullity, even though it is the most recent Congressional enactment on the 
subject. We do not believe that the Lanham Act requires any such result. It does no 
violence to the language of the Act to find that Congress, by making available to 
unfair competition claims remedies fashioned for infringement of registered trademarks, 
did not thereby intend to transmute such claims into ‘actions arising under this chapter.” 
If Congress had intended to work so radical a change in the law, it undoubtedly would 
have embodied that purpose in clear and unmistakable language. Defendant’s argument 
that the court has jurisdiction in this case under the Lanham Act must, therefore, be 
rejected, as also, must be the other asserted bases of federal jurisdiction.” Ross Products 
v. Newman, 94 F.Supp. at p. 567, 87 USPQ 420 (41 TMR 161). 
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we find no language in it in terms conferring jurisdiction as to claims deal- 
ing with unregistered trademarks or with unfair competition. Specifically 
concerned, as it is, with registered trademarks, it would, we think, be to 
rewrite instead of to construe the statute if we should read it as including 
within its scope unregistered trademarks or unfair competition generally. 

Looking at the statute in the light of the history of federal jurisdic- 
tion over trademarks and unfair competition, culminating in the Oursler 
ease and Sec. 1338(b), we think it would require much stronger and more 
definite assertion of jurisdiction than appears in it to construe it as throw- 
ing the doors of the federal courts wide open to any litigation over unreg- 
istered trademarks and unfair competition upon the mere claim that the 
claimed wrongs affect interstate commerce. 

Turning to the decisions and comparing the views of the Court of 
Appeals for the Ninth Circuit with those of substantially all of the other 
courts that have written on the subject, we think that in the present 
state of the law it must be held that the Lanham Act was not intended 
to, it does not create an independent ground of federal jurisdiction of 
an action for unfair competition, and that, unless joined with a substantial 
related claim under Sec. 1338(b), federal jurisdiction over such an action 
does not exist. 

The Stauffer opinion recognizes what is generally held elsewhere, that 
the Hurn case and, therefore, Sec. 1338(b), are concerned with the condi- 
tions under which federal courts may, in the absence of diversity of citizen- 
ship, adjudicate claims of unfair competition arising under state law, 
and that the purpose of Sec. 1338(b) is to extend federal jurisdiction 
by means of the rule that where jurisdiction is established on a federal 
ground, the court may dispose of the entire case before it, including the 
adjudication of any substantial related non federal grounds invoked for 
relief. Its whole thrust is directed toward the establishment of the proposi- 
tion it stands for, that Congress, in the exercise of its power to repress 
unfair competition which affects interstate commerce, has, through the 
enactment of the Lanham Act and the granting of jurisdiction over actions 
arising under that act in Sec. 1337 and 1338(a) of Title 28, created an 
independent ground of federal jurisdiction over an action for unfair com- 
petition in respect to which reliance on Sec. 1338(b) is unnecessary. 

Its effect is a general holding: that in a case where the alleged unfair 
competition, though local in the sense that defendant was transacting 
only intrastate business, nevertheless affects the plaintiff’s interstate busi- 
ness jurisdiction has been “unequivocally granted by the Lanham Act 
and Sec. 1337 and 1338(a)”; and that, “if Sec. 1338(b) is looked upon 
as limiting the jurisdiction thus granted, it can be only by construing 
Sec. 1338(b) as an implied repeal of part of the Lanham Act.” Stauffer y. 
Exley, supra, at p. 965, 87 USPQ at 43 (40 TMR at 964). 

In Pagliero v. Wallace China Co., the court speaking through the 
same judge, thus restated these views: 
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“While the complaint is denominated ‘Complaint for Unfair Com- 
petition and Trademark Infringement,’ it is apparent that there is no 
registered trademark infringement involved. The words used to desig- 
nate the designs were never registered under any law. The designs 
were neither patented, nor copyrighted. Hence, it is clear no juris- 
diction exists in a federal court under 28 U.S.C. See. 1338(b)_ be- 
cause there is no ‘related claim’ disclosed in the complaint. Diversity 
of citizenship is not present since Wallace and Tepco are residents of 
California. There is, however, an independent ground for federal 
jurisdiction in a case such as this involving, as it does, a ‘naked’ 
claim of unfair competition. In Stauffer v. Exley, 9 Cir., 184 F. 2d 
962, 87 USPQ 40 (40 TMR 960), we held that where there is present 
the requisite effect on interstate commerce, the Lanham Act created 
substantive rights and remedies available to United States citizens and 
neither diversity of citizenship nor jurisdictional amount need be 
present. 15 U.S.C. See. 1121.” (p. 341, 95 USPQ at 47 [42 TMR 
at 841].) 


Still later, in Ross-Whitney Corp. v. Smith Kline, 207 F. 2d 193, 99 
USPQ at 4 (44 TMR at 278), the court, declaring that jurisdiction of the 
suit over the claim of unfair competition was properly entertained both 
because there was diversity of citizenship and because, under Sec. 1338 
(b) the claim was a substantial one and related to an allegation of infringe- 
ment of a registered trademark, thus by way of lagniappe summarized 
the Stauffer ruling: 


“«* * * Purthermore, this court recently held in Stauffer v. Exley, 
9 Cir. 184 F. 2d 962, 87 USPQ 40 (40 TMR 960), that the district 
court has original jurisdiction over causes alleging unfair competi- 
tion where the acts complained of affect interstate commerce even 
in the absence of diversity of citizenship of the parties and jurisdic- 
tional amount and where there is no substantial and related claim 
under the federal trademark laws. Citing 15 U.S.C. See. 1126(b), 
(h), and (i).” 


When we turn from these decisions to examine those of other courts 
which clearly and positively declare that the Lanham Act confers no inde- 
pendent ground of federal jurisdiction of suits for unfair competition, and 
particularly to the decision of the Court of Appeals for the Second Circuit, 
in American Auto Association v. Spiegel, supra, and the more elaborate 
and detailed discussion of the subject by the Third Circuit in L’Aiglon v. 
Lana Lobell, Inc., supra, we become even more convinced that the opinion 
in the Stauffer case, while good special pleading in support of the view 
it espouses, is not a correct statement of the law. This is so, among other 
reasons, upon the common sense principle that in giving the effect at- 
tributed by it to Section 1126, the opinion has taken out of context a 
subdivision of the section limited by and to the precise material with 
which the section deals and given it a position of dominance in the con- 
struction of the whole act entirely out of proportion to its place and sig- 
nificance in the act as a whole. 
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When too, it is considered that the decision in the Stauffer case, in 
full agreement with the views of other courts, holds that, except for the 
provisions of Section 1126, “International conventions, etc.,” the Lanham 
Act does not confer the jurisdiction claimed here, it seems clear to us 
that to find in the language of that wholly separate section the compre- 
hensive extension of the scope of the act to include independent suits for 
unfair competition, is to proceed hind end to, to make the tail wag the dog. 

No related claim under Sec. 1338(b) being claimed or shown, the court 
was without jurisdiction. Its judgment is, therefore, reversed and the 
cause is remanded for further and not inconsistent proceedings. 


EX PARTE D & F ENTERPRISES, assignor to NATIONAL 
DAIRY QUEEN DEVELOPMENT CO. 


Commissioner of Patents — December 4, 1956 


REGISTRABILITY—PACKAGES AND CONFIGURATIONS 
EFFECT OF REGISTRATION—THE SUPPLEMENTAL REGISTER 

Application for registration on the Supplemental Register of the shape of 
cylindrical bar of edible frozen substance, for use in connection with frozen ice 
cream and ice milk bars coated with chocolate, refused as merely a configuration 
of goods without distinguishing characteristics; confections have long been made 
in shapes similar to that presented and while frozen confections may not have taken 
that shape prior to applicant’s use, they had long been made in a variety of shapes, 
moreoever, no evidence was presented showing that the shape was so unusual or that 
applicant’s products of that shape had been so widely sold and promoted as to render 
it capable of distinguishing applicant’s products from those of others. 

Letters from applicant’s licensees to the effect that the configuration of 
goods covered in the application was recognized by the public as identifying ap- 
plicant’s products were deemed inadequate to establish that fact since the writers 
were not qualified to determine what was in the minds of their customers and 
the affiliation of the writers to the applicant rendered their statements self-serving. 


Application for trademark registration by D & F Enterprises, assignor 
to National Dairy Queen Development Co., Serial No. 652,508 filed August 
31, 1953. Applicant appeals from decision of Examiner of Trademarks 
refusing registration. Affirmed. 


Allen, Courtney & Keyes and Mark W. Gehan, of St. Paul, Minnesota, for 
applicant. 


Leeps, Assistant Commissioner. 

An application has been filed to register on the Supplemental Register 
the shape of “a cylindrical bar of edible frozen substance, the diameter 
of which bar is in the order of two and one-half to three and one-half 
times the thickness thereof, the entire outer surface of said bar being 
eoated with a substantially uniform layer of edible substance,” for 
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frozen ice cream and ice milk bars coated with chocolate or other flavors. 
Use since August 27, 1953 is asserted. 

Registration has been refused on the ground that the subject matter of 
the application is merely a configuration of goods without distinguishing 
characteristics and is therefore incapable of distinguishing applicant’s 
goods. 

Applicant has appealed. 

The record shows that applicant’s word mark for its frozen confection 
is DILLY, and letters which are in the record from some of its customers 
refer throughout to pILLy and piLLy Bars. The writers of the letters make 
such statements as “I am sure that the cylindrical configuration of your 
bar means virtually the same thing to our customers as your trademark 
DILLY; or “People will ask for the round bar and it is clear that they 
want your bar”; or “We have had many of our customers ask for the 
‘round Dilly’ and comment that the shape is unusual”; or “About all I 
ean tell you is that many of those people rely on the cylindrical shape 
to get the same bars they had before; that is, the pity bars promoted 
by your company”; or “People associate the round shape with p & F bars.” 
These statements are insufficient to show that the shape of applicant’s ice 
cream confection on a stick is capable of distinguishing applicant’s goods, 
since they involve, in large measure, a “state of mind” of purchasers, 
and there is nothing to show that the writers are qualified to determine 
what is in the minds of their customers. Furthermore, it is noted that all 
of the letters were written on letterheads of DAIRY QUEEN outlets, pre- 
sumably licensees of the assignee and present owner of this application. 
They are, therefore, entitled to no consideration, being in the nature of a 
self-serving statement. 

Confections—both on and off stick—have long been made in the 
shape presented here. Frozen confections—ice cream and ice milk bars, 
both on and off a stick—have long been made in various shapes; and 
while it may be, as contended, that applicant was the first to make them 
in the cylindrical shape presented here for registration, there is no compe- 
tent evidence to show that purchasers care what the shape of a frozen 
confection is, or that they are in any sense moved to buy it by its shape. 
There is no evidence that the shape is so unusual, or that the cylindrical 
shape of the confection has been so widely and extensively promoted, 
or that the product has been so long and widely sold as to be capable 
of distinguishing applicant’s product from those of others. 

The Examiner of Trademarks correctly held that the subject matter 
of the application is merely a configuration of goods without distinguish- 
ing characteristics, and on this record, his decision is affirmed. 
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EX PARTE HEYDE, assignor to ALLIED PRODUCTS 
SHOW, INC. 


Commissioner of Patents —December 5, 1956 


REGISTRABILITY—SERVICE Marks 
The arranging of periodic trade shows for the exhibition of products allied 
to the shoe industry constitutes a service and applicant may register the marks 
used to identify such service rather than the shows themselves, therefore, the marks 
ALLIED SHOW and ALLIED SIIOE PRODUCTS AND STYLE EXHIBIT which identified the 
services as well as the shows are registrable on the Supplemental Register while 
the mark ALLIED PRODUCTS SHOW which identified the shows only, was not. 


Applications for service mark registrations by Clarence R. Heyde, 
assignor to Allied Products Show, Inc., Serial Nos. 673,521-3, filed Sep- 
tember 21, 1954. Applicant appeals from decision of Examiner of Trade- 
marks refusing registration. Modified. 


Joseph G. Denny, Jr., and Joseph G. Denny III, of Philadelphia, Penn- 
sylvania, for applicants. 


LeEpDs, Assistant Commissioner. 

Three applications have been filed to register on the Principal Reg- 
ister ALLIED SHOW,! ALLIED PRODUCTS SHOW? and ALLIED SHOE PRODUCTs and 
STYLE EXHIBIT® as service marks for promoting the sale of products of 
manufacturers and designers of shoe products through the medium 
of periodic shows. Use of ALLIED SHOW and ALLIED PRODUCTS SHOW since 
1942, and use of ALLIED SHOE PRODUCTS and STYLE EXHIBIT since 1937 are 
asserted. 

Registration has been refused on the ground that the subject matter 
of the three applications merely identifies a show or exhibit and does not 
function as a mark to identify and distinguish services rendered by 
applicant. 

Applicant has appealed. 

The record shows that since 1937 applicant has been fixing the dates, 
making arrangements, and leasing exhibit space for conducting a four 
or five day semi-annual trade show for manufacturers of products allied 
to the shoe industry, such as buckles, shoe fabrics, elastic goring, orna- 
ments, lasts and trimmings. Prospective exhibitors are solicited by appli- 
cant, and those who wish to show their wares are required to pay applicant 
an entrance fee for participation in the show and to indicate the ap- 
proximate amount of exhibit space desired, for which they are charged 
a square foot price-per-day by applicant. In the event exhibitors desire 
hotel accommodations, they so advise applicant and he makes the 


1. Ser. No. 673,523. 
2. Ser. No. 673,521. 
3. Ser. No. 673,522. 
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reservations for them. All shipments of merchandise to be exhibited are 
sent to applicant at the designated place where the show is to be held and 
he supplies all the various and necessary services for setting up and 
“staging” the exhibit. The show or exhibit is then advertised by applicant 
and is publicized in trade periodicals of the shoe industry. At the close 
of the exhibit or show applicant apparently dismantles each exhibit and 
ships the merchandise back to the exhibitor. 

There is no doubt but that applicant is engaged in the business of 
rendering a service to manufacturers of products allied to the shoe in- 
dustry by arranging for and promoting the exhibit which, according 
to letters in the record from long-time exhibitors, enables those who 
participate to meet with, and display their products to, potential buyers 
in the footwear trade. The services are performed before, during and 
after the show which is the medium for promoting the sale of the ex- 
hibitors’ products. 

There is nothing in the record which indicates that applicant adver- 
tises his services; the advertisements in the record advertise the show. 
The record shows, however, that applicant uses ALLIED SHOW and ALLIED 
SHOE PRODUCTS and STYLE EXHIBIT in connection with the sale of his services — 
to exhibitors, and in view of the long period of his use in this connection, 
these terms may identify and distinguish applicant’s services as well as 
the show itself. In any event, they are names capable of distinguishing 
applicant’s services. There is no evidence showing that applicant has used 
ALLIED PRODUCTS SHOW in connection with the performance of his services 
to exhibitors and potential exhibitors, although the show itself has been 
advertised and publicized as the ALLIED PRODUCTS SHOW. 

In view of the nature of the names ALLIED SHOW and ALLIED SHOE 
PRODUCTS and STYLE EXHIBIT, which describes the results of applicant’s 
services, and of the dual purpose which they serve, namely, to identify 
applicant’s services to exhibitors and to identify the show or exhibit, 
it is believed that they would be protected against unfair competition, 
and they are therefore registrable on the Supplemental Register. Since 
no use of ALLIED PRODUCTS SHOW in connection with the performance of 
services by applicant has been shown, registration of this term is refused. 

The decision of the Examiner of Trademarks is affirmed with respect 
to registration on the Principal Register; but upon compliance with ap- 
propriate requirements, Supplemental Registration should issue on Serial 
Nos. 673,522 and 673,523. 
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EX PARTE WEMBLEY, INC. 


Commissioner of Patents —December 5, 1956 


REGISTRABILITY—SERVICE MARKS 

Application for registration of PRE-SOLD as a service mark for services rendered 
to distributors in the sale of ties manufactured by applicant, namely, a planned 
program of national and local advertising by applicant which relieves the dis- 
tributor of the necessity of advertising applicant’s goods held to be unregistrable; 
advertising does not amount to a service to distributors over and above that 
normally expected but even if applicant were rendering a true service nothing was 
offered to show that the designation was used or that it had functioned as an 
identifying mark. 


Application for service mark registration by Wembley, Inc., Serial 
No. 661,855 filed March 1, 1954. Applicant appeals from decision refusing 
registration. Affirmed. 


Scrivener & Parker, of Washington, D. C., for applicant. 


Leeps, Assistant Commissioner. 


An application has been filed to register PRE-SOLD as a service mark 
for “a service provided for and rendered to wholesalers and retailers of 
neckties manufactured by the applicant and sold to such wholesalers and 
retailers for resale by them under applicant’s trademarks: namely, a 
planned and comprehensive program of national and local advertising by 
applicant which relieves the wholesaler or retailer of the necessity of 
advertising goods purchased from applicant.” Use since January 22, 1952 
is asserted. 

Registration has been refused on the grounds that the term is used 
only in connection with the sale or advertising of applicant’s goods and 
does not function as a mark to identify and distinguish a service rendered 
by applicant; and the term is merely and so highly descriptive of the 
claimed service as to be incapable of functioning as a mark to identify that 
service. 

Applicant has appealed. 

According to the record, applicant manufactures neckties and sells 
them to wholesalers and retailers under the trademark weMBLEy. Ap- 
plicant conducts an extensive program of national advertising, and it 
“adopted the word PRE-SOLD as a service mark identifying this program 
of national advertising and it has extensively advertised this word for 
the purpose of informing its wholesale and retail customers that informa- 
tion with respect to applicant’s product has already been conveyed to the 
ultimate consumer by means of such national advertising and that such 
wholesale and retail customers are thereby relieved from the necessity 
of advertising locally.” 

Thus, we see that applicant contends that its national advertising 
program designed to sell its goods to ultimate purchasers is a “service” 
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within the meaning of the statute. The fundamental purpose of national 
advertising is to sell the product advertised and not to relieve wholesalers 
and retailers from the necessity of advertising locally. National product 
advertising is normally expected by sellers—wholesale and retail—of 
nationally distributed products, and such advertising is done merely as 
an accessory to, and solely in furtherance of, the sale and distribution of 
the advertised products. It certainly does not amount to a service to 
wholesalers and retailers over and above that normally expected; nor is 
national product advertising only incidentally related to the furtherance 
of the sale of the advertised products—it is directly related to further- 
ance of sales and has the furtherance of sales as its sole objective. 

Applicant is not, on this record, rendering a “service” within the 
meaning of the term as it is used in the statute. See Ex parte Armco Stecl 
Corporation, 102 USPQ 124 (44 TMR 1231) (Com’r, 1954); Ez parte 
Handmacher-Vogel, Inc., 98 USPQ 413 (44 TMR 191) (Com’r, 1953). 

The only exhibits in the record which show the term PpRE-SOLD are: (1) 
copy of an advertisement of “Mens Wear,” dated March 21, 1952, in which 
the text reads—“‘WEMBLEY Ties PRE-SOLD for you—Just Show Them—Your 
Customers Know Them—They Sell Themselves—They’re pRE-SoLD!”; (2) 
an envelope used by applicant on the front of which is stamped in red 
“WEMBLEY Means PRE-SOLD”; and (3) a mailing piece showing—‘Sold be- 
cause they’re PRE-SOLD!—Wembley spend $100,000 in December Pre-Selling 
Christmas Neckwear to Your Customers!” 

On the basis of the record, even if applicant were rendering a true 
service, there is nothing which shows use of PRE-SOLD as a mark identifying 
a service. PRE-SOLD (as well as PRE-SELLING) is used merely as an ordinary 
merchandising term in its ordinary sense to call attention to a demand 
which applicant has created for its WEMBLEY ties. It is not used as, nor 
does it function as, a mark of any kind. 

The decision of the Examiner of Trademarks is affirmed for the 
reasons herein stated. 


EX PARTE GEMEX COMPANY 


Commissioner of Patents — December 11, 1956 


REGISTRABILITY—SURNAMES 
WELLINGTON for use on bracelets and watch straps is not primarily merely a 
surname within the meaning of Section 2(e) of the Trademark Act. 


Application for trademark registration by Gemex Company, Serial 
No. 674,740 filed October 13, 1954. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Reversed. 


Koenig & Pope, St. Louis, Missouri, for applicant. 
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Leeps, Assistant Commissioner. 

An application has been filed to register WELLINGTON for bracelets and 
watch bracelets and watch straps, use since September 9, 1954 being as- 
serted. 

Registration has been refused on the ground that WELLINGTON as ap- 
plied to applicant’s goods is primarily merely a surname and therefore un- 
registrable by reason of Section 2(e) of the statute. 

Applicant has appealed. 

The Examiner of Trademarks expressed the opinion that the primary 
significance of the mark presented is a surname significance, but he gave no 
rationale other than to cite its appearance in some telephone directories. 
There is no reasoning which indicates why, in the examiner’s opinion, the 
surname significance would be greater than the geographical significance. 
WELLINGTON is a surname; it is a geographical name, being the national 
capital of New Zealand and the name of a number of towns in the United 
States; it is a baptismal name; and it is the name of one of Great Britain’s 
most important dukedoms. There is no way of knowing what the impact 
on the purchasing public is likely to be upon seeing WELLINGTON watch 
bracelets and straps, or with what, if anything, purchasers are likely to 
associate the mark. 

The rationale set forth in Ex parte Rivera Watch Corporation, 106 
USPQ 145 (45 TMR 1123) (Com’r., 1955), and in Ex parte Omaha Cold 
Storage Co., 111 USPQ 189 (47 TMR 124) (Com’r., 1956), leads to a con- 
clusion here that WELLINGTON is not primarily merely a surname within the 
meaning of Section 2(e) of the statute when that section is read in the 
light of its legislative history. 

The decision of the Examiner of Trademarks is reversed. 


UNITED STATES PLYWOOD CORPORATION v. NEW YORK 
SILICATE BOOK SLATE CO. INC. 


Interf. No. 5197; Oppos. No. 32,894 — Commissioner of Patents — 
December 11, 1956 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 


REGISTRATION PROCEDURE—INTERFERENCE 
Where all issues in controversy can be disposed of in opposition proceeding 
filed well before interference, appeal fee can be applied to opposition proceeding 
and interference suspended pending final termination of opposition. 


Trademark interference and opposition proceeding between United 
States Plywood Corporation, application, Serial No. 638,275 and New York 
Silicate Book Slate Co. Inc., application, Serial No. 622,273. United States 
Plywood Corporation appeals from decision of Examiner of Interferences 
for New York Silicate Book Slate Co. Inc. Interference ordered suspended. 
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James M. Heilman and Heilman & Heilman, of New York, N.Y., for United 
States Plywood Corporation. 

Kenyon & Kenyon, of New York, N.Y., for New York Silicate Book Slate 
Co. Ine. 


Leeps, Assistant Commissioner. 

It appearing that all issues in controversy can be disposed of in the 
opposition proceeding which was filed September 3, 1953, more than thirteen 
months before the interference (No. 5197) was instituted. 

It is ordered that the appeal fee paid by United States Plywood Cor- 
poration be applied to the opposition proceeding (No. 32,894) and thut 
Interference No. 5197 be suspended pending final termination of Opposi- 
tion No. 32,894. 


EX PARTE ZUCKER, doing business as 
J. F. ZUCKER COMPANY 


Commissioner of Patents — December 11, 1956 


REGISTRABILITY—IN GENERAL 
BOSS and SLAVE embroidered on towels are in no sense trademarks, but are 
merely like HIS and HERS designations serving as ornamentations which permit 
users to avoid mixing towels. 


Application for trademark registration by Jack F. Zucker, doing 
business as J. F. Zucker Company, Serial No. 681,240 filed February 7, 
1955. Applicant appeals from decision of Examiner of Trademarks refusing 
registration. Affirmed. 


Martin J. Forgang, of New York, N.Y., for applicant. 


Leeps, Assistant Commissioner. 


An application has been filed to register the words Boss sLAvE for 
towels, use since April 7, 1954 being asserted. 

Registration has been refused on the ground that the words are used 
on towels only for decorative purposes, and the average purchaser is 
likely to look upon the words—soss being embroidered on one towel and 
SLAVE on the other—as mere ornamentation and not as indications of 
origin. 

Applicant has appealed. 

The specimens are photographs of two bath towels with a tag showing 
TOWELS MADE BY CANNON, and one having the word Boss and the other 
the word sLAVE embroidered thereon. 

It appears from the record that applicant buys cANNON towels from 
the manufacturer and has the word Boss or SLAVE embroidered on each 
towel. It it common knowledge that for many years many sellers of bath 
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towels have similarly embroidered them with HIs and HERS; YOURS and MINE; 
MR. and MRS.; DAD and MOM; initials or monograms or names. These orna- 
mentations are in no sense trademarks identifying the towels of one 
manufacturer or merchant and distinguishing them from those of others. 
They are merely ornamentations which permit a purchaser and subsequent 
user to avoid mixing towels in re-use. The words Boss and SLAVE as used by 
applicant are not trademarks. 

There are in the record seven affidavits from retailers—all in identical 
language and apparently written on the typewriter of applicant’s original 
attorney. They state that the subject matter of the application has “to 
deponent and to many retail customers who patronize our store become 
a mark which indicates to us that the goods originate with J. F. Zucker 
Company, and that in our judgment, the said mark BOss AND SLAVE is not 
ornamental, but rather a distinguishing feature on the goods which dis- 
closes the source from which they are derived.” The weaknesses in the affi- 
davits are apparent. They are identical opinions expressed in the language 
of an attorney; the affiants know from whom they are purchasing and 
they do not indicate that towels are purchased from applicant under the 
subject matter presented; BOSS AND SLAVE is not the subject matter pre- 
sented; and there is nothing to suggest that affiants are qualified to know 
what the words indicate to their customers. The affidavits are entitled to 
no real consideration. 

The Examiner of Trademarks correctly held that on this record, the 
subject matter of the application does not perform a trademark function; 
and his decision is affirmed. 


EX PARTE BRIGHT MANUFACTURING COMPANY LIMITED 


Commissioner of Patents — December 12, 1956 


REGISTRABILITY—DESCRIPTIVE TERMS 
SNAPPON is not merely descriptive of type of weather stripping, but is sug- 
gestive of use with which weather stripping can be applied to automobiles. 


Application for trademark registration by Bright Manufacturing Com- 
pany Limited, Serial No. 647,391 filed May 21, 1953. Applicant appeals 
from decision of Examiner of Trademarks refusing registration. Reversed. 


Edmund Dill Scotti, of New York, N.Y., and Stevens, Davis, Miller & 
Mosher, of Washington, D.C., for applicant. 


Leeps, Assistant Commissioner. 

An application has been filed to register sNAPPON for weather strips, 
beading and molding especially designed to be used on automobiles. The 
application is based on British Registration No. B 715,782, issued March 
13, 1953. 
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Registration has been refused on the ground that the mark is merely 
descriptive of applicant’s goods. 

Applicant has appealed. 

A sample of the strip being sold under the mark sNAPPON is in the 
record. It consists of a rubber tubing attached to a segmented metal strip, 
the outside of which is covered with a wool material. The record indicates 
that the metal portion is designed to be applied to the door trim of MORRIS, 
HILLMAN, AUSTIN, TRIUMPH, JAGUAR, THORNYCROFT, SIMCA and ROOTEs auto- 
mobiles to prevent draughts. The strip is flexible and is applied to the 
door trim by pressure, and the segmented portions of the metal lock onto 
the perforations in the door trim of the above mentioned automobiles. It 
does not “snap on,” but is pressed on and, according to advertisements in 
the record, it can be easily removed without disturbing the body trim. 
The mark sNAPPON, as applied to applicant’s weather strips or draught ex- 
cluders, is not merely descriptive of the goods—it is suggestive of the ease 
with which the weather stripping can be applied to automobiles. The mark 
is therefore registrable; and the decision of the Examiner of Trademarks 
is reversed. 

It is noted that the British registration identifies the goods as 
“draught excluders in the form of strips made wholly or principally of 
rubber or of synthetic rubber and all being for use on motor vehicles.” It 
appears that the identification of goods in the present application is 
broader than that set out in the registration relied upon as the basis for 
registration in the United States. The product is a weather stripping for 
use as a draught and dust excluder for automobiles. It is not properly 
identified as “beading” or “molding” within the ordinary meaning of those 
terms. They should therefore be deleted from the application by amend- 
ment within thirty days. 


EX PARTE THE CATHOLIC DIGEST, INCORPORATED 


Commissioner of Patents — December 12, 1956 


REGISTRABILITY—TRADE NAMES 
Supplemental Register application for THE NATIONAL CATHOLIC DECENCY IN 
READING PROGRAM is refused registration; subject matter is merely explanatory 
statement placed on leaflet folder to advise those who see it that leaflet is part of 
program. Subject matter is not a trademark and leaflet is not a periodical as 
claimed. 


Application for trademark registration by The Catholic Digest, Incor- 
porated, Serial No. 679,556 filed January 7, 1955. Applicant appeals from 
decision of Examiner of Trademarks refusing registration. Affirmed. 


Vernon D. Froistad, of St. Paul, Minnesota, for applicant. 
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LeEeEps, Assistant Commissioner. 

An application has been filed to register on the Supplemental Register 
THE NATIONAL CATHOLIC DECENCY IN READING PROGRAM for a periodical, use 
since September of 1954 being asserted. 

Registration has been refused on the ground that the specimens are 
are merely advertising leaflets listing various magazines containing ap- 
proved reading matter which may be subscribed for through applicant, 
and such leaflets do not show usage of the term presented on “periodicals” 
within the meaning of the term. 

Applicant has appealed. 

The only specimens or printed material on which the subject matter of 
the application appears are copies of leaflet folders on one side of which 
are pictured a number of Catholic magazines, news magazines, fashion 
magazines and magazines of general interest, together with the following 
message : 


“To Parents and Friends... 


“Buy the better magazines through our school. Since you will 
subscribe to magazines, may we place your new and renewal subscrip- 
tions now. We offer a wide choice of fine Catholic and worth-while 
general interest magazines. 

“All have been carefully chosen to furnish decent, wholesome 
reading for every member of the family, and our school earns a good 
profit for school and student projects. 


“The Faculty and Students.” 


The words THE NATIONAL CATHOLIC DECENCY IN READING PROGRAM on a kind 
of yellow sunburst are superimposed on the pictures in the approximate 
center of the sheet. 

On the reverse side of the leaflet folder are a list of the magazines pic- 
tured, with subscription rates for each for one, two and three years; nine 
subscription order coupons; an advertisement for CATHOLIC DIGEST which 
is a magazine published by applicant; and a section entitled “Salesman’s 
Instructions” for obtaining subscriptions to the listed magazines and filling 
out the subscription order coupons. 

The texts of the leaflets suggest that the Catholic Church sponsors “de- 
cency in reading” by promoting the circulation of what are termed Catholic 
magazines and certain magazines of news, fashion and general interests, 
the contents of which have been screened on behalf of the Church hierarchy. 
In connection with the program of “decency in reading,” applicant pub- 
lishes the leaflets and distributes them to parochial schools with a view to 
having subscriptions to the approved magazines obtained by the students 
and faculty for the purposes of furthering the “decency in reading” pro- 
gram and of realizing a profit to the school. 

The leaflets are not “periodicals” within the ordinary meaning of the 
term. They are promotion pieces for furthering the sale of applicant’s 
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periodical CATHOLIC DIGEST, other Catholic periodicals, and approved news, 
fashion and general interest periodicals through subscriptions obtained by 
students and faculties of parochial schools (and a consequent profit to the 
schools) ; and for furthering the program of “decency in reading” sponsored 
by the Catholic Church. 

The subject matter of the application is merely an explanatory state- 
ment placed on the leaflet folder to advise those who see it that the leaflet 
is a part of THE NATIONAL CATHOLIC DECENCY IN READING PROGRAM. The sub- 
ject matter is not a trademark; and the leaflet is not a periodical. Registra- 
tion was therefore properly refused. 

The decision of the Examiner of Trademarks is affirmed. 


EX PARTE CIRCUS FRUIT CORPORATION 


Commissioner of Patents — December 12, 1956 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
CLOWN BRAND for shelled nuts is likely to be confused with CLOWN for marsh- 
mallows. 


Application for trademark registration by Circus Fruit Corporation, 
Serial No. 642,730 filed February 25, 1953. Applicant appeals from de- 
cision of Examiner of Trademarks refusing registration. Affirmed. 


Jacobi & Jacobi, of Washington, D.C., for applicant. 


LEeEps, Assistant Commissioner. 

An application has been filed to register CLOWN BRAND for shelled nuts, 
use since August 20, 1952 having been asserted. 

Registration has been refused on the ground that applicant’s mark so 
resembles CLOWN, previously registered for marshmallows,’ as to be likely, 
when applied to shelled nuts, to cause confusion or mistake of purchasers. 

Applicant has appealed. 

It is common knowledge that packaged shelled nuts and marshmallows 
are ordinarily sold in grocery stores, food sections of department stores, 
specialty food shops, delicatessens, and often in confectionery shops. Candy, 
including marshmallows, and nuts are likely to be associated in the public 
mind at the time of purchase as a result of the not uncommon practice of 
serving them together. They are what might be called “party foods.” 

The sole question then is whether or not purchasers seeing CLOWN 
marshmallows and CLOWN BRAND shelled nuts in the usual retail outlets 
would, under ordinary conditions and circumstances of purchase of such 
products, assume that they have a common origin. Facts which are common 


1. Reg. No. 596,848, issued Oct. 12, 1954 to Clown Confections, Inc. 
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knowledge lead to a conclusion that purchasers are likely to attribute 
common origin to these products when they are sold under what may be 
considered, for all practical purposes, the identical mark. 

The decision of the Examiner of Trademarks is affirmed. 


EX PARTE IMPROVED MACHINERY, INC. 


Commissioner of Patents — December 12, 1956 


REGISTRABILITY—DESCRIPTIVE TERMS 
VALVELESS is merely part of common descriptive name functioning to identify 
type of vacuum filter and differentiate it from vacuum filters with valves; it is not 
a trademark. 


Application for trademark registration by Improved Machinery, Inc., 
Serial No. 654,549 filed October 12, 1953. Applicant appeals from decision 
of Examiner of Trademarks refusing registration. Affirmed. 


Ross C. Hurrey, of Washington, D.C., for applicant. 


LeeEps, Assistant Commissioner. 

An application has been filed to register VALVELEss for vacuum filters, 
use since July of 1950 being asserted. 

Registration has been refused on the ground that the word VALVELEss 
as used by applicant is merely a part of the common descriptive name of the 
goods, VALVELESS VACUUM FILTER, and functions as an identification of the 
type of vacuum filter rather than as a trademark. 

Applicant has appealed. 

The specimens show applicant’s trademark 1mpco enclosed within a 
diamond above the words VALVELESS VACUUM FILTER. A brochure presented 
at the argument on appeal features, “Here is the NEW * * * vALvELEss 
vACUUM FILTER—“No valves!—No barometric leg!—No vacuum pump!” 

Applicant manufactures, among other things, machinery for use in the 
pulp and paper industry. The machine which applicant calls a vALVELESS 
VACUUM FILTER is apparently an expensive machine sold to the pulp and 
paper industry, and, as applicant advertises in its brochure, the filter has no 
valves. 

Applicant contends that “there are many phrases other than the word 
VALVELEss accurately to express a particular filter’s lack of valves,” but 
no more apt descriptive word or phrase is cited, in fact, no other descrip- 
tive word or phrase is mentioned. 

It appears from a customer’s letter in the record that for a number of 
years several companies have made and sold machines for thickening and 
washing pulp slurries in which the individual drainage sections were piped 
to an automatic valve, the purpose of which was to use the effluent of the 
machine falling down a drop-leg to create a vacuum, thereby increasing the 
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capacity of the cylinder. About six years ago, according to the letter, ap- 
plicant commenced manufacture of a new type machine “designed to do 
substantially the same work as the old time valve machines,” and the new 
machine, “which operated without valves” was represented as having suc- 
cessfully operated in a foreign country. The writer of the letter ordered 
the new machine and has operated it for some time; and at the time the 
order was placed, according to the letter, “there were no other valveless 
vacuum filters available for purchase from any other manufacturer,” and 
“at the time we purchased the machine, it was known by our operators as 
a valveless vacuum thickener.” The writer further observed that at the 
time the letter was written other manufacturers were making vacuum 
equipment without valves. 

The word “valveless” obviously means without valves. The record 
shows that applicant uses “valveless” on a vacuum filter which has no 
valves. It is, therefore, the most apt single word which can be thought of 
to describe a filter without valves. Furthermore, applicant uses the word 
“valveless” as a part of the common descriptive name of the goods—valve- 
less vacuum filter—and so far as the record shows, it is used in no other 
way. IMPCO is applicant’s brand of valveless vacuum filter. 

The Examiner of Trademarks correctly held that the word VALVELEss 
as used by applicant is merely a part of the common descriptive name func- 
tioning to identify the type of vacuum filter and differentiate it from 
vacuum filters with valves. It is not used as, it does not function as, and 
it is not a trademark. 

The decision of the Examiner of Trademarks is affirmed. 


EX PARTE THE H. D. LEE COMPANY, INCORPORATED 


Commissioner of Patents — December 12, 1956 


REGISTRATION PROCEDURE—EVIDENCE 

Nothing in record shows that retailer affiants are qualified to determine what 
their customers think or recognize, and statements are therefore incompetent to 
establish that stitching on garments functions as indication of origin to average 
purchasers, 

It is not important what retailers may recognize since they know from whom 
they are buying, and it is common knowledge that they do not rely on pocket 
stitching as distinguished from trademarks in making their purchases for resale. 

REGISTRABILITY—IN GENERAL 

Trademarks serve their primary purpose in moving goods at time of purchase, 
and what may happen to a label long after purchase is consummated is of no 
moment. 

Stitched orange ogee curve creates no impression on average purchaser buying 
overalls under ordinary conditions of trade. 


Application for trademark registration by The H. D. Lee Company, 
Incorporated, Serial No. 655,331 filed October 26, 1953. Applicant appeals 
from decision of Examiner of Trademarks refusing registration. Affirmed. 
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Thomas E. Scofield, of Kansas City, Missouri, for applicant. 


LeEEps, Assistant Commissioner. 


An application has been filed to register as a mark on the Principal 
Register for waistband overalls what is described as “ogee curve designs of 
orange color displayed on the hip pockets of overalls; each curve is applied 
to the face of the pocket by stitching same thereon with orange thread.” 
Use since February 18, 1946 is asserted. 

Registration has been refused on the ground that the ogee curve design 
in the hip pockets of overalls is an ornamental feature of the goods them- 
selves and, as such, it is not believed to function as a trademark indicat- 
ing origin. 

Applicant has appealed. 

The record shows that applicant manufactures and sells LEE overalls. 
among the different types of overalls which it manufactures and sells under 
the LEE trademark is a western-style waistband overall identified, advertised 
and promoted as LEE riders. More than one hundred thousand dollars are 
spent annually in advertising LEE riders in all types of printed media and 
by point of sale material, and a great portion of this advertising pictures a 
rear view of one or more persons wearing LEE riders. In excess of fourteen 
million pairs of LEE riders have been sold, and each pair has had the 
curved stitching on the hip pockets. Each pair of LEE riders bears a leather 
tag sewn at the waistband above the right hip pocket and the trademark 
LEE is branded thereon. The trademark LEE also appears on a small tag 
sewn at the top hem of the right hip pocket. 

There are in the record numerous affidavits of retailers who sell LEE 
riders. These affidavits establish the following: 


1. The affiants buy waistband overalls from applicant and sell 
them to ultimate purchasers. 


2. For about ten years applicant has stitched in orange thread 
across the hip pockets an “ogee” or “smoothly undulating compound” 
curve. 


3. Affiants know of no other manufacturer who stitches an ogee 
curve in orange on the hip pockets of waistband overalls. 


4. In its advertising applicant features rear views of its waist- 
band overalls showing the stitching. 


5. Affiants recognize the stitched ogee curve as identifying ap- 
plicant’s garments. 


6. The labels showing LEE may be destroyed after a few washings, 
and the hip pocket stitching then becomes the only means of per- 
manent identification. 


Some of the affidavits state that the stitched curve “has come to be 
accepted by customers” as identifying applicant’s garments, or the stitched 
curve “is commonly recognized by my customers” as an identification, or 
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“there is no question but what consumers that trade in our store regard 
this stitching as a trademark.” There is nothing in the record which shows 
that the affiants are qualified to determine what their customers think or 
what they recognize. These statements are therefore incompetent to estab- 
lish that average purchasers of LEE riders purchase overalls by the stitch- 
ing on the hip pockets, or that they even notice the stitched curve, or that 
the stitched curve functions as an indication of origin. There is no com- 
petent evidence to establish what, if any, commercial impression the stitched 
curve may make on the average purchaser. It is true that some of the re- 
tailer affidavits indicate that customers are seen looking at and inspecting 
the hip pockets, but the purpose of such inspection does not appear. In 
any event, a customer could hardly inspect the hip pockets without seeing 
and being conscious of the trademark LEE. 

Referring to paragraph numbered 4, above, it is observed that in none 
of the copies of advertisements in the record is any attention directed in 
any way to the stitched curve on the hip pockets. It is true that the rear 
view of the garments is featured, but the text of the advertisements is al- 
ways directed to LEE riders, and the rear view of the garments shows the 
trademark LEE on the leather tag described above. The consumer demand 
being created by the advertising is for LEE overalls and not for overalls 
with a curve stitched on the hip pockets. There is nothing in the advertise- 
ments which would lead the reader to believe that the stitching on the hip 
pockets is anything more than a decoration. 

Referring to paragraph numbered 5, above, it is observed that we are 
not concerned in these cases with what retailers may recognize, since they 
know from whom they are buying, and it is common knowledge that they 
do not rely on pocket stitching in making their purchases for resale. 

Referring to paragraph numbered 6, above, it is observed that trad»- 
marks serve their primary purpose in moving goods at the time of pur- 
chase; and the purchaser who has found satisfaction with LEE overalls in 
the past is likely to purchase LEE overalls in the future, particularly where, 
as here, all advertising is directed toward promotion and sale of LEE over- 
alls.) What may happen to a label weeks or months after the purchase is 
consummated is of no moment in eases such as this. 

The record fails to show that the stitched orange ogee curve creates any 
commercial impression on the average purchaser buying waistband overal!s 
in the usual retail outlets under ordinary circumstances and conditions of 
trade—and it is noted that so far as the record shows, applicant has made 
no effort to make it create a commercial impression. 

The Examiner of Trademarks properly held that the stitched curve on 
the hip pockets of applicant’s overalls is an ornamental feature of the 
goods; and the record fails to show that the stitching functions as a trade- 
mark indicating origin. 

The decision of the Examiner of Trademarks is affirmed. 
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EX PARTE CONSOLIDATED DAIRY PRODUCTS COMPANY 


Commissioner of Patents — December 13, 1956 


REGISTRABILITY—DESCRIPTIVE TERMS 
DAIRY is highly suggestive but not merely descriptive when applied to powdered 
buttermilk; DARI is phonetic equivalent. 


Application for trademark registration by Consolidated Dairy Prod- 
ucts Company, Serial No. 646,365 filed May 4, 1953. Applicant appeals 
from decision of Examiner of Trademarks refusing registration. Reversed. 


Mead, Browne, Schuyler & Beveridge, of Washington, D.C., for applicant. 


LeeEps, Assistant Commissioner. 

An application has been filed to register pari for powdered buttermilk, 
use since February 17, 1953 being asserted. 

Registration has been refused on the ground that parr is merely de- 
scriptive of powdered buttermilk because it is the phonetic equivalent of 
the word parry, which would not be registrable at all for powdered butter- 
milk, a dairy product. 

Applicant has appealed. 

There is no question but that applicant distinctively displays the word 
DARI as a trademark on it packages. The commercial impression created 


by the display used by applicant is that DaRI is a brand of powdered (cul- 
tured) buttermilk. The word is likely to be pronounced either “dah-ree,” 
“day-ree” or “dairy.” It may well be the phonetic equivalent of “dairy” to 
some purchasers. It does not, however, look like “dairy.” 


DAIRY is merely descriptive when used in the phrase “dairy products,” 
being the adjective which designates a class of products. Powdered butter- 
milk may, in fact, fall in the general class of dairy products, but it is not 
likely to be so thought of by average purchasers. They are more likely to 
think of powdered buttermilk as a grocery item. DAIRY is not in and of 
itself merely descriptive of powdered buttermilk; it is not commonly used 
to describe powdered buttermilk; there is no necessity for using the word 
“dairy” to describe buttermilk; and average purchasers are, in view of the 
nature of the product and its ordinary uses, unlikely to associate powdered 
buttermilk with a dairy or dairy product. In fact, “dairy powdered butter- 
milk” is an incongruous phrase which has no well understood meaning. 
Under such circumstances, “dairy” is highly suggestive, but not merely 
descriptive, when applied to powdered buttermilk. It follows, then, that 
DARI, which may be the phonetic equivalent of “dairy,” is only highly sug- 
gestive, but not merely descriptive of powdered buttermilk. 

It is noted that the highly suggestive nature of part when applied to 
powdered buttermilk, is such that, as stated by applicant in its brief, “ap- 
plicant’s trademark rights are narrowly limited to the precise combination 
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of the letters disclosed in the term pari.” Applicant further observed: “In 
fact, the rights of applicant are so limited that a program of harassment of 
its competitors, relying upon its pari trademark, is difficult, if not impos- 
sible, to conceive.” 

The record shows that applicant has so used the word par! as its trade- 
mark for powdered buttermilk and has so advertised and promoted the sale 
of its powdered buttermilk under the mark that it unquestionably is a 
word which identifies applicant’s product and distinguishes it from pow- 
dered buttermilk produced and sold by others. It is therefore registrable. 

The decision of the Examiner of Trademarks is reversed. 


EX PARTE TOAL 


Commissioner of Patents— December 14, 1956 


REGISTRABILITY—PERSONAL NAMES 
MARGUERITE CHARLENE, assumed personal name, is not registrable as service 
mark for writing of scripts and composing of songs for use in entertainment indus- 
try; it identifies an individual rendering a personal service, and not a name adopted 
and used by applicant to identify her services and distinguish them from services 
of others. 


Application for service mark registration by Margaret Toal, Serial 
No. 624,314 filed January 30, 1952. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Affirmed. 


Eugene E. Stevens, of Washington, D.C., for applicant. 


Leeps, Assistant Commissioner. 

An application has been filed to register MARGUERITE CHARLENE, writ- 
ten in fancy script in two lines, as a service mark for the writing of script 
and the composing of songs to be used by others in radio, television and 
other forms of entertainment.’ Use since January 2, 1951 is asserted. 

Registration has been refused on the ground that the name presented 
for registration merely identifies an individual rendering personal services 
and does not function as a mark to identify and distinguish the identified 
services. 

Applicant has appealed. 

The specimens include, (1) personal letterheads and business cards 
showing the name MARGUERITE CHARLENE [not in the fancy script] and 
“Scripts and Songs for Radio and Television Performances, 42 Sutter St. 
—CY press 3-6934—San Jose, California”; (2) an envelope showing the 
name MARGUERITE CHARLENE [not in fancy script] with the San Jose ad- 
dress; and (3) two copies of a folder with the words “Let’s Walk That Mile 


1. Applicant has proposed an amendment to add “and the production of musical 
phonograph recordings including those involving voice and piano or other accompani- 
ment,” but the amendment has not been entered. 
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—Let’s Give That Smile—Words and Musie by Marguerite Charlene [not 
in the fancy script]|—Dedicated to ‘My Living Mother.’” Below these 
words is a picture of an elderly lady knitting, with the caption “Born 
February 3, 1861—Charleston, South Carolina.” A four-line verse appears 
at the bottom of the page. There is nothing on the inside or on the back 
cover of the folder. 

In addition, there is in the record a facsimile of a recorded disk which 
shows, among other things, wORDS—MUSIC—BY—MARGUERITE CHARLENE 
[not in the fancy script]. 

It appears that applicant, Margaret Toal, has adopted and is using 
the pseudonym or nom de plume of MARGUERITE CHARLENE to identify her- 
self in connection with song and script writing and possibly with the diree- 
tion of musical numbers for recording. The record indicates clearly that 
MARGUERITE CHARLENE is a personal name identifying an individual who 
writes songs and scripts. The fact that it may be an assumed name used 
only in connection with her personal services does not alter the fact that 
it identifies an individual and not a service. 

Applicant advances the novel argument that “applicant is not a known 
personality and therefore the name could identify a partnership or a cor- 
poration.” The fact is that it could identify many things, but on the rec- 
ord here it identifies, and is used to identify, an individual rendering a per- 
sonal service. It is not a name adopted and used by applicant to identify 
her services and distinguish them from services of others. It is a personal 
pen name. 

The Examiner of Trademarks correctly refused registration, and his 
decision is affirmed. 


EX PARTE CREST FOODS CO. 


Commissioner of Patents -— December 18, 1956; as amended January 17, 1957 


REGISTRABILITY—CORPORATE NAMES 
Registration refused for purported trademark CREST FroopDs co. where record 
failed to show trademark usage thereof on or in connection with the goods. 


Application for trademark registration by Crest Foods Co., Serial No. 
620,873 filed November 5, 1951. Applicant appeals from decision of Exam- 
iner of Trademarks refusing registration. Affirmed. 


Jones, Darbo & Robertson, of Chicago, Illinois, for applicant. 


Leeps, Assistant Commissioner. 

An application was filed on November 5, 1951 to register crest FooDs 
co. for “a fusion of casein and lactalbumin suitable for use as a food in- 
gredient; food stabilizers; food emulsifiers; and blends including food 
stabilizers and food emulsifiers,” asserting use since January 1, 1949. 
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Registration was refused on the ground that the subject matter of the 
application is used as a tradename referring to applicant and not as a 
trademark to identify applicant’s goods. 

The Examiner of Trademarks observed : 


“Applicant has submitted seven types of specimens. In six of 
these the words MANUFACTURED BY CREST FOODS CO. ASHTON, ILLINOIS 
appear at the lower part of the specimens with CREST FOODS CO. ap- 
pearing in larger print than the other wording. In one of these six 
types of specimens a rectangular border appears about the words 
CREST FooDs co. The words MANUFACTURED BY appear above the rec- 
tangular border and ASHTON, ILLINOIS appear below the border. Ap- 
plicant has also submitted specimens which bear only the words 
CREST FOODS CO. appearing in a rectangular border similar in color 
and size to the usage shown on the specimens referred to above. These 
specimens appear to be mutilated portions of more comprehensive 
labels. If applicant desires to rely on these specimens, a request for 
the complete specimens must be made. If, however, these specimens 
were cut out of the complete specimen showing the mark FRUIT-CREST, 
then no additional specimens need be filed. 

“Tt is the position of the examiner that all of the complete labels 
on file show the words to be used as a tradename rather than as a 
trademark, and the rectangular border appearing about the words 
CREST FOODS CO. is not believed sufficient to remove the validity of the 
rejection [refusal]. The decisions of Ex parte Duncan Electric 
Manufacturing Co., 86 USPQ 171 (40 TMR 731), Duncan Electric 
Manufacturing Co. v. Marzall, 95 USPQ 242 (42 TMR 919), and 
Ex parte Automatic Scale Company, Inc., 95 USPQ 222, are believed 
to be controlling in this case.” 


On June 25, 1953 an affidavit executed on behalf of applicant was filed 
stating that “the small specimens accompanying that application, showing 
only CREST Foops co. within a rectangle, are complete specimens of one form 
of the trademark as it was actually being used on the goods in commerce 
at the time of my subscribing to the original application * * * ,” and that 
this small form of label was being used on each of the products identified 


in the application. 
In the remarks which accompanied the above mentioned affidavit, 


applicant’s attorney stated: 


“The examiner can quite naturally assume that when such small 
labels are produced, they are produced by cutting them from larger 
sheets. Of course, it is immaterial what may have been on the rest of 
the sheet, whether more of like labels or something else. As a matter 
of fact, what they were cut from would quite naturally depend upon 
the quantity to be used. However, the fact that they were being used 
is all that the Patent Office needs to know. As a matter of fact, even 
on the large labels, the enclosing of crest roops co. within a rectangle 
shows that this was intended to be trademark use.” 


On September 29, 1953 the examiner communicated with applicant’s 
attorney in part as follows: 
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“Tt is not clear to the examiner whether the small slips, which are 
the specimens relied upon in this case, are the only indicia of com- 
mercial origin used on the goods. A photograph of the goods showing 
all printed matter used thereon is requested to aid the examiner to 
determine whether the small slips are so used as to constitute a trade- 
mark.” 


On March 29, 1954 a communication was received from applicant’s 
attorney stating in part as follows: 


“The requirement of a photograph, as requested in the Official 
Action dated September 29, 1953, is believed to be in error. A photo- 
graph can ordinarily be required only if actual specimens are not 
supplied. Information can possibly be required in addition. 

“The following information is here given. The separate little labels 
of which specimens were submitted were used in that form. They have 
been used both separately and on and near the top of other labels as 
the most prominent part of the whole.” 


The examiner finally refused registration, stating that he was con- 
vinced that the words for which registration is sought are used as a trade- 
name to identify applicant and not as a trademark to identify applicant’s 
goods. 

Applicant appealed, and requested an extension of time for filing a 
brief on appeal until the Court of Customs and Patent Appeals had decided 
a pending case entitled In re Walker Process Equipment Inc.’ which was 
being prosecuted by this applicant’s attorney.? The request was granted. 

On May 24, 1956 applicant’s attorney filed the brief in the present 
case, and the brief refers in one place to “the photograph filed March 29, 
1954” and in another to “the photographs filed March 29, 1954.” 

On September 26, 1956, applicant’s attorney filed a paper entitled 
“Amendment After Appeal” in which he sought to change the identification 
of goods to “food stabilizers.” In the remarks set forth in the paper ap- 
plicant’s attorney referred to “the photograph filed March 29, 1954” and 
attached to the paper a photograph with the following typed beneath it: 


“Copy of Photograph Filed March 29, 1954 
“(Provided informally for convenience of the Patent Office in con- 
sidering accompanying amendment, Serial No. 620,873, which directs 
this case to the use here illustrated.]” 


No photograph was filed on March 29, 1954, or at any other time prior 
to September 26, 1956. Applicant’s attorney should have known this to be 
a fact when he filed his brief and the paper entitled “Amendment After 
Appeal,” having taken the position in the paper filed March 29, 1954 in 
response to the examiner’s request for a photograph that, 


1. Decided on May 15, 1956; reported at 110 USPQ 41 (46 TMR 1225). 
2. Applicant’s attorney, as used herein refers to Louis 8. Robertson, the firm of 
Jones, Darbo and Robertson having been substituted after appeal was taken. 





THE TRADEMARK REPORTER Vol. 47 T.M.R. 


“The requirement of a photograph, as requested in the Official 
Action dated September 29, 1953, is believed to be in error. A photo- 
graph can ordinarily be required only if actual specimens are not 
supplied.” 


It seems clear beyond peradventure that the photograph was sub- 
mitted merely for the purpose of this appeal. It is a picture of a can on 
which is affixed a label showing what appears to be one of the small speci- 
mens showing CREST FOODS Co. in a rectangle pasted at the top. Typewritten 
below this pasted portion is c F § TYPE STABILIZER, a list of ingredients, and 
suggested usage, below which is: 


MFD BY 
CREST FOODS CO. 
ASHTON, ILLINOIS 


It is inconceivable that a company which has, according to the applica- 
tion, been using the subject matter of the application as a trademark since 
January 1, 1949 is, in 1956, using a typewritten label of the kind shown 
in the photograph. The photograph is not worthy of consideration in so far 
as it purports to show use of CREST FOODs co. as a trademark. 

It is also inconceivable that a company, under such circumstances, 
would at this late date be clipping or cutting from a larger label the portion 
showing CREST FOODS CO. within a rectangle and affixing it to the containers 
for the goods. Furthermore, if this were being done, and the clipped 
portion were affixed to a container bearing one of the complete labels 
which are in the record, such use would still be a tradename use readily 
recognized as tradename use. 

The only competent record evidence showing use of CREST FOODS CO. 
are labels which show its use as a trade or commercial name identifying 
the producer of KUM-PLEET, MUL-CREST, MALT-CREST, GEL-CREST, FRUIT-CREST, 
and sHER-cREST brands of food stabilizers. The small specimens which 
obviously and undeniably were cut from a larger label—presumably the 
FRUIT CREST label—are insufficient to show use of the tradename as a 
trademark. The record shows CREST FOODS CO. used as a tradename and 
recognizable only as a tradename. 

Applicant has failed to show any trademark use of the subject matter 
of the application, and registration is therefore refused. See: In re Walker 
Process Equipment, Inc., 110 USPQ 41 (46 TMR 1225) (C.C.P.A., 1956). 

The decision of the Examiner of Trademarks is affirmed. 
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EX PARTE GOLDSTONE BROS. 


Commissioner of Patents — December 18, 1956 


REGISTRABILITY—COLOR MaRKS 
Application to register red zipper tape across watch pocket of jeans on prin- 
cipal register but since applicant is in essence attempting to register feature or 
design of garment it is not registrable. 
REGISTRATION PROCEDURE—APPLICATION 


Applicant submits affidavit and letters of dealers which do not establish any 
trademark significance in the garment design and which in the case of some letters, 
indicated that the form of the response was suggested and others indicated that 
the jeans were purchased because of the utilitarian feature of the pocket. 


Application for trademark registration by Goldstone Bros., Serial 
No. 653,760 filed September 25, 1953. Applicant appeals from decision 
of Examiner of Trademarks refusing registration. Affirmed. 


Naylor & Lassagne, of San Francisco, California, for applicant. 


Feperico, Examiner in Chief. 


Applicant is seeking to register an alleged trademark for “boys’ and 
young men’s pants or jeans.” Portions of the jeans made by applicant 
are submitted in the record as specimens and the complete garment was 
exhibited at the hearing. These garments are made with what is 
commonly referred to as a watch pocket on the right hand side of the 
front. The mouth of the pocket is closed with a zipper. Zippers as sup- 
plied by the manufacturers for use by others are made with the inter- 
locking fastening elements on a tape to be sewed to the openings of the 
garments on which they are used. The tape part of the zipper which ap- 
plicant uses on the garment is red. It is this configuration-cum-color 
of the portion of the jeans which applicant is asserting constitutes a trade- 
mark. The drawing shows the portion of the garment with the watch 
pocket and the zipper tape being lined with red, and the application 
rather incompletely describes the mark as “the trademark consists of 
the application of a red strip or band of cloth surrounding the watch 
pocket opening of the pants or jeans,” but the disclaiming clause “the 
representation of a part of the goods and the slide fastener device are 
hereby disclaimed apart from the mark shown in the drawing,” indicates 
the combination. 

Registration has been refused on the Principal Register on the ground 
that the alleged mark is nothing more than a utilitarian feature of 
the goods, colored for an ornamently purpose, and not having an identity 
separate and apart from the garment itself. The examiner further stated, 
with respect to certain letters filed in the record, that the fact that certain 
people recognize a product by a particular feature thereof does not 
necessarily mean that the particular feature is a trademark, and that 
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the advertising submitted by appellant identified the alleged mark as a 
feature of the goods rather than as a trademark used to identify and dis- 
tinguish applicant’s goods from those of others. 

Essentially what applicant is seeking to register as a trademark on 
the Principal Register are features of the design or finish of a garment 
associated with a particular construction and I agree with the examiner 
that this is not registrable. 

Applicant has submitted an affidavit and thirty letters from dealers 
who sell applicant’s garments. This material is not convincing of any 
trademark significance of the garment design. The letters were written 
in response to a request from applicant, a copy of which does not appear 
in the record. From the nature of some of the replies it seems possible 
that the letter was of such a nature as to ask for or suggest the particular 
replies which were received and submitted. While most of these letters 
state that customers have asked for the garment by referring to the red 
zipper jeans, it does not appear that this is any more than recognition 
of construction and design features of the garment, and several of the 
letters, when they go into details and specify facts, indicate that the jeans 
were asked for because of the utilitarian feature of the pocket.? Appli- 
cant itself does not advertise, but some advertising is done by its cus- 
tomers, that is, the stores which sell the jeans, and samples of these ad- 
vertisements have been submitted. These advertisements call attention 
to the “red zipper coin pocket” or “red safety zipper watchpocket,” among 
other details of the garments such as “perfect waist fit and plenty of 
erotch room,” “double knees,” “nylon thread reinforcement,” “pockets with 
copper rivets,” “heavy duty zip fly,” ete., and it appears from these 
advertisements that reference to the alleged mark is only made as a 
feature of the appearance and construction of the garment. 

The decision of the examiner refusing registration is affirmed. 


EX PARTE THE DAVIES-YOUNG SOAP COMPANY 


Commissioner of Patents — December 19, 1956 


REGISTRABILITY—SERVICE MARKS 


REGISTRABILITY—DESCRIPTIVE TERMS 
Applicant seeks to register phrase LINT-FREE CLING-FREE as service mark for 
dry cleaning service. Applicant makes a dry cleaning detergent which renders 


1. One of the letters begins “I am answering your letter of January 15th request- 
a letter from me stating that our customers ask for and identify your garment by 
red zipper watchpocket”; another states, “You are absolutely right when you say 
*”: and another, “We are only too happy to confirm that * * *.” 
2. For example, in Exhibit K, it is stated, 
“We have many calls for the jeans manufactured by you with the red 
zipper watch pocket. 
“Our customers tell us the reason they ask for the jeans with the red zipper 
watch pocket is that the boys like that pocket because they can carry their 
lunch money without fear of losing it.” 
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materials resistant to accumulations of electrostatic electricity but record shows 
that applicant has used phrase descriptively. Fact that phrase is referred to in 
some advertising as service mark or trademark does not change a descriptive term 
to a trademark. 


REGISTRABILITY—DESCRIPTIVE TERMS—EVIDENCE 
Applicant filed 27 mimeographed form affidavits signed by dry cleaners that 
phrase indicated origin in applicant but affidavits are self-serving declarations of 
interested persons containing hearsay which are not entitled to any weight. 


Application for service mark registration by The Davies-Young Soap 
Company, Serial No. 685,358 filed April 12, 1955. Applicant appeals from 
decision of Examiner of Trademarks refusing registration. Affirmed. 


Toulmin & Toulmin, of Dayton, Ohio, for applicant. 


LeEEps, Assistant Commissioner. 


An application has been filed to register LINT-FREE CLING-FREE as a 
service mark for dry cleaning service, use since August 20, 1954 being 
asserted. 

Registration has been refused on the ground that the subject matter 
of the application is so highly descriptive that it is not likely to be re- 
garded as a mark by a purchaser of cleaning services, and the words are 
ordinary words of the language available to all to describe a similar 
service. 

Applicant has appealed. 

It appears from the record that applicant has developed a product 
and process for use by the dry cleaning industry to render fabrics re- 
sistant to the accumulation of electrostatic charges. The method of render- 
ing fabrics antistatic was patented on January 3, 1956.1 Applicant owns 
a registration of BUCK-EYE CLEAN-CHARGE for a dry cleaning detergent? 
which it apparently sells to dry cleaners who are licensees under its 
patent. 

The specimens submitted with the application are window decaleo- 
manias showing: 


“This plant features 
LINT-FREE 
CLING-FREE 
Dry Cleaning 


Through the application of the Buckeye Clean-Charge dry cleaning 
process.” 


Applicant is not in the dry cleaning business. It is in the business 
of manufacturing soaps, detergents and related products. So far as we are 
concerned here, it makes its dry cleaning detergent and sells it to dry 


1. Pat. No. 2,729,576 issued on an application filed September 29, 1953 by Ralf 
B. Trusler, assignor to this applicant. 
2. Reg. No. 621,445 issued Feb. 14, 1956. 
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cleaners licensed under its patent, and it permits such licensees to display 
the decaleomanias to advise the public that the establishment features 
LINT-FREE CLING-FREE dry cleaning. Applicant bases its right to registration 
upon the related company provisions of the statute. 

Briefly, the patent is for a method of dry cleaning fabrics and clothing 
and simultaneously rendering them antistatic, having as its objects the 
prevention of materials being dry cleaned from sticking to the machine 
parts; the prevention of migration of lint from one garment or fabric to 
another ; and the prevention of fixing of dust from the air to the garments 
and fabrics during the pressing and finishing steps. 

The record shows that in August of 1954, applicant placed an ad- 
vertisement which appeared in the August 30th issue of “LIFE” magazine 
reading in part as follows: 

. “New Dry Cleaning Discovery means all fabrics can be cleaned 
to be 


free of lint 
and stay * * * LINT-FREE 


free of static 
and stay * * * CLING-FREE 


> . 7 
the fabric actually repels lint * * * even minute lint and dirt particles. 
a * * 
Even troublesome ‘clinging’ static is removed. 

a * cs 
for brighter, cleaner clothes, insist on lint-free cling-free clean- 
—*. 

- * * 


Watch for the progressive cleaner in your community who features 
LINT-FREE, CLING-FREE cleaning.” 


At about the same time applicant had prepared suggested publicity 
releases, radio spot announcements and garment tags, all designed to tell 
“the story of lint-free, cling-free dry cleaning.” Copies of suggested radio 
spots feature such statements as: 


“A new lint-free, cling-free cleaning process makes clothes free 
of lint and free of static * * *.” 

“You can free your clothes from clinging lint particles and static! 
The new lint-free, cling-free dry cleaning process * * * will do the 
job for you! This revolutionary technique frees your clothes from 
lint and static * * * and even more amazing, it keeps them lint-free 
and cling-free from one cleaning to the next! * * * Actually makes 
your clothes repel lint!” 


A suggested press release, copy of which is in the record, features 
the following: 








“ 


we wo YF SE lClUO= 
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“Housewives * * * are welcoming a new lint-free, cling-free dry 
cleaning process recently perfected by the Davies-Young Soap Com- 
pany, Dayton, Ohio. 

“The lint-free, cling-free method now being installed in local clean- 
ing plants, takes lint off hubby’s best blue suit, or tuxedo, and also 
treats the garment so that lint is repelled from one cleaning to the 


next.” 
ee € « 


“Tt isn’t known how long clothes will remain lint-free, but it’s a 
safe bet they won’t attract lint or static between one cleaning and an- 
other * * *. And that sounds as though lint-laden clothes will soon 
be outmoded in favor of the new lint-free, cling-free look!” 


In January of 1955, applicant’s advertisement in “Ladies’ Home 
Journal” featured in the headlines, 


“No More Lint! 
No more Clinging 


17? 


The text included, “* * * insist on LINT-FREE CLING-FREE cleaning 
eee 7,“ * * * The fabric actually repels lint * * * fabrics are retex- 
tured and troublesome ‘clinging’ static is removed.” 

In May of 1955, applicant’s advertisement in “Good Housekeeping” 
was headed, 


“Good-bye Cleaning Blues * * * ! I’ve discovered lint-free dry 
cleaning * * * .” 


The text included, “Now our ‘blues’ come home from the dry cleaners 
entirely free of lint * * * ask for LINT-FREE cleaning!” 

In September of 1955, applicant’s advertisement in “Good House- 
keeping” featured a picture of a woman whose skirt is “clinging” to her 
body, and the text included “Most women don’t know that embarrassing 
dress ‘cling’ can be cured by a dry cleaner who uses modern methods 
* * * sarments come back from the cleaner actually free of lint * * * . 
It’s not a miracle—it’s the new LINT-FREE, CLING-FREE, Buckeye Clean- 
Charge process. Always be sure to send dry cleaning to the progressive 
cleaner who gives you LINT-FREE, CLING-FREE CLEANING!” 

In the February, 1956 issue of “McCall’s,” the March, 1956 issues of 
“Movie Life” and “Intimate Romances” and the April, 1956 issue of 
“Glamour” applicant’s advertisement featured the back of a woman’s 
skirt “clinging” to her body, and the text included, “‘Clinging vines’ 
in the wardrobe are strictly old-fashioned. Smart women send their 
clothes to dry cleaners who take the cling out, send them home wonder- 
fully lint-free as well * * * . They can all be cleaned with the same re- 
sult; no more ‘cling,’ no more lint * * * and no extra charge for the 
miracle. There’s a dry cleaner in your neighborhood who offers this 
exciting new LINT-FREE, CLING-FREE Buckeye Clean-Charge process * * * . 
Demand LINT-FREE, CLING-FREE cleaning.” 
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Other advertisements in the record are of the same kind, featuring 
similar statements. : 

It was not until the April, 1956 advertisement referred to above that 
any notation was included in any consumer advertising in evidence 
which even suggested to the reading public that applicant itself considered 
LINT-FREE, CLING-FREE to be anything other than an ordinary descrip- li 
tive phrase used descriptively. And, it seems obvious from the quoted | 
portions of texts of advertisements that a notation identifying the phrase 
as a trademark does not alter the fact that LINT-FREE, CLING-FREE as 
used by applicant in its advertising is nothing more than a combination 
of ordinary descriptive words used in their primary sense to describe the 
results of using applicant’s antistatic method and product. All other 
printed exhibits in the record show comparable usage of the phrase “lint- 
free, cling-free” to describe clothes cleaned by the process to be “free 
of lint and free of static.” 

Copies of letters and postcards from persons who presumably read 
applicant’s advertisements also use “lint-free, cling-free” in its primary 
sense to describe the results of applicant’s process. 

There are in the record twenty-seven copies of a mimeographed form 
of affidavit, obviously prepared by an attorney, each of which has been 
filled in with the name of the affiant, the address of his place of business, 
the State and County where the affidavit was signed, and the date of 
subscribing and swearing to the statements before a Notary Public. The 
substance of the affidavits is that the affiant is in the dry cleaning busi- 
ness; he is authorized to use the applicant’s patented method of render- 
ing LINT FREE CLING FREE dry cleaning; he purchases detergent anti- 
static compositions from applicant and obtains instructions for use; he 
submits samples of solution used in his dry cleaning to applicant for test 
and analysis; he is familiar with “the service mark LINT FREE CLING FREE 
owned by” applicant; he has always identified “the mark” with applicant 
and with the dry cleaning he is authorized by applicant to provide; he 
advertises and displays “the mark” to “inform the public that, by au- 
thorization given him by The Davies-Young Soap Company, he is render- 
ing the LINT FREE CLING FREE dry cleaning service which is controlled by 
virtue of the analysizing [sic] and testing program of The Davies-Young 
Soap Company”; and “he has heard directly from his customer, in his 
presence, and whose garments have been dry cleaned in accordance with 
the method of the aforesaid Trusler patent and the services performed 
by him under the supervision of Davies-Young, that when they see or 
hear of LINT FREE CLING FREE, as applied to this dry cleaning service, they 
immediately call to mind the fact that this is a service of Davies-Young, as 
shown by the considerable advertising material bearing the name The 
Davies-Young Soap Company and describing this special form of dry 
cleaning service.” (It is noted that no hyphens appear in the words 
LINT FREE and CLING FREE in the affidavits.) 








: 
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It is apparent that the affiants are neither disinterested persons nor 
“average purchasers” of dry cleaning services under ordinary conditions 
and circumstances of trade. The affidavits are in the nature of self- 
serving statements of interested persons. In addition, the substance of 
the last paragraph of the affidavits, quoted above, is hearsay of a nature 
not entitled to consideration. The twenty-seven affidavits are not entitled 
to any weight. 

Consideration of all competent evidence in the record leads to a con- 
clusion that LINT-FREE CLING-FREE as used by the applicant amounts 
only to ordinary usage of ordinary descriptive terms in their primary sense 
to describe. The terms convey only one meaning, namely, to advise pro- 
spective purchasers of dry cleaning from establishments which utilize ap- 
plicant’s antistatic process that the garments cleaned will be free of lint 
and free of static which causes them to cling to the body. The phrase, so 
far as the record shows, was not adopted and has not been used as a service 
mark—and it is observed that identifying the phrase in recent advertising 
and referring to it in affidavits as a “mark” (service mark or trademark) 
does not elevate merely descriptive terms used descriptively to the stature 
of a mark. 

The decision of the Examiner of Trademarks is affirmed for the 
reasons herein set forth. 





EX PARTE SIMMONS 


Commissioner of Patents — December 19, 1956 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Application to register KIDI KOLA above a design for cola flavored soft drinks 
and registration is refused on basis of prior registration of KIDDIE PoP for soft 
drinks and syrups. Goods are both inexpensive and casually purchased, usually by 
spoken word. Bottlers of soft drinks often bottle a line of flavors. KIDDIE and 
KIDI create identical mental association and words sound sufficiently alike as to 
be likely to cause confusion. 


Application for trademark registration by Samuel I. Simmons, Serial 
No. 694,338 filed September 7, 1955. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Affirmed. 


Charles H. Brown, of Princeton, New Jersey, for applicant. 


Leeps, Assistant Commissioner. 

An application has been filed to register KDI KOLA, above a caricature 
of a young boy holding a bottle, for bottled cola flavored soft drinks, use 
since August 1, 1954 being asserted. 

Registration has been refused on the ground that applicant’s mark 
so resembles KIDDIE POP, previously registered for nonalcoholic, non- 
cereal, maltless beverages sold as soft drinks and for juices or syrups for 
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making the same,’ as to be likely, when applied to a soft drink, to cause 
confusion, mistake or deception of purchasers. 

Applicant has appealed. 

It is common knowledge that the products of applicant and regis- 
trant are inexpensive, casually and impulsively purchased—frequently by 
children—and as often as not by spoken word. It is also common knowl- 
edge that bottlers of soft drinks as often as not bottle a line, or at least 
more than one flavor, of soft drinks. 

The only question presented is whether or not purchasers and poten- 
tial purchasers of soft drinks are likely to assume that KIDDIE Pop and 
KIDI KOLA come from a single producer. 

Applicant contends that differences in the display of the marks, 
differences in their color combinations, differences in the size of the letters, 
differences in the goods, and differences in sound, appearance and mean- 
ing of the marks are such as to avoid likelihood of confusion. Display, 
color combinations and size of letters of trademarks may, of course, be 
changed at will. 

In legal contemplation, there is no difference in goods—both are 
soft drinks. 

KIDDIE and KIDI are more apt than not to be pronounced exactly 
the same in the combinations KIDDIE pop and KDI KoLA. The distinguishing 
feature in the two marks sounds the same. 

Appearance of marks is of lesser importance when products are not 
infrequently ordered by spoken word—but irrespective of this fact, appli- 
cant displays his mark on two lines with the letters irregularly arranged in 
relation to each other, and registrant’s mark is displayed the same way. 

KIDDIE and kIDI stimulate an identical mental association—that of 
a small child. In so far as the marks have any meaning, they are the same. 

Applicant’s mark so resembles the previously registered mark that 
when the goods, the conditions and circumstances of purchase by the 
average purchaser, and the common practice in the soft drink bottling 
industry are considered, it is concluded that confusion, mistake or de- 
ception of purchasers is inevitable. 

The decision of the Examiner of Trademarks is affirmed. 


1. Reg. No. 249,801, issued Nov. 20, 1928, renewed. 
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ARGUS CAMERAS, INC. v. OVERSEAS FINANCE & 
TRADING COMPANY INC. (NIPPON KOGAKU 
KOGYO K. K., assignee, substituted) 


No. 32,899 — Commissioner of Patents — December 21, 1956 


REGISTRABILITY—DESCRIPTIVE TERMS 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

In an opposition proceeding involving opposer’s registration of an inverted 
triangle upon which was superimposed a prismatic lens and over which appeared 
ARGUS, for use in connection with optical goods including cameras, camera acces- 
sories, microscope adapters and binoculars, and applicant’s mark consisting of the 
design of an optical prism and a convex lens within which appeared the words 
NIPPON KOGAKU, both disclaimed, no likelihood of confusion was found to exist; 
nothing was shown to indicate that purchasers recognized the design portion of 
opposer’s mark apart from the word arGus, the goods were not inexpensive nor of 
the sort casually purchased and, in addition, the products of the respective parties 
were likely to be purchased by the word marks ARGUS and NIPPON KOGAKU, rather 
than by the designs, notwithstanding the descriptive nature of the latter. 


Opposition proceeding by Argus Cameras, Inc. v. Overseas Finance & 
Trading Company Inc. (Nippon Kogaku Kogyo K. K., assignee substi- 
tuted), application Serial No. 619,406 filed September 29, 1951. Opposer 


appeals from decision of Examiner of Interferences dismissing opposition. 


Affirmed. 
See also 47 TMR 401. 


Strauch, Nolan & Diggins, of Washington, D.C., for opposer-appellant. 
Emery, Varney, Whittemore & Diz, of New York, N.Y., for applicant- 
appellee. 


LeeEps, Assistant Commissioner. 

This appeal involves the same application as was discussed in Bausch 
& Lomb Optical Company v. Overseas Finance & Trading Company Inc. 
(Nippon Kogaku Kogyo K.K., assignee), decided concurrently herewith, 
112 USPQ 6 (47 TMR 401). 

Opposer is the registrant of the mark reproduced below, for optical 
goods, including cameras and accessories therefor, microscope adapters 
and binoculars :* 


1. This registration, Reg. No. 408,155, issued on July 25, 1944 (published in 
accordance with Sec. 12(c) on August 3, 1948) after final termination of the oppo- 
sition proceeding entitled Bausch g Lomb Optical Company v. International Industries, 
Inc., reported at 61 USPQ 489 (34 TMR 297) (C.C.P.A. 1944), and is owned by opposer 
whose name has been changed to Argus Cameras, Inc. 
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The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 






argus 









Although, as pointed out in the other proceeding involving this ap- 
plication and decided concurrently herewith, the application is void, it 
will be treated as valid for purposes of disposing of this controversy. 

The record consists of a copy of opposer’s registration and copies of 
newspaper, magazine and trade periodical advertisements for ARGUS cam- 
eras and camera accessories, and copies of two instruction booklets pub- 
lished by opposer, together with applicant’s application. 

All of the advertisements introduced in the record under Rule 282 
are designed to create a commercial impression of araus for cameras and 
to promote the sale of araus cameras and accessories by featuring this 
word most prominently and repeatedly. The inverted triangle with a 
prismatic lens superimposed upon it appears in conjunction with araus 
in most of the exhibits only on pictures of the aracus cameras featured in 
the advertisements, although the design in conjunction with araus, both 
enclosed within a circle, appears as a kind of signature mark at the bottom 
of four of the advertisements. 

As was stated in the decision in the Bausch & Lomb Optical Company 
proceeding against this applicant, “The goods involved here are neither 
inexpensive nor casually purchased. They are of a character likely to be 
carefully inspected by the potential purchaser, and there is nothing in 
the record to indicate that opposer’s products are purchased—or even 
recognized—merely by the inverted truncated triangle [inverted triangle 
with a prismatic lens superimposed thereon] standing alone.” 

The probable commercial impression created by applicant’s mark 
is set forth in the Bausch & Lomb Optical Company case concurrently 
decided. 

It is believed that the goods of these parties are more likely to be 
purchased under the word marks AaRGUs and NIPPON KOGAKU rather than 
under any outline design of triangles and lenses; and considering the 
marks in their entireties, as we must, they do not look alike, they cannot 
be pronounced alike, and they do not create similar commercial impressions. 
On the record here it is concluded that applicant’s mark does not so 
resemble opposer’s mark as to be likely, when applied to applicant’s goods, 
to cause confusion, mistake or deception of purchasers. 

The decision of the Examiner of Interferences is affirmed. 
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BAUSCH & LOMB OPTICAL COMPANY v. OVERSEAS 
FINANCE & TRADING COMPANY INC. (NIPPON 
KOGAKU KOGYO K.K., assignee, substituted) 


No. 32,916 — Commissioner of Patents — December 21, 1956 


REGISTRABILITY—TITLE 
An application filed by one not the owner of the mark is void notwithstanding 
an assignment during prosecution of the application to the true owner of the mark, 
but, despite such invalidity, jurisdiction was retained for the purpose of deter- 
mining likelihood of confusion in pending opposition proceeding. 
REGISTRABILITY—ABANDONMENT 
EFFECT OF REGISTRATION—THE PRINCIPAL REGISTER—EVIDENCE 
Opposer’s failure to allege use of four of the five registrations set forth in 
its pleading and the absence of such marks from the exhibits annexed thereto must 
be taken as an admission against interest establishing nonuse of said marks and 
rebutting the prima facie evidence such registrations constitute of opposer’s right 
to exclusive use. 
REGISTRABILITY—PACKAGES AND CONFIGURATIONS 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
It is common practice for trademark owners to register separately the outline 
design of their marks but when such a registration is relied upon in a proceeding 
to establish a likelihood of confusion with another mark it becomes necessary to 
show that the design itself is recognized as an indicia of origin. 
REGISTRABILITY—DESCRIPTIVE TERMS 
REGISTRABILITY—DISCLAIMERS 
REGISTRABILITY—CONFUSINGLY SIMILAR Marks 
A descriptive word which appears as part of a mark, even though disclaimed 
in the application, must be considered for the commercial impression it creates and 
the effect it may have in enhancing or obviating confusion. 
In an opposition proceeding involving opposer’s registrations for an inverted 
triangle with truncated apices, appearing either alone or enclosing the letters B 
& L, only the latter type of mark being shown to be in use, all for optical goods 
including microscopes and binoculars, and applicant’s mark showing a like triangle 
upon which were superimposed the design of a double convex lens and the descrip- 
tive and disclaimed words NIPPON KOGAKO for cameras, microscopes, lenses, binocu- 
lars and lens measuring instruments, no likelihood of confusion was found to exist; 
opposer’s triangle design was not shown to have acquired a public recognition as 
a mark indicating opposer’s goods, the goods of the parties were neither inexpen- 
sive nor casually purchased, the descriptive words, particularly KoGAkKo—meaning 
“optical”—were more likely to be relied upon in identifying the applicant’s goods 
than the design portion of its mark, and the word NIPPON was a clear indication 
of foreign origin. 


Opposition proceeding by Bausch & Lomb Optical Company v. Over- 
seas Finance & Trading Company Inc. (Nippon Kogaku Kogyo K. K.., 
assignee, substituted), application Serial No. 619,406 filed September 29, 
1951. Applicant appeals from decision of Examiner of Interferences sus- 
taining opposition. Reversed. 

See also 47 TMR 399. 
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G. A. Ellestad, of Rochester, New York, for opposer-appellee. 
Emery, Varney, Whittemore & Diz, of New York, N.Y., for applicant- 
appellant. 


LeeEps, Assistant Commissioner. 

An application was filed on September 29, 1951 by Overseas Finance 
& Trading Company Ine. to register the mark reproduced below, for 
cameras, microscopes, lenses, binoculars, and lens-measuring instruments: 


NIPPON was disclaimed as being primarily geographically descriptive of 
products made in Japan, and KOGAKU, transliterated “optical,” was dis- 
claimed as being merely descriptive of the goods. 

Registration was opposed by the registrant of five registrations' 
each of which shows an inverted equilateral triangle with truncated 
apices, two of them having B & L within the triangle,’ and another of them 


having the triangle enclosed within concentric circles.* 
Opposer’s most recently registrated mark and that shown on the 
brochure attached to the pleading is reproduced below: 


The goods recited in the registrations are a line of optical goods, some of 
which are identical with some of those identified with the application— 
specifically, microscopes and binoculars. 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

During the prosecution of the application, and after the opposition 
had been filed, a communication was submitted on behalf of Nippon 
Kogaku K.K., a corporation of Japan, claiming ownership of the mark 
presented for registration, advising of its filing of application Ser. No. 


1. Reg. No. 230,592, issued Aug. 2, 1927, renewed; and Reg. No. 385,659, issued 
Mar. 11, 1941. 

2. Reg. No. 310,108, issued Feb. 13, 1934, expired; and Reg. No. 542,359, issued 
May 15, 1951. 

3. Reg. No. 148,789, issued Nov. 29, 1921, renewed. The marks shown in opposer’s 
Regs. Nos. 148,789; 230,592; 310,108 and 385,659 are reproduced in 61 USPQ at page 
487 (34 TMR 290). 
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636,184 to register the same mark on August 22, 1952, and requesting 
the institution of an interference between the two applications. On July 8, 
1954 a formal abandonment of application Ser. No. 636,184 was filed, after 
an instrument had been recorded in the Patent Office on October 23, 1953 
purporting to assign the application involved here to Nippon Kogaku 
Kogyo K.K., a Japanese corporation. It appears from the records of the 
Patent Office that the present application is void, having been filed by one 
who did not own the mark. Registration on the present application must 
be denied on that ground; but the issue in the opposition will be decided 
as if the application were a valid one although it is void. 

The record consists of copies of opposer’s registrations and applicant’s 
application—the same as was before the Examiner of Trademarks. Ap- 
plicant describes its mark as “a design having the outline of a double 
convex lens in front of an optical prism and with the name NIPPON KOGAKU 
in letters which substantially fill the area of the lens outline.” A com- 
parable description of opposer’s mark reproduced above would be “an 
inverted design of an optical prism with ‘B ampersand L’ substantially 
filling the outline.” 

It is true that opposer owns two registrations showing the inverted 
triangle with truncated apices without any lettering, but the record 
fails to show that the specific marks of these registrations are being used. 
In fact, opposer’s pleading fails specifically to allege present use of the 
marks shown in Regs. Nos. 148,789; 310,108; 385,659; and 542,359, and 
applicant, in its pleading, states that it has no knowledge or information 
sufficient to form a belief as to opposer’s use of the marks shown in the 
registrations, thus effecting a denial. The brochure and catalog pages 
attached to opposer’s pleading, which may be considered as admissions 
against interest, indicate that opposer uses only the mark shown in Reg. 
No. 542,359, reproduced above. 

Opposer’s registrations are prima facie evidence of opposer’s owner- 
ship of the marks, validity of the registrations and opposer’s exclusive 
right to use the marks in commerce in connection with the goods. The 
presumptions are, of course, rebuttable. Assuming, for purposes of this 
proceeding, that opposer is exercising its right, the record indicates that 
the inverted triangle with truncated apices is used only in conjunction 
with “B ampersand L.” 

It is common practice for trademark owners to register the designs 
which form the outline setting of their distinguishing marks, but when a 
registrant of such a design relies upon the registration in a proceeding 
based upon likelihood of confusion, mistake or deception of purchasers, 
he assumes a burden of showing that the design portion of the mark has 
been so used that purchasers recognize the design, standing alone, as in- 
dicating goods emanating from such registrant. In the present case, there 
are no facts presented which tend to discharge that burden. 

Thus, in Bausch & Lomb Optical Company v. International Industries, 
Inc., 61 USPQ 485 (34 TMR 289) (C.C.P.A., 1944), where the applicant 
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sought to register an outline design without words or letters, the Court 
found likelihood of confusion with the present opposer’s registered design. 
But in a companion case entitled Bausch & Lomb Optical Company v. 
International Industries, Inc., 61 USPQ 489 (34 TMR 297) (C.C.P.A., 
1944), where the applicant sought to register the identical outline design 
with the word araus superimposed upon it, the Court found that there 
was no likelihood of confusion, and registration was authorized. 

The goods involved here are neither inexpensive nor casually pur- 
chased. They are of a character likely to be carefully inspected by the 
potential purchaser, and there is nothing in the record to indicate that 
opposer’s products are purchased—or even recognized—merely by the 
inverted truncated triangle standing alone. 

It is true that the wording on the design outline used by applicant 
consists of the primarily geographical word NIPPON and KOGAKU, the trans- 
literation of the Japanese word for “optical,” and it is observed that pur- 
chasers are most likely to recognize NIPPON as indicating Japanese origin, 
since it is a word long and commonly used to mean JAPAN. KOGAKU, on 
the other hand, is not likely to have any significance to the average pur- 
chaser of applicant’s goods other than as an indication of commercial 
origin. This is not to say that applicant has any exclusive rights in the 
word as applied to optical goods (it was properly disclaimed), but the word 
eannot help but make a commercial impression upon purchasers; and it is 
believed that the goods would be more likely to be purchased under the 
word mark NIPPON KOGAKU than under any description of an “outline 
of a double convex lens in front of an optical prism.” 

Considering the marks of the parties in their entireties, as we must, 
and on the record here, it is concluded that applicant’s mark does not so 
resemble opposer’s marks, or any of them, as to be likely, when applied 
to its goods, to cause confusion, mistake or deception of purchasers. 

The decision of the Examiner of Interferences is reversed. 


D. B. FULLER & CO., INC. v. S. STEIN & CO., INC. 


No. 33,131 —- Commissioner of Patents — December 21, 1956 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS—CLASS OF GOODS 
Opposition filed by registrant of RAMA, as used on cotten piece goods, against 
application for TWEEDORAMA, used on woolen fabrics in the piece and cut lengths, 
sustained; applicant’s mark suggests “Tweed of Rama” and, hence, is likely to 
induce purchasers to believe that the fabrics bearing the mark are part of opposer’s 
line. 


Opposition proceeding by D. B. Fuller & Co., Inc. v. 8. Stein & Co., 
Inc., application Serial No. 648,142 filed June 2, 1953. Opposer appeals 
from decision of Examiner of Interferences dismissing opposition. Re- 
versed. 
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Howard A. Rosenberg, of New York, N. Y., for opposer-appellant. 


Edwin Levisohn and Harry Cohen, of New York, N.Y., for applicant- 
appellee. 


LeEEps, Assistant Commissioner. 


An application has been filed to register TWEEDORAMA for woolen fab- 
rics in the piece and in cut lengths, use since May 29, 1953 being asserted. 

Registration has been opposed by the registrant of rama for cotton 
piece goods.? 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The record consists of the pleadings, a copy of opposer’s registration, 
and applicant’s application. 

The only question presented is whether or not persons familiar with 
RAMA cotton piece goods would be likely, upon seeing TWEEDORAMA woolen 
piece goods, to attribute common origin to them. 

RAMA has no significance when applied to cotton piece goods. TWEED- 
ORAMA merely suggests “Tweed of Rama.” In other words, TWEEDORAMA 
is likely to suggest to purchasers that the woolen fabric bearing the mark 
is a tweed in opposer’s line. Under these circumstances, the type of con- 
fusion contemplated by the statute is believed likely to occur, with re- 
sultant damage to opposer. See: D. B. Fuller & Co., Inc. v. Lincoln Fab- 
rics Co., Inc., 110 USPQ 238 (46 TMR 1268) (Com’r., 1956). 

The opposition is sustained, and the decision of the Examiner of Inter- 
ferences is reversed. 


MEDICATED PRODUCTS CO. v. ALICE JEWELRY COMPANY 
No. 34,226 — Commissioner of Patents — December 21, 1956 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

Likelihood of confusion must be determined by considering the commercial 
impressions created by the marks as a whole and not by dissecting them and com- 
paring portions thereof. 

No likelihood of confusion found to exist between opposer’s registration of BRIDES 
PRIDE, used in connection with wedding rings and engagement rings, and BRIDAL 
Parr, used for earrings, necklaces, key rings, bracelets and anklets; the marks do 
not look alike, sound alike nor do they stimulate the same mental impression. 


Opposition proceeding by Medicated Products Co. v. Alice Jewelry 
Company, application Serial No. 666,326 filed May 14, 1954. Opposer ap- 
peals from decision of Examiner of Interferences dismissing opposition. 


Affirmed. 


1. Reg. No. 335,519, issued June 9, 1936 to a predecessor, renewed and published 
in accordance with Sec. 12(c) on July 6, 1948 by opposer. 
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James R. McKnight, of Chicago, Illinois, for opposer-appellant. 


Elliot A. Salter, of Providence, Rhode Island, and Leonard Michaelson, of 
Washington, D. C., for applicant-appellee. 


LeEeEps, Assistant Commissioner. 


An application has been filed to register THE BRIDAL PAIR for earrings, 
necklaces, key rings, bracelets, and anklets made wholly or in part of 
precious metal, use since January 10, 1954 being asserted. 

Registration has been opposed by the registrant of BRIDES PRIDE for 
wedding rings and engagement rings.* 

The Examiner of Interferences dismissed the opposition and opposer 
has appealed. 

The record consists of the pleadings, a copy of opposer’s registration 
and applicant’s application. 

Opposer contends that the sound of the word BRIDE dominates both 
marks, that the second word in each mark begins with the letter “P” 
and that the marks are similar in appearance, sound and significance. 
The use of “Bridal” in one mark and “Bride” in the other, each of these 
words being followed by a word beginning with the letter “P” is insufficient 
to support a finding of likelihood of confusion. Likelihood of confusion 
must be determined by considering the commercial impressions created by 
the marks in their entirety and not by dissecting the marks and comparing 
portions thereof. 

The marks THE BRIDAL PAIR and BRIDE’s PRIDE do not look alike or 
sound alike, nor do they stimulate the same mental association or impres- 
sions. Under such circumstances, there is no likelihood of confusion or 
mistake of purchasers. 

The decision of the Examiner of Interferences is affirmed. 


EX PARTE MONTRES ROLEX (S. A. ROLEX UHREN AG, 
ROLEX WATCH CO. LTD.) 


Commissioner of Patents — December 21, 1956 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS—CLASS OF GOODS 
No likelihood of confusion found to exist between applicant’s oRCHID, used 
upon timepieces, and opposer’s registration of the same mark for finger rings; 
while confusion might be likely between timepieces and some types of jewelry such 
as bracelets, when labeled with the same mark, the goods here involved were not 
likely to be associated in the ordinary course of trade and common knowledge indi- 
cates that manufacturers of watches do not make rings. 


Application for trademark registration by Montres Rolex (S. A. Rolex 
Uhren AG, Rolex Watch Co. Ltd.), Serial No. 1381 filed January 24, 1956. 


1. Reg. No. 551,057, issued November 20, 1951. 
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Applicant appeals from decision of Examiner of Trademarks refusing reg- 
istration. Reversed. 


Chauncey P. Carter, of Washington, D.C., for applicant. 


LeeEps, Assistant Commissioner. 


An application has been filed to register orcuHm for timepieces of all 
kinds and parts thereof. The application is based on Swiss Reg. No. 
158,669 issued November 12, 1955. 

Registration has been refused on the ground that applicant’s mark so 
resembles the mark orcHID previously registered for finger rings' as to be 
likely, when applied to timepieces, to cause confusion or mistake of 
purchasers. 

Applicant has appealed. 

In refusing registration, the Examiner of Trademarks relied upon 
Ex parte Societe Horlogere de Porrentruy, Phenix Watch Co., 8.A., 92 
USPQ 93 (42 TMR 267) (Com’r, 1952), and Ez parte Gemex Company, 
106 USPQ 386 (45 TMR 1519) (Com’r, 1955). Each of these cited cases 
refers to Hamilton Watch Co. v. Young’s, Inc., 40 USPQ 568 (29 TMR 242) 
(Com’r, 1939). In the case first cited applicant’s mark was PHENIx and 
registrant’s mark was PHOENIX. The applicant’s goods were clocks, watches, 
and parts of watches. The registrant’s goods were necklaces, bracelets, 
finger rings, jewelry clips, brooches and earrings. 

In the second case cited, the mark which applicant sought to register 
was RHAPSODY, the same as registrant’s mark. Applicant’s goods were 
bracelets, watch bracelets and watch bands, and registrant’s goods were 
watches. 

In the third case cited, the involved mark was HAMILTON. Petitioner’s 
goods were watches, and respondent’s goods were watch chains, bracelet 
attachments and neck chains and ornaments. 

It will be seen that in each of the cited cases there were involved 
watches and bracelets—some of which were specifically identified as watch 
bracelets and others of which were identified in a manner not to exclude 
watch bracelets. In view of the probable association of watches and 
bracelets in the minds of purchasers both at the time of purchase and 
thereafter, use of the same or substantially the same mark on such items 
would unquestionably lead the purchasing public to believe that such prod- 
ucts had common origin. 

In the present case, however, the goods involved are timepieces and 
finger rings. These items are not believed likely, in the ordinary course 
of trade, to be associated, either at the time of purchase or thereafter. 
On the record here it is concluded, that in view of the differences in 
goods and the fact, which is common knowledge, that manufacturers of 
watches do not ordinarily make or sell finger rings, purchasers are not 


1. Reg. No. 188,767, issued September 2, 1924 and renewed. 
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likely to attribute common origin to them when sold under the same or 
substantially the same marks. 

The decision of the Examiner of Trademarks is reversed, and appli- 
eant’s mark should be published in accordance with Section 12(a). 





CHAMBERLIN v. METAL CRAFT, INC. 
(assignor to WEINTRAUB) 


No. 33,197 — Commissioner of Patents — January 3, 1957 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Applicant seeks to register CLUB-cAR for caddy carts and registration is opposed 
by the manufacturer of golf carts on basis of prior use of KLUB-KART. While the 
evidence shows that opposer has been in the business of manufacturing golf carts 
since prior to 1940, opposer has failed to establish rights in CLUB-KART superior 
to those of applicant’s CLUB-CAR. 





REGISTRATION PROCEDURE—APPLICATION 
Evidence indicates that applicant’s date of first use was incorrect and therefore 
registration is withheld until competent evidence substantiating the date is pre- 
sented and application is amended identifying the goods by their common com- 
mercial name “golf carts” instead of “caddy carts.” 


Opposition proceeding by Joseph F. Chamberlin, v. Metal Craft, Inc. 
(assignor to Morris Weintraub), application Serial No. 652,964 filed 
September 9, 1953. Opposer appeals from decision of Examiner of Inter- 
ferences dismissing opposition. Affirmed. 


Albert J. Fihe, of Burbank, California, for opposer-appellant. 
James H. Inttlepage, of Washington, D. C., for applicant-appellee. 


LeeEps, Assistant Commissioner. 


An application as been filed to register cLUB-caR for caddy carts, use 
since July 27, 1953 being asserted. 

Registration has been opposed by a manufacturer of golf carts and 
accessories who claims earlier use of KLUB-KaRT for golf carts. 

The Examiner of Interferences held that opposer had failed to estab- 
lish use of the pleaded mark at or about the time the opposition was filed 
and no facts were presented from which probable damage to opposer could 
be inferred. The opposition was dismissed. 

Opposer has appealed. 

Opposer’s record shows that he makes and sells carts for carrying golf 
bags, commonly called “golf carts,” and he apparently has been in that 
business since before 1940. Opposer testified that he had been using KLUB 
KART on golf bag carts since “somewhere around 1943.” The oral testimony 
of opposer and his witnesses is neither clear nor convincing. It is charac- 
terized by inconsistencies and is unsupported, for the most part, by docu- 
mentary evidence. Opposer’s own testimony as to his business operations is, 
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in many respects, contradicted by and inconsistent with that which he gave 
in 1952 in Joseph F. Chamberlin v. American Steel Box Corporation, 
Opposition No. 30,756, copy of which was introduced by applicant. 

So far as the testimony is supported by documentary evidence, it ap- 
pears that opposer distributed a brochure-price list with an effective date 
of January 1, 1949 in which GoLF KLUB KART is advertised as “The ‘auto- 
matic’ Golf Cart—The Kart That Closes with the Handle.” GoL_r KLUB 
KART and KART and CART are used synonymously in the price list. 

An undated brochure-price list advertising and listing GOLF KLUB- 
KART was not properly identified as to date—one witness testifying that 
it was distributed in 1950 and opposer himself testifying that it was 
distributed in 1952. Neither witness was able to fix the date with any 
particularity, and neither gave any reason for remembering the specific 
document at all. 

A third brochure-price list with an effective date of March 1, 1954 
advertising GOLF KLUB KART and setting forth “The Economy Kart Specifi- 
cations” was effective—and presumably printed—after the opposition was 
filed. 

Opposer testified that he advertises at a rate of from $5,000 to $50,000 
annually ; that KLUB KART is always advertised with KADDIE KART, a mark 
used by opposer, and that he takes a page in “Golfdom” a nationally cir- 
culated golf magazine, every month. There is only one issue of the maga- 
zine in the record, and it is dated March, 1954—after the opposition was 
filed. Oddly enough, when this same opposer testified in 1952 in his op- 
position against American Steel Box Corporation, referred to above, there 
were introduced sixteen of opposer’s “Golfdom” advertisements in issues 
distributed in 1950, 1951 and 1952, and it is apparent from opposer’s testi- 
mony in that case that KLUB KART Or GOLF KLUB KART did not appear in 
such advertisements. 

A labeling decaleomania showing GOLF KLUB KART with the tradename 
and address of “KLUB KART MFG. CO., 105 N. Clark St., Chicago, III.” 
was stated by opposer to have been used from “somewhere around 1943” 
and for years thereafter ; but in 1952 opposer testified that he had operated 
only under the names GOLF CART SUPPLY COMPANY, KADDIE KART MANUFAC- 
TURING COMPANY, GOLF CART SUPPLY SERVICE and CHAMBERLIN METAL PROD- 
UCTS. 

A second labeling decaleomania showing GOLF KLUB KART with the trade- 
name GOLF CART SUPPLY co. and an address of 2226 Wabansia Avenue, Chi- 
cago, was stated by opposer to have been made in the spring of 1953 when 
he moved his business to that address. It is noted that invoices dated as 
late as May of 1954 carry the address of 1466 West Madison St., Chicago, 
where opposer’s business was located when he gave testimony in the pre- 
viously mentioned opposition in 1952. There are no orders in evidence which 
indicate when any of the labeling decalcomanias actually were purchased. 
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The earliest invoice in evidence is dated April 30, 1954—after this 
opposition was filed. It is noted that the invoices in evidence, of which 
there are four indicating completed sales of goods, have the terms KADDIE 
KART Or KO-LAP-SI KARTS printed thereon, whereas the term KLUB KART is 
typed thereon. There is no explanation as to why this distinction is made. 
If opposer has, in fact, been continuously using KLUB KART Or GOLF KLUB 
KART as alleged, it would seem that the term would be printed on the forms 
as are KADDIE KART and KO-LAP-SI KART. An explanation would have been 
in order. 

Opposer has failed to establish rights in KLUB KART Or GOLF KLUB KART 
which could be considered superior to applicant’s rights in cLUB caR for 
golf carts; and no facts appear from which damage to opposer can be 
inferred. The opposition is, therefore dismissed. 

The Examiner of Interferences properly held that applicant’s record 
indicates that its alleged dates of first use are incorrect and, in the event 
applicant ultimately prevails in this proceeding, registration should be 
withheld until competent evidence substantiating the alleged dates is pre- 
sented, or the application is amended correctly to set forth the dates. 

The decision of the Examiner of Interferences is affirmed. 

Applicant has identified its goods as “caddy carts,” whereas the common 
commercial name appears to be “golf carts” or “carts for carrying golf 
clubs.” In the event applicant ultimately prevails in this proceeding, 
registration will be withheld pending submission of an amendment to the 


application identifying the goods by their common commercial name. 


POLAROID CORPORATION v. GOULD-NATIONAL 
BATTERIES, INC. 


No. 33,135 —- Commissioner of Patents —— January 3, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

Applicant seeks to register POLY-RED for storage batteries and registration is 
opposed by registrant of POLAROID as used for photographic equipment. The oppo- 
sition was dismissed by examiner on the grounds that the cumulative differences 
in the marks and the goods were sufficient to preclude likelihood of confusion. 
The evidence shows that opposer has used his mark POLAROID on numerous items 
and has extensively advertised the marks in connection with the goods for many 
years. Applicant manufactures a storage battery using a red polystyrene molded 
container and elements which it sells under the mark POLY-RED. Opposer contends 
that its flashbulbs are used in connection with dry cell batteries but the batteries 
are not manufactured by opposer and it is deemed unlikely that the consumers 
would attribute common origin to the products; nor is confusion likely between 
POLAROID sun glasses and POLY-RED storage batteries. Therefore the decision is 
affirmed. 


Opposition proceeding by Polaroid Corporation v. Gould-National 
Batteries, Inc., application Serial No. 648,393 filed June 8, 1953. Opposer 
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appeals from decision of Examiner of Interferences dismissing opposition. 
Affirmed. 


Brown & Mikulka, of Cambridge, Massachusetts, for opposer-appellant. 


John E. Stryker, of St. Paul, Minnesota, and Bacon & Thomas, of Wash- 
ington, D.C., for applicant-appellee. 


LeeEps, Assistant Commissioner. 


An application, has been filed to register poLy-REp for storage bat- 
teries, use since January 2, 1953 being asserted. 

Registration has been opposed by the registrant of poLarow for a 
crystalline material in a light-transmitting medium for use in connection 
with optical devices; for cases for filters and eyeglasses;? for glass 
sheets and laminations of glass sheets ;* for stereoscopic viewers ;* for elec- 
tric lamps; for pliers; for transparent plastic material in sheets and 
blocks;? for printing inks;* for lacquers and lacquer thinners;® for 
filters, lenses, eyeglasses and goggles;’® for optical bench elements; 
for photographic process tanks, squeegees and photographic printing 
rolls ;?* for photographic fixing baths, wash-off baths, developers and print- 
ing solutions;'* for publications and manuals relating to polarization of 
light ;* for light-polarizing plastic sheets for industrial use, cameras and 
camera accessories, film, film spools, sensitized papers and television screen 
filters ;*° and for publications and manuals relating to photography and 
photographic prints and enlargements.’® 

The Examiner of Interferences held that the cumulative differences in 
the marks and the goods were sufficient to preclude any reasonable likeli- 
hood of confusion, and the opposition was dismissed. 

Opposer has appealed. 

The record shows, and it is not questioned by applicant, that opposer 
is a highly successful manufacturer of light-polarizing equipment, photo- 
graphic equipment and accessories and supplies, sun glasses and visors, 
automotive headlight systems, and other items utilizing light polarization; 


Reg. . 337,404, issued Aug. 4, 1936 to a predecessor, and renewed. 

Reg. . 388,047, issued June 10, 1941. 

Reg. . 388,251, issued June 17, 1941. 

Reg. . 388,721, issued July 8, 1941. 

Reg. . 388,722, issued July 8, 1941. 

Reg. . 391,449, issued Nov. 11, 1941. 

Reg. . 394,030, issued Mar, 17, 1942. 

Reg. . 398,917, issued Dec. 1, 1942. 

Reg. . 399,122, issued Dec. 15, 1942. 

Reg. No. 399,329, issued Dec. 29, 1942, 

Reg. . 404,054, issued Nov. 2, 1943. 

Reg. . 422,100, issued July 2, 1946. 

Reg. . 423,776, issued Sept. 10, 1946. 

Reg. . 426,802, issued Jan. 14, 1947. 

Reg. . 540,179, issued Mar. 27, 1951. 

Reg. No. 579,986, issued Sept. 15, 1953. It is noted that during the pendency 
of this proceeding opposer obtained Reg. No. 588, 530 for x-ray film casettes and x-ray 
film processing apparatus. 


SLX Por yr 
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opposer has used its mark on numerous items since the middle 1930’s, the 
mark has been extensively advertised in connection with the goods; and 
sales have been substantial and very extensive. POLAROID symbolizes a busi- 
ness and product good will of great value to opposer. 

Applicant is, and since 1918 has been, engaged in the business of manu- 
facturing and selling storage batteries. Early in 1952 applicant com- 
menced the manufacture of a new type of storage battery featuring a red 
polystyrene molded container and red cover elements, and in February 
of 1952 it first began selling these batteries under the trademark POLY-RED. 
Its sales under the mark during the first two years amounted to more than 
four hundred thousand dollars in value, and it spent in excess of fifty 
thousand dollars in advertising its POLY-RED storage batteries. 

The considerable difference in the products of the parties is obvious; 
but opposer bases its claim for relief primarily on the grounds, that (1) 
it sells photographic flash guns under its POLAROID mark and such flash 
guns incorporate in them dry cell batteries; (2) it sells automotive visors 
and sun glasses under its POLAROID mark through automobile accessory 
dealers; and (3) it sells to technicians, industry officials, and in some in- 
stances to the public, a system of automobile headlight illumination em- 
ploying polarized light for the elimination of headlight glare. 

The fallacy of opposer’s first contention is demonstrated by the testi- 
mony of its witnesses showing that opposer neither makes nor sells dry 
cells. It purchases dry cells for its photographic flash guns from manu- 
facturers and incorporates them in the flash gun sold to the public. 
The dry cells bear the trademark of the manufacturer of the dry cell— 
and not the trademark poLtarow. The record fails to show any facts which 
remotely suggest that opposer’s trademark rights and good will extend to 
dry cell batteries. The contention is without merit. 

Referring to opposer’s second contention, the question is whether or 
not purchasers in an automobile accessory store—which may sell the prod- 
ucts of both parties—are likely to attribute common origin to POLAROID 
sun glasses and automotive visors and POLY-RED storage batteries. The sub- 
stantial difference in the appearance, sound and significance of the marks, 
when applied to the respective products, can lead only to a negative 
answer. The contention is without merit. 

The third contention is equally without merit, since there is nothing 
in the record which tends to show that the storage batteries and headlight 
systems employing polarized light bear any relationship to each other, 
except that both are used in automobiles; and since the marks neither look 
alike, sound alike nor have similar significance, there is no likelihood of 
confusion. 

Considering the facts in the record, and the marks, when applied to the 
goods of the parties, the conclusion is reached that likelihood of confusion 
or mistake of purchasers as between POLAROID products and POLY-RED stor- 
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age batteries is non-existent; and there are no other facts from which 
damage to opposer can be inferred. 
The decision of the Examiner of Interferences is affirmed. 


CHAMP HATS, INC. v. SHOE CORPORATION OF AMERICA 
No. 32,708 —- Commissioner of Patents — January 4, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MarkKS 

Applicant seeks to register STATE CHAMPS for basketball shoes and registration 
is opposed by registrant of THE CHAMP, THE LIGHTWEIGHT CHAMP BY LA SALLE, 
MIDDLEWEIGHT CHAMP, SKY CHAMP, FEATHER WEIGHT CHAMP, GOLF CHAMP, TENNIS 
CHAMP and PIN-UP CHAMP as used for men’s and boys’ hats and caps. Opposer 
has manufactured caps and hats for many years and has spent substantial sums 
in advertising and the record shows that opposer’s mark CHAMP alone and in 
various combinations symbolizes valuable good will. Applicant has used its mark 
since 1952. While the record shows the boys’ shoes, hats and caps are often sold 
in the same stores, it fails to show that basketball shoes are sold in the same shoe 
department with other shoes for men and boys. Since basketball shoes are con- 
sidered athletic equipment rather than apparel, purchasers are not likely to asso- 
ciate common origin and therefore the dismissal of the opposition is affirmed. 


Opposition proceeding by Champ Hats, Inc. v. Shoe Corporation of 
America, application Serial No. 629,961 filed May 20, 1952. Opposer ap- 
peals from decision of Examiner of Interferences dismissing opposition. 


Affirmed. 


Sigmund H. Steinberg, of Philadelphia, Pennsylvania, for opposer-appel- 
lant. 


A. Yates Dowell, of Washington, D. C., for applicant-appellee. 


LeEEps, Assistant Commissioner. 


An application has been filed to register state CHAMPs for basketball 
shoes, use since March 24, 1952 being asserted. 

Registration has been opposed by the registrant of the following marks 
for men’s and boys’ hats and caps: THE CHAMP,’ THE LIGHTWEIGHT CHAMP 
BY LA SALLE,? MIDDLEWEIGHT CHAMP,* SKY CHAMP with a drawing of an air- 
plane in flight,* FEATHERWEIGHT CHAMP,’ GOLF CHAMP,® TENNIS CHAMP,’ 
and PIN-UP CHAMP.® 


1. Reg. No. 387,948, issued June 10, 1941 to a predecessor and published in 
accordance with Sec. 12(c) on May 31, 1949 by opposer. 

2. Reg. No. 346,141, issued May 18, 1937 to a predecessor and published in 
accordance with Sec. 12(c) on May 31, 1949 by opposer. 

3. Reg. No. 391,689, issued Nov. 18, 1941 to a predecessor and published in 
accordance with Sec. 12(c) on May 31, 1949 by opposer. 

4. Reg. No. 392,124, issued Dec. 9, 1941 to a predecessor and published in 
accordance with Sec. 12(c) on May 31, 1949 by opposer. 

5. Reg. No. 554,396, issued Feb. 5, 1952. 

6. Reg. No. 571,568, issued Mar. 10, 1953. 

7. Reg. No. 564,720, issued Sept. 30, 1952. 

8. Reg. No. 544,120, issued June 19, 1951. 
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The Examiner of Interferences held that in view of the cumulative dif- 
ferences in the marks and the goods, confusion was unlikely, and the op- 
position was dismissed. 

Opposer’s record shows that it is a manufacturer of men’s and boys’ 
hats and caps, ranking first in the industry in the production and sale of 
popular priced hats and fourth or fifth in the industry in the overall pro- 
duction and sale of such hats and caps. It has used THE cHaAmpP for its 
products since 1933, and apparently at various times it has used the 
other registered marks on hats, except that TENNIS CHAMP and GOLF CHAMP 
have been used only on caps. Opposer sells its hats and caps to the public 
chiefly through haberdasheries and men’s specialty shops and in some de- 
partment stores throughout the United States and Puerto Rico. Approxi- 
mately one million dollars have been spent in the past ten years in advertis- 
ing CHAMP hats in national magazines, newspapers and trade periodicals, 
and annual sales volume amounts to between seven and eight million dollars 
in value. 

There is no doubt but that opposer’s mark cHamp, both alone and in 
its various combinations with other words, symbolizes a valuable goodwill in 
the hat industry. 

Applicant’s record shows that it is a manufacturer of shoes and ap- 
parently on the various types of shoes which it manufactures it uses dif- 
ferent trademarks. In 1952 it adopted the mark sTaTE cHamps for its 
basketball shoes, and between the time of adoption and the time testi- 
mony was taken in September of 1954—a period of two and a half years— 
almost one hundred fifty thousand pairs of sTaTE CHAMPs basketball shoes 
had been sold through applicant’s own retail stores and its leased depart- 
ments in department stores. Basketball shoes have been advertised under 
the mark, but there is no satisfactory evidence concerning advertising ex- 
penditures. 

The only question is whether purchasers of basketball shoes would be 
likely, upon seeing the mark sTaTE CHAMPS on them, to associate them with 
opposer or its cHAMP hats and caps, or to believe that state cHAMpPs basket- 
ball shoes and cHamp hats and caps come from the same source, thereby 
resulting in confusion or mistake of purchasers. 

The record shows that men’s and boys’ shoes and hats and caps are 
often sold in haberdasheries and men’s specialty shops; but it fails to show 
that basketball shoes are sold in such shops. The record also shows that 
men’s and boys’ shoes and hats and caps are often sold in different depart- 
ments in department stores and the departments sometimes are not far 
separated from each other; but it fails to show that basketball shoes are 
sold in the same shoe department with other shoes for men and boys. 

The record further shows that opposer frequently uses the names and 
pictures of famous sport stars in advertising its cHAmp hats, but it is com- 
mon knowledge that many other manufacturers of various other products 
do likewise. 
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Basketball shoes are not generally considered to be an article of ap- 
parel. They are more likely to be thought of by purchasers as athletic equip- 
ment than shoes. Purchasers, therefore, are not likely to associate basket- 
ball shoes with apparel such as hats and caps. Furthermore, there is noth- 
ing in the record which indicates that basketball shoes and hats and caps 
are ever manufactured by a single company, or that when basketball shoes 
and hats are sold by or in a single store, they are sold under similar marks. 
There is no evidence of industry practices which might lead purchasers to 
attribute common origin to STATE CHAMPS basketball shoes and cHAMP 
hats and caps. 

The record fails to show any facts from which damage to opposer can 
be inferred. 

The decision of the Examiner of Interferences dismissing the opposi- 
tion is affirmed. 


DOLCIN CORPORATION v. HARVEY LABORATORIES, INC. 
No. 33,236 — Commissioner of Patents — January 8, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MarRKS 
Applicant seeks to register DOLAMIN for a liquid medicine for relief of neuralgic 
pain and registration is opposed by registrant of DoLcin for medicinal preparations 
used in treatment of all forms of rheumatoid conditions, neuritis and bursitis. 
Since applicant’s product is administered hypodermically by a physician while 
opposer’s is sold over the counter to the general public confusion is not deemed 
likely. 


Opposition proceeding by Dolcin Corporation v. Harvey Laboratories, 
Inc., application Serial No. 649,053 filed June 25, 1953. Opposer appeals 
from decision of Examiner of Interferences dismissing opposition. Af- 
firmed. 


A. A. Orlinger, of New York, N. Y., for opposer-appellant. 
Gustave Miller, of Washington, D. C., for applicant-appellee. 


Leeps, Assistant Commissioner. 

An application has been filed to register poLamin for “a liquid medi- 
cine in ampule form for local and perineural infiltration, in the relief of 
neuralgic pain.” Use since March 1, 1947 is asserted. 

Registration has been opposed by the registrant of potcrn for medicinal 
preparations for treatment of all forms of the rheumatoid state including 
rheumatism, arthritis, rheumatic fever, certain forms of sciatica and neu- 
ritis, bursitis, fibrositis, myositis and lumbago.* 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 


1. Reg. No. 429,323, issued April 29, 1947. 
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The record consists of the pleadings, a copy of opposer’s registration 
and applicant’s application. 

Upon reading the briefs of the parties and hearing their arguments 
on appeal, it became apparent that the real basis of the controversy lay 
in applicant’s identification of its product, and the recommendation was 
made at the conclusion of the hearing that applicant submit an amend- 
ment to its application to identify more clearly and specifically its product. 
Thereafter, an amendment was filed identifying the product as “a liquid 
medicine limited in its use to relief of neuralgic phases of somatic pain, 
in ampule form for local and perineural infiltration hypodermically by 
physicians, and for sale only for use by physicians.” The amendment is 
approved for entry; and it is this identification of applicant’s product 
which is considered herein. 

It appears from a label which opposer attached to its pleading, and 
opposer does not deny, that the product which it sells is sold over-the- 
counter to the general public. 

The “average purchasers” of the products of the parties are not the 
same ; and in view of this fact, and of the differences in the physical prop- 
erties of the products and their purposes, and of the differences in the 
marks, it is concluded that applicant’s mark does not so resemble opposer’s 
previously registered mark as to be likely, when applied to its product, 
to cause confusion, mistake or deception of purchasers. 

The decision of the Examiner of Interferences is affirmed. 


S. C. JOHNSON & SON, INC. v. THE J. R. 
WATKINS COMPANY 


No. 32,741 —— Commissioner of Patents — January 8, 1957 


REGISTRABILITY—DESCRIPTIVE TERMS 
REGISTRABILITY—CONFUSINGLY SIMILAR MaRKS 
Applicant seeks to register GLO-SHEEN for wood polishes and is opposed by 
GLO-CoAT for paint enamels and liquid polishes. Opposer has sold self-polishing 
liquid floor wax under its mark GLO-coaT since 1932 and has expended large sums 
in national advertising. Applicant adopted its mark in 1952 with knowledge of 
opposer’s mark and advertising. Applicant’s contention that absence of evidence 
of actual confusion creates a presumption against likelihood of confusion applies 
only in cases of long and extensive use. Record fails to show extensive use or 
substantial consumer demand for applicant’s product. 
REGISTRABILITY—SUGGESTIVE MARKS 
While GLo as used in the marks is suggestive of the results obtained by use 
of the products there is no competent evidence showing common usage in the trade. 
Both products would normally be thought to emanate from a single producer if 
sold under the same mark and hence GLO-SHEEN is likely to be considered by the 
consumer to be another product of the well known manufacturer of GLO-CcOAT and 
therefore the opposition is sustained. 
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Opposition proceeding by S. C. Johnson & Son, Inc. v. The J. R. 
Watkins Company, application Serial No. 628,314 filed April 18, 1952. 
Applicant appeals from decision of Examiner of Interferences sustaining 
opposition. Affirmed. 


Mead, Browne, Schuyler & Beveridge, of Washington, D.C. and Harold 
F. Greiveldinger, of Racine, Wisconsin, for opposer-appellee. 


Theodore W. Miller, of Chicago, Illinois, for applicant-appellant. 


LeeEps, Assistant Commissioner. 

An application has been filed to register GLO-SHEEN for a polish for 
wood and metal surfaces, use since March 24, 1952 being asserted. 

Registration has been opposed by the registrant of aLo-coat for paint 
enamels and liquid polish for wood, metal and other surfaces.’ 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

Opposer’s record shows that since 1932 it has sold a self-polishing 
liquid floor wax under the trademark auLo-coat throughout the United 
States and in a number of foreign countries. Sales volume has approxi- 
mated one hundred sixty million dollars in value, and expenditures in 
advertising GLO-coaT have exceeded twenty-two million dollars. Adver- 
tising media have included nationally circulated consumer magazines, and 
network radio and television. It is apparent that opposer had established 
a substantial business and product goodwill symbolized by the mark 
GLo-coaT long prior to applicant’s adoption of GLO-SHEEN for its polish; 
and opposer’s mark is well-known. 

In 1952 applicant commenced using GLO-SHEEN on a silicone-type 
furniture polish. Applicant’s vice-president who selected the mark testi- 
fied that opposer’s use of aLo-coaT on floor polish was and had been well- 
known to him for several years, and that he was familiar with opposer’s 
advertising. 

The question presented is whether or not average purchasers of fur- 
niture polish and floor polish are likely, upon seeing GLO-SHEEN furniture 
polish, to associate it with cLo-coat floor polish and assume that the 
products have a common origin. 

Applicant contends that there is no likelihood of confusion because: 
(1) coat in opposer’s mark is “wholly generic,” and GLo is “publici juris, 
in common use descriptively of the goods and not susceptible of exclusive 
appropriation by opposer either alone or in combination with a wholly 
generic word such as coaT”’; (2) no secondary meaning of GLo-coaT has 
been established by opposer; (3) opposer’s primary mark is JOHNSON’s 
and GLO-coaT is a secondary or grade or style mark, and the question to 
be determined is likelihood of confusion between GLO-SHEEN and JOHNSON’S 
GLO-coaT; (4) where the goods of both parties have been extensively sold 





1. Reg. No. 321,304, issued Jan. 29, 1935, renewed, and published in accordance 
with See. 12(c) on April 27, 1948. 



















Sel cil ie te cake 








: avy ee 
Sa iin mtn nn nil alia 



































418 THE TRADEMARK REPORTER Vol. 47 T.M.R. 


and there has been no actual confusion, the presumptions are against 
likelihood of confusion; (5) highly suggestive marks must be substan- 
tially identical in appearance, sound or meaning if likelihood of confusion 
is to be found; and (6) marks must be considered in their entireties. 

These contentions will be discussed in the order set forth. 

Aside from the fact that applicant did not file a pleading challenging 
the validity of opposer’s mark and seek any affirmative relief, the record 
is devoid of evidence which tends to show that GLO is in common use to 
describe waxes or polishes, or to show that aio is not susceptible of exclu- 
sive appropriation as a component of a trademark. The word “glow” 
may, of course, be used by the public in its primary sense; but the record 
fails to show that the word “glow” or its phonetic equivalent, is used 
either by opposer, or applicant, or other competitors, or the public to 
describe waxes or polishes. Applicant’s first contention is unsupported by 
the record. 

With reference to the second contention, there was no necessity for 
opposer’s offering any proofs to establish secondary meaning of its mark, 
since the record fails to show that GLo-coaT is anything other than a term 
which is suggestive of the results of using opposer’s product. The con- 
tention has no merit. 

Referring to the third contention, it is true that opposer uses JOHN- 
SON’s as well as GLO-coaT on its packages, but the extensive advertising 
carried on by opposer has been designed to create a consumer demand for 
GLO-coAT. The record establishes that GLo-coaT is opposer’s trademark for 
liquid wax, or floor polish; and it fails completely to show that GLo-coaT 
is either a secondary mark, or a grade or style mark. It is observed that 
applicant uses WATKINS with GLO-SHEEN in the same way as opposer uses 
JOHNSON’s with GLO-coAT, yet applicant seeks to. register GLO-SHEEN—not 
as a secondary, or grade, or style mark, but as a trademark for its polish. 
The question, therefore, is that of likelihood of confusion, mistake or 
deception of purchasers as between GLO-SHEEN furniture polish and GLo- 
coaT floor polish. Applicant’s third contention has no merit. 

Applicant’s fourth contention seems to be based on the theory that in 
the absence of evidence of actual confusion in these cases a presumption 
arises against likelihood of confusion. Such a presumption can arise only 
if there has been long and extensive use. The record shows that during the 
sixteen months from November of 1952 to April of 1954, applicant’s sales 
nationally approximated $76,000—an average of $4,750 worth per month; 
and only two advertisements have appeared in nationally circulated maga- 
zines in which GLO-SHEEN furniture polish was advertised with other of 
applicant’s products (one advertisement appeared in 1953 and the other 
in April of 1954). Applicant obviously has not had long use (the applica- 
tion was filed in April of 1952 with the asserted date of first use of March, 
1952; and the opposition was filed in July of 1953); and the record fails 
to show that the use has been extensive, or that any real consumer demand 
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has been created, or that in so short a time evidence of actual confusion 
would normally have come to the attention of the parties. No presumption 
against likelihood of confusion arises under the facts of this case. 

In support of its contention that highly suggestive marks must be 
substantially identical in appearance, sound or meaning if likelihood of 
confusion is to be found applicant cities Kellogg Company v. National 
Biscuit Company, 39 USPQ 296 (28 TMR 569) (S. Ct., 1938); Ex parte 
Harzfeld’s, Inc., 100 USPQ 31, 32 (44 TMR 572) (Com’r, 1953); and 
Brown Shoe Company v. Chris Laganas Shoe Co., 100 USPQ 146, 147 
(44 TMR 678) (Com’r, 1954). The matter of “highly suggestive marks” 
was not involved in the case first cited, and it therefore provides no sup- 
port for applicant’s contention. In the second case cited, the marks under 
consideration were URBAN-SUBURBAN CLASSICS, URBANITES, HOBNAIL URBAN- 
ITES and TWEEDIES SUBURBAN for shoes. There it was held: “In view of the 
suggestive nature of the marks when applied to the goods of the parties, 
potential purchasers, in my opinion, are not likely to be led by similarity 
of the marks to believe that applicant’s shoes emanate from either or both 
of the registrants.” The decision provides no support for applicant’s con- 
tention. In the third case cited, the marks under consideration were AIR 
STEP and AIR STRIDE for shoes. In the decision it was stated: “ ‘Air’ (‘Aire.’), 
‘Step’ and ‘Stride’ are all words in common usage as parts of marks in 
the shoe manufacturing industry. Each has been registered scores of times 
in combination with other words. When highly suggestive words in common 
usage are adopted and used as parts of marks, the area of likelihood of 
conflict is somewhat limited, and the aura of protection is less extensive 
than in the case of coined, fanciful and arbitrary marks. A mark claimed 
to conflict, under those circumstances, must be substantially identical in 
sound, appearance or significance with an opposer’s mark before likelihood 
of confusion, mistake or deception will be found, particularly when there 
is no evidence of any kind upon which a determination may be made.” 
Resolving doubt in favor of the prior user in that case, it was concluded 
that confusion, mistake or deception of purchasers was likely. The decision 
provides support for applicant’s contention only in those cases where 
highly suggestive words in common usage are adopted and used as parts 
of marks. In the present case aio as used in the marks under considera- 
tion is suggestive of the results of using the products, and there is no 
competent evidence of common usage in the floor and furniture polish 
manufacturing industry. The cited case provides no support for applicant’s 
contention on the facts of this case. 

Applicant’s final contention is so well established in the field of trade- 
mark law that citation of authorities would be superfluous. The marks 
are GLO-COAT and GLO-SHEEN used on floor polish and furniture polish, 
respectively. The products are such that they would normally be attributed 
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to a single producer if sold under the same mark. Turning now to the 
marks, both are hyphenated compound words with the prefix GLo—a 
contraction of the ordinary English word “glow.” No satisfactory reason 
is offered for applicant’s adoption of this component of opposer’s mark 
which was well known to its vice-president who selected GLO-SHEEN. Since 
opposer has extensively used and widely advertised auio-coat for floor 
polish over a long period of time, and has built a large consumer demand 
for the product sold under the mark, it is concluded that average pur- 
chasers are likely, upon seeing GLO-SHEEN furniture polish, to assume that 
it is another polish in opposer’s line of products. Under such circumstances, 
confusion and mistake of purchasers, within the contemplation of the 
statute, are likely to occur. 
The decision of the Examiner of Interferences is affirmed. 


THE KALART COMPANY, INC. v. THE CAMERA-MART, INC. 


No. 6,228 — Commissioner of Patents — January 8, 1957 


CANCELLATION PROCEDURE—EVIDENCE 

Petitioner seeks to cancel the registration of CAMART for cameras, tripods and 
lenses for motion picture cameras on the basis of its mark KALART and KALART in 
combination with other terms for photographic equipment. The examiner ruled that 
the marks were such that they were likely to cause confusion but the evidence 
shows that respondent’s equipment is sold under the mark CAMART to professional 
users in the motion picture and television industry while petitioner’s products are 
sold to the general public and therefore confusion is not deemed likely and the 
decision sustaining the petition is reversed. 


Cancellation proceeding by The Kalart Company, Inc. v. The Camera- 
Mart, Inc., Registration No. 581,796 issued November 3, 1953. Registrant 
appeals from decision of Examiner of Interferences sustaining petition. 
Reversed. 


Frederick E. Hane, of New York, N.Y., for petitioner-appellant. 
Brower, Brill & Gangel, of New York, N.Y., for respondent-appellee. 


Leeps, Assistant Commissioner. 

A petition has been filed to cancel the registration of camart for 
cameras, camera dollies and parts thereof, tripods, lenses for motion pic- 
ture cameras, camera mounts, lens extension tubes, motion picture cameras 
and electric motors, and housings commonly known as blimps.’ The reg- 
istration issued on November 3, 1953. 


1. Reg. No. 581,796. 
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Petitioner is the registrant of KALART,? KALART SISTOGUN,® KALART 
SYNCHRONIZED,‘ KAI (RT SYNCHROSCOPE,® KALART,® KALART MULTIFLASH,’ and 
KALABRAK.® Petitioner also is registrant of craic for photographic attach- 
ments and accessories, and PROJECTO-EDITOR for film splicers and winders 
and carrying cases for film editors.?° 

The Examiner of Interferences held that the similarity of camMarT and 
KALART was such as to be likely to cause confusion, mistake or deception 
of purchasers and recommended cancellation of respondent’s registration. 
Respondent has appealed. 

Petitioner’s record shows that it is a manufacturer of still cameras, 
camera range-finders, flashguns, photoflash synchronizers, and other camera 
parts and accessories, which it sells through distributors and dealers under 
its principal trademark KaLarT, although KALART is sometimes combined 
with other terms to form specific trademarks for specific items. Petitioner 
has advertised its products rather extensively since 1932 or 1933 in trade 
periodicals and consumer magazines. Sales have been nationwide and in 
some foreign countries. 

In 1949 petitioner purchased Craig Manufacturing Co. which had for 
a long time manufactured motion picture film splicers, film rewinding 
equipment and film cement and sold them under the trademark craic, 
and motion picture editors and viewers which it sold under the trademark 
PROJECTO-EDITOR. In 1950 petitioner commenced manufacture of these 
items, and it continued to sell them under the trademarks just mentioned. 
These items are sold to ultimate purchasers through the same distributors 
and dealers who sell the KALART items; and they are advertised in photo- 
graphic and motion picture trade periodicals. 

Respondent’s record shows that it is a manufacturer of camera dollies 
—both boom-arm and tripod dollies—housings used to deaden the noise 
of camera motors (commonly known as blimps), television microphone 
booms, prisms and accessories for television cameras, professional scout 
camera supports and tripods, lens extension tubes, and slates and clap- 
sticks for sound production. These items are sold under the caAmMarT trade- 
mark by respondent directly to professional users in the motion picture 
and television industry. They are not sold to the general public nor to 
retail outlets. The items are advertised under the mark only in television 
and motion picture trade periodicals. 
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2. Reg. No. 360,029, issued Sept. 6, 1938 for cameras and attachments therefor. 
3. Reg. No. 380,319, issued Aug. 20, 1940 for an attachment for controlling a 
camera flashgun. 

4. Reg. No. 383,312, issued Dec. 3, 1940 for accessories for cameras and parts 
thereof. 

5. Reg. No. 386,657, issued Apr. 22, 1941 for cameras and parts thereof. 

6. Reg. No. 417,329, issued Oct. 23, 1945 for photographic products, camera 
accessories and parts thereof. 

7. Reg. No. 422,688, issued Aug. 6, 1946 for camera attachments and accessories. 

8. Reg. No. 439,596, issued July 6, 1948 for synchronizer brackets, range finders 
and photographic battery cases. 

9. Reg. No. 581,784, issued Nov. 3, 1953. 
10. Reg. No. 584,058, issued Dec, 29, 1953. 






















THE TRADEMARK REPORTER Vol. 47 T.M. RB. 


In addition to its manufacturing business, respondent buys, and sells 
from its own sales office, new and used motion picture aad television produe- 
tion equipment, but such equipment is sold under the manufacturers’ 
marks and not under the caMArT mark. 

Petitioner’s general sales manager and its vice-president in charge of 
sales and advertising testified that they were not familiar with respon- 
dent’s products which it sells under the cAMART mark, and had never seen 
any of them; but upon being shown one of respondent’s catalogs, they 
testified that petitioner did not make any products similar in purpose. to 
respondent’s products, although some of. applicant’s products might be 
used “in connection with the same type of work that some of the products 
made by the Kalart Company are used.” It is noted that those products 
of respondent’s which might be used in the motion picture and television 
industry are sold under the trademark craic rather than KALART. Peti- 
tioner’s general sales manager further testified that the camart blimp and 
the CRAIG PROJECTO-EDITOR might be put in the same category; both parties 
make prisms which are sold under their respective marks (but petitioner’s 
prisms are for range finders for amateur photographers and respondent’s 
are for special effect lenses for use in motion picture and television cam- 
eras); and petitioner makes an eye extension tube for still cameras and 
respondent makes a lens extension tube for professional movie cameras 
(the witness did not. know whether there was any difference in purpose 
in these items). 

It is clearly apparent from the record that the average purchasers of 
the products of the parties are not the same; the channels of trade are 
not the same, petitioner catering to the general photographing public and 
respondent to professionals in the motion picture and television industry ; 
the circumstances surrounding the purchase of the products are not the 
same; respondent’s products are neither inexpensive nor casually pur- 
chased, and the same is true of at least some of petitioner’s products; and 
the products themselves are considerably different and used for different 
purposes. The record fails to disclose any facts from which it can be con- 
cluded that there is any likelihood of confusion, mistake or deception of 
purchasers or that petitioner is otherwise damaged by the registration 
sought to be canceled. 

The decision of the Examiner of Interferences is reversed. 


BLUE BELL, INC. v. ADRIAN DESIGNS FOR MEN, INC. 
No. 32,994 — Commissioner of Patents — January 9, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Application to register BEAU AND BELL for men’s sport shirts, registration is 
opposed by the registrant of BLUE BELL simpliciter and in combination with a design 
of a bell for men’s, women’s and children’s overalls, dungarees and work clothing. 
Since the marks do not resemble each other in appearance and their commercial 
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impressions created are different, confusion is deemed unlikely and the dismissal 
of the opposition is affirmed. 


Opposition proceeding by Blue Bell, Inc. v. Adrian Designs for Men, 
Inc., application Serial No. 636,670 filed October 16, 1952. Opposer ap- 
peals from decision of Examiner of Interferences dismissing opposition. 
Affirmed. 


Victor D. Borst, of New York, N.Y., for opposer-appellant. 
Irving Seidman, of New York, N.Y., for applicant-appellee. 


LeeEps, Assistant Commissioner. 


An application has been filed to register BEAU AND BELL’ for men’s 
sportshirts, use since September 21, 1952 having been asserted. 

Registration has been opposed by the registrant of BLUE BELL,’ BLUE 
BELL displayed within two concentric circles in the center of which is a 
picture of a bell,* and BLUE BELL superimposed on a silhouette of a bell 
within a circle,* all generally for men’s, women’s, boys’ and girls’ overalls, 
dungarees, jumpers, jackets and work clothing. 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed.® 

The record consists of the pleadings, a stipulation of facts, with 
exhibits, on behalf of opposer, copies of opposer’s registrations, and 
applicant’s application. 

It appears from the stipulation that opposer and its predecessors have 
used the trademark BLUE BELL, both with and without a picture of a bell, 
on its apparel for many years; the use has been extensive, with nation- 
wide distribution; and substantial sums of money have been spent in 
national advertising of opposer’s BLUE BELL garments. There is no ques- 
tion but that opposer enjoys a substantial goodwill symbolized by its 
BLUE BELL mark. 

The only question presented is whether or not applicant’s mark BEAU 
AND BELL (BELLE), when applied to sportshirts, so resembles opposer’s 
BLUE BELL—with or without a picture of a bell—applied to work clothing 
(and sportshirts which it has been recently making), as to be likely to 
cause confusion, mistake or deception of purchasers. 


1. A short time after the opposition was filed applicant submitted new specimens 
showing BEAU AND BELLE with an affidavit stating that through inadvertence the specimen 
labels showing BEAU AND BELL were furnished to its attorney; that the original labels 
contained a printer’s error which had been corrected; and that the labels showing BEAU 
AND BELLE were in use prior to the filing of the application. It seems, then, that the 
mark which applicant thought it presented for registration was BEAU AND BELLE. 

2. Reg. No. 429,770, issued May 20, 1947. 

3. Reg. No. 429,760, issued May 20, 1947. 

4. Reg. No. 530,349, issued Sept. 5, 1950. 

5. Opp. No. 33,006, Beaw Brummell Ties, Inc. v. Adrian Designs for Men, Inc., 
was sustained prior to the time this proceeding was dismissed. Applicant took no appeal, 
and filed no brief in the present case. Registration on the application stands refused. 





ER. OE A, a eee 


ay 





THE TRADEMARK REPORTER Vol. 47 T.M.RB. 


The marks do not resemble each other in appearance; and the items 
of apparel sold by the parties are of a character ordinarily purchased in 
person where the labels are seen. When the ordinary circumstances and 
conditions surrounding the purchase of the products of the parties are 
considered, the marks do not sound sufficiently alike to cause confusion, 
mistake or deception of purchasers. The commercial impressions created 
by the marks are entirely different—opposer’s suggesting the blue-bell 
flower or a bell colored blue, and applicant’s suggesting boy and girl or 
gentleman and lady. 

The facts and circumstances of this case lead to a conclusion that there 
is no likelihood of confusion, mistake, or deception of purchasers; and 
opposer will not otherwise be damaged by the registration of applicant’s 
mark. 

The decision of the Examiner of Interferences is affirmed. 


GREEN THUMB PRODUCTS v. GREEN THUMB 
PUBLISHER, INC. 


No. 31,482 — Commissioner of Patents — January 10, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
GREEN THUMB nursery products and trowels are not likely to be confused w'th 
GREEN THUMB for periodicals and where products are unrelated opposer has the 
burden of proving likelihood of confusion. The term GREEN THUMB is suggestive 
when used in connection with nursery products or publications devoted to gardening. 


Opposition proceeding by Green Thumb Products v. Green Thumb 
Publisher, Inc., application Serial No. 619,081 filed September 21, 1951. 
Opposer appeals from decision of Examiner of Interferences dismissing 
opposition. Affirmed. 


Owen & Owen, of Toledo, Ohio, for opposer-appellant. 
A. Yates Dowell, of Washington, D.C., for applicant-appellee. 


Leeps, Assistant Commissioner. 


An application has been filed to register GREEN THUMB with a thumb- 
print superimposed upon the letter “G,” for a periodical, use since October 
10, 1950 having been asserted. 

Registration has been opposed by the registrant of GREEN THUMB, 
superimposed upon the drawing of a glove with a green thumb, for 
nursery products, cut flowers, seeds and bulbs;’ and GREEN THUMB for 
garden trowels.? 


1. Reg. No. 407,413, issued June 6, 1944, published in accordance with Sec. 12(c) 
on June 22, 1948. 
2. Reg. No. 544,013, issued June 19, 1951. 
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The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The record consists of the pleadings, copies of opposer’s registrations, 
certified copies of assignments of the registrations from a predecessor to 
opposer, a stipulation of facts on behalf of applicant, and applicant’s 
application. 

The sole question presented is whether or not purchasers of GREEN 
THUMB nursery products and garden trowels are likely, upon seeing GREEN 
THUMB magazine, to associate the items or to attribute common origin to 
them. 

Opposer relies upon Vogue Co. v. Thompson-Hudson Co., 300 F. 509 
(15 TMR 1) (C.C.A. 6, 1924) voaur; Esquire, Inc. v. Esquire Bar, 49 
USPQ 592 (31 TMR 308) (S.D. Fla., 1941) esquire; Hanson v. Triangle 
Publications, 74 USPQ 280 (37 TMR 645) (C.A. 8, 1947) sEVENTEEN; and 
Triangle Publications, Inc. v. Rohrlich, 77 USPQ 196 (38 TMR 516) (C.A. 
2, 1948) SEVENTEEN, and apparently contends that these cases establish 
as a matter of law that magazines and articles or items which might be 
featured in the magazines cannot be sold under the same trademark 
without causing confusion, mistake or deception of purchasers. A reading 
of the cited cases shows that in each of them the Court, having all the 
facts before it, concluded that the public was likely to believe that the 
articles bearing the trademark were sponsored, or approved by the pub- 
lisher of the magazine or that there was some kind of trade connection 
between the parties. The law which was established was the law of the 
particular case based on its own peculiar facts. 

In the present case, no facts are presented. It is not known where 
opposer’s products are sold—to whom they are sold—how extensively they 
are sold—where or whether they are advertised—how they are marked— 
or what, if any, commercial impression has been created by its marks. 
When the products of two parties to a proceeding such as this are as 
unrelated as those involved here, opposer has the burden of going forward 
with the presentation of facts in support of its pleading if it is to prevail. 
The burden has not been discharged. 

GREEN THUMB is an expression which has long been commonly used 
in connection with gardening; and its use as a trademark for nursery and 
greenhouse products and garden implements has a quite suggestive con- 
notation. It has a like connotation when used as a title for a magazine 
devoted largely to gardening. This is not to say that it is not a valid 
trademark for such items; but when no facts are presented, and the nature 
of the mark and the differences in the goods of the parties are considered 
without any other facts, it is concluded that there is no likelihood of 
confusion, mistake or deception of purchasers. 

The decision of the Examiner of Interferences is affirmed. 
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George S. McMillan, 
Vice-Chairman 
Bristol-Myers Company 
Volney F. Morin 


Technicolor Corporation 


A. R. Noll 
International Business Machines 
Corporation 


State Trademark Committee 


Bruce Homer 

Sherwin-Williams Company 
George Hopper 

The Procter & Gamble Company 
Sylvester J. Liddy 

Munn, Liddy, Daniels & March 
George S. McMillan 

Bristol-Myers Company 
Alfred W. Petchaft 


John J. Riley 
American Bottlers of Carbonated 
Beverages 


W. L. Scherer 
Automobile Manufacturers Assn. 


Eldridge Peterson 
; Printers’ Ink 
Stewart W. Richards 

Beer, Richards, Lane, Haller 

& Buttenwieser 

Don Robinson 

American Press 
E. Huber Ulrich 

The Curtis Publishing Company 


Edmund Dill Scotti 

Wm. Wallace White & Scotti 
W. D. Seidler 

Coats & Clark, Inc. 
Laurence E. Sherwood, Jr., 
Vice-Chairman 

Vick Chemical Company 
Francis J. Sullivan 

Alexander, Maltitz, Derenberg 

& Sullivan 

1.8 Gregory Thomas 

Chanel, Inc. 
Horst von Maltitz 


Alexander, Maltitz, Derenberg 
& Sullivan 
Eric Waters 
Haseltine, Lake & Company 
J. H. Wilson 
The Procter & Gamble Company 
John A. Wortmann 


Radio Corporation of America 


John C. Osborne 


Gowling, MacTavish, Osborne 
& Henderson 
A. Donham Owen 
Stewart W. Richards 
Beer, Richards, Lane, Haller 
& Buttenwieser 
Leslie D. Taggart, Vice-Chairman 
Watson, Leavenworth, Kelton 
& Taggart 
Albert R. Teare 
Bates, Teare & McBean 
Gilbert Weil 
Stewart L. Whitman 


Nims, Martin, Halliday, Whitman 
& Williamson 


Robert B. Whittredge 

Fish, Richardson & Neave 
R. H. Wood 

Westinghouse Air Brake Company 
Virgil E. Woodcock 

Woodcock & Phelan 


Wm. Glasgow Reynolds 

E. I. du Pont de Nemours & Co. 
Mrs. K. Siebert 

Anheuser-Busch, Inc. 
Harold S. Silver 

Allis-Chalmers Mfg. Co. 
Arthur Stewart 

Westinghouse Electric Company 
A. H. Stuart 

Hiram Walker & Sons 


James E. Toomey 
Kaiser Aluminum & Chemical Co. 


Joseph Shar 
Wise, Canfield, Sharp & Boyd 
Joseph Stamler 
Lorentz & Stamler 
Mrs. Lenore B. Stoughton, 
Vice-Chairman 
Rogers, Hoge & Hills 
John T. Tabor 
The Seven-Up Company 
Earl Thomson 
Thomson and Thomson 
H. B. Wands 
California Research Corporation 
W. W. Yeager 
Shell Oil Company 





